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           In the Office Action, the Examining Attorney states that the Marks “create the same overall

impression.”  Applicant respectfully disagrees and directs the Examining Attorney’s attention to the

evidence set forth on this point at length in Applicant’s first Response to Office Action. Specifically,

in addition to differing both aurally and visually, the Marks differ significantly in view of the wide

range of different meanings that are conveyed by the element “EARTH” in Applicant’s Mark and the

comparatively narrower range of meanings conveyed by “SOIL” in the Cited Mark. As discussed

further herein, the primary significance of “EARTH” as the proper name of the planet we inhabit

results in a commercial impression of Applicant’s Mark that is vastly different from that of the Cited

Mark. While the broad semantic range of “EARTH” in conjunction with “LIVING” in Applicant’s

Mark suggests to consumers a vibrant, fertile planet and that Applicant’s goods are beneficial to the

health of our planet, the Cited Mark at most leads consumers to think only of the goods offered under

the mark, namely, dirt.

           Accordingly, for the reasons set forth above and in its first Response to Office Action, Applicant

respectfully reiterates its position that the Cited Mark should not serve as an obstacle to registration of

Applicant’s Mark.

 

III.       DISCLAIMER

In the Office Action, the Examining Attorney dismissed the evidence submitted by Applicant in its first

Response to Office Action demonstrating that the term “EARTH” is used to convey a wide range of

meanings and reiterated her position that although “EARTH” and “SOIL” differ visually, both are

generic and “convey the same overall meaning for ‘dirt.’”  Applicant respectfully disagrees with this

position. Rather, as noted above, Applicant submits that the term “EARTH” differs significantly from

the term “SOIL” in that it simultaneously conveys multiple meanings, whereas “SOIL” at most

conveys two meanings, namely, “dirt” and “to make dirty.”  Moreover, Applicant asserts that in

common usage, the most prominent of the various meanings of the term “EARTH” is the proper name

of the planet we inhabit. This is especially true today, as the current focus on protecting and improving

the environment that is the core of the green movement keeps the concept of our planet in the forefront



of consumers’ minds. A well-respected legal treatise notes that “[t]he standard most often applied to

determine whether a term is generic is not whether it hassomesignificance to the public as the name of

an article, but whether that is itsprincipal significance.”  That is, the majority usage of a term is

controlling. J. Thomas McCarthy, McCarthy On Trademarks and Unfair Competition § 12:6 (4th ed.,

2007);see Ty Inc. v. Softbelly’s, Inc., 353 F.3d 528, 69 U.S.P.Q.2d 1213 (7th Cir. 2003)(The “primary

significance” of the term is the legal test of genericness.) Thus, Applicant submits that because the

principal significance of the term “EARTH” is the proper name for our planet, the term is not generic

for the goods covered in Class 001 of the Application, but is rather suggestive.

In support of this position, Applicant notes that it would be a considerable stretch of current American

English usage to suggest that a consumer interested in purchasing supplies for gardening, landscaping,

planting or related uses would inquire at a store for “earth.”  Rather, and much more naturally, the

consumer would likely inquire about and purchase “soil,” “dirt,” “mulch,” “peat moss,” etc. If a

consumer were to inquire about “earth,” at best the question would likely identify that consumer as a

non-native speaker of English; at worst, the salesperson would fail to understand the question, or would

be forced to re-phrase it to say, “ Oh, you mean, you’re looking for soil?”  Moreover, the English

language is replete with phrases and sayings incorporating the term “EARTH” that support

Applicant’s position that the most prominent meaning of “EARTH” is the name of our planet. These

include, but are not limited to, “Mother Earth,” “Earth Day,” “down to Earth,” “peace on Earth,”

“what on Earth?” and “salt of the Earth.”  None of these phrases or sayings makes any sense if one

reads the meaning “dirt” into them. Rather, they all turn on the common understanding that

“EARTH” refers most prominently and most significantly to the planet. Further, if “SOIL” and

“EARTH” were essentially interchangeable, as the Examining Attorney suggests, then one would

expect there to be parallel formatives of these terms. Applicant notes, however, that although a child

can get its clothes “soiled” by playing in the dirt, it is ungrammatical and nonsensical to say that the

child’s clothes got “earthed.”

For the reasons set forth above, Applicant respectfully asserts that the relevant purchasing public does

not primarily understand “EARTH” to mean “soil” or “dirt,” and therefore, the element “EARTH” in

Applicant’s Mark is not generic vis-à-vis the covered Class 001 goods. However, if the Examining



Attorney is not persuaded, Applicant also submits that the disclaimer requirement for "EARTH” is

unwarranted because the combination of “LIVING” and “EARTH” in Applicant’s Mark gives rise to

an incongruity, and the Mark is therefore unitary and no disclaimer is necessary. SeeT.M.E.P.

§1213.05(d) (“If two or more terms are combined in a mark to create an incongruity (e.g., URBAN

SAFARI, MR. MICROWAVE, and DR. GRAMMAR), the mark is unitary and no disclaimer of

nondistinctive individual elements is necessary.). If the Examining Attorney maintains that “EARTH”

in Applicant’s Mark conveys only “dirt” or “soil,” then it is incongruous for “dirt” or “soil” to be

“living.”  Dirt and soil may be the media in which living plants and animals grow and thrive, but dirt

and soil themselves are made up of inert elements and minerals and cannot be said to be “living.”  The

combination of “LIVING” and “EARTH” in Applicant’s Mark is therefore incongruous, Applicant’s

Mark is unitary, and no disclaimer of the “EARTH” element should be required. This incongruity

giving rise to a mark in which no disclaimer is required is evidenced by two existing registrations on the

Principal Register previously discussed by Applicant in its first Response to Office Action, as set forth

below:

Mark Goods/ Services App/Reg. No. Owner

LIVE EARTH Soil amendments and fertilizers (Cl 01) 3,638,713
Live Earth

Products, Inc.

LIV-E-ARTH
Soil amendments and fertilizers for
agricultural and horticultural use (Cl 01)
Mineral supplements (Cl 05)

2,189,793
Live Earth

Products, Inc.

 

These marks for identical or nearly identical goods were registered on the Principal Register without

disclaimer of the element “EARTH.” Applicant’s Mark is at least as incongruous and unitary as LIVE

EARTH and LIVE-E-ARTH and should also be allowed to register on the Principal Register without

disclaimer of “EARTH.”

           Additionally, Applicant points to the nearly thirty marks published or granted registration on the

Principal Register without disclaimer of “EARTH” or analogous elements that were cited in support of

its position in the first Response to Office Action. These applications and registrations demonstrate that

the term “EARTH” has been found in many instances by the U.S. Patent and Trademark Office to be at

least suggestive in connection with identical, similar or related goods and services. Accordingly,
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