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To: Jen Groover Designs, LLC (gbemabeo(@saul.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77442417 - LEADERGIRLZ -
T35316 USA

Sent: 9/1/2009 4:56:37 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

[]

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/442417

MARK: LEADERGIRLZ -
CORRESPONDENT ADDRESS:

GREGORY S. BERNABEO
SAUL EWING LLP

1500 MARKET STREET, 383TH FLOOR GENERAL TRADEMARK INFORMATION:

CENTRE SQUARE WEST http://www.uspto.gov/main/trademarks.htm
PHILADELPHIA, PA 19102-2186

APPLICANT: Jen Groover Designs,
11.C

CORRESPONDENT’S REFERENCE/DOCKET
NO:
T35316 USA

CORRESPONDENT E-MAIL ADDRESS:
gbernabeoi@saul.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 9/1/2009

Applicant is requesting reconsideration of a final refusal issued/mailed February 11, 2009,
After careful considcration of the law and facts of the casc, the cxamining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have

been presented that are significant and compelling with regard to the point at issue.

Specifically, applicant’s arguments regarding the Section 2(d) refusal is unpersuasive. Applicant’s
amended drawing is accepted and entered; therefore, the disclaimer requirement is withdrawn.

With regard to applicant’s arguments regarding the Section 2(d) refusal, applicant should note the
following;:
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Despite applicant’s amended drawing, in which the mark 1s presented as one word opposed to two
words, the marks are still confusingly similar. The marks are compared in their entireties under a
Trademark Act Section 2(d) analysis. See TMEP §1207.01(b). Nevertheless, one feature of a mark may
be recognized as more significant in creating a commercial impression. Greater weight is given to that
dominant feature in determining whether there is a likelihood of confusion. /n re Nat’l Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ
693 (C.C.P.A. 1976), In re JM. Originals Inc., 6 USPQ2d 1393 (TTAB 1987), see TMEP §1207.01(b)
(viii), (c)(ii). Consumers are generally more inclined to focus on the first word, prefix or syllable in any
trademark or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En
1772,396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Mattel Inc. v. Funline
Merch. Co., 81 USPQ2d 1372, 1374-75 (TTAB 2006), Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9
USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most likely to be
impressed upon the mind of a purchaser and remembered” when making purchasing decisions).
Furthermore, when a mark consists of a word portion and a design portion, the word portion is more
likely to be impressed upon a purchaser’s memory and to be used in calling for the goods and/or
services. Therefore, the word portion is normally accorded greater weight in determining likelihood of
confusion. In re Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999); In re Appetito
Provisions Co., 3 USPQ2d 1553, 1554 (TTAB 1987);, Amoco Oil Co. v. Amerco, Inc., 192 USPQ 729,
735 (TTAB 1976), TMEP §1207.01(c)(ii). Therefore, the dominant portion of both applicant’s and
registrant’s mark is “LEADER.” As such the dominant portion of applicant’s mark is identical to the
dominant portion of registrant’s mark.

Furthermore, if the goods and/or services of the respective parties are “similar in kind and/or closely
related,” the degree of similarity between the marks required to support a finding of likelihood of
confusion is not as great as would be required with diverse goods and/or services. In re JM. Originals
Inc., 6 USPQ2d 1393, 1394 (TTAB 1987), see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242,
73 USPQ2d 1350, 1354 (Fed. Cir. 2004); TMEP §1207.01(b).

Applicant cites the marks DREAM LEADER (Reg. No. 3471072) and LEADER-1 (Reg. No. 2681846)
as evidence that “[t]he USPTO has registered several marks that contain the term LEADER for the same
or related goods. However, the registrations cited by applicant are for “board games” and “toy action
figures, toy vehicles and toy robots convertible into other visual forms,” respectively. In the current
case, applicant’s goods and registrant’s goods are identical.

The Court of Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have
recognized that marks deemed “weak” or merely descriptive are still entitled to protection against the
registration by a subsequent user of a similar mark for closely related goods and/or services. This
protection extends to marks registered on the Supplemental Register. TMEP §1207.01(b)(ix); see, e.g.,

Inre Clorox Co., 578 F.2d 305, 18 USPQ 337 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ
188 (TTAB 1975).

Accordingly, applicant’s request for reconsideration is denjed. The time for appeal runs from the date
the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant

has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).

{Jennifer M. Hetu/

Trademark Examining Attorncy
Law Office 108

Phone: 571-272-4858

Fax: 571-273-9108
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STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http:/Aarr.uspto.gov. When conducting an online status check, print and maintain a copy of the

complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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To: Jen Groover Designs, LLC (gbernabeo@saul.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77442417 - LEADERGIRLZ -
T35316 USA

Sent: 9/1/2009 4:56:41 PM

Sent As: ECOMI108@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77442417) has been reviewed. The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”) has written a letter (an “Office action™) on 9/1/2009 to which you must
respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link http://tmportal.uspto.gov/external/portaltow?
DDA=Y&serial_number=774424178doc_type=REC&mail_date=20090901 OR go to

http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the Office
letter. If you have difficulty accessing the Office letter, contact TDR@uspto.gov.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attorney who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 9/1/2009 (or sooner if specified in the Office letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If you have
difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the
ABANDONMENT (loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses.
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