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To: Purdy, Donna (mimo@mimotheclown.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77437275 - THE
IMAGINATION SHOP - N/A

Sent: 7/16/2009 11:06:53 AM

Sent As: ECOM102@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8

Attachment - 9

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/437275

MARK: THE IMAGINATION SHOP “

CORRESPONDENT ADDRESS:
PURDY, DONNA

7254 BUTTERBALL WAY
SACRAMENTO, CA 95842-3770 GENERAL TRADEMARK INFORMATION:
htip://www.uspto.gov/main/trademarks.htm
APPLICANT: Purdy, Donna

CORRESPONDENT’S REFERENCE/DOCKET
NO:

COE%SPONDENT E-MAIL ADDRESS:
mimo@mimotheclown.com
REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 7/16/2009
Applicant is requesting reconsideration of a final refusal issued/mailed 12/12/2008.
After careful consideration of the law and facts of the case, the examining attorney must deny the

request for reconsideration in part and adhere to the final action as written since no new facts or reasons
have been presented that are significant and compelling with regard to the point at issue.
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The request for reconsideration is denied in part with respect to the Section 2(d) refusal with U.S.
Registration No. 2219696 (IMAGINATION WORKSHOP) for International Class 041.

The examining attomey withdraws the Section 2(d) refusals with respect to U.S. Registration Nos.
2552614, 2559228, and 2964540.

In the Request for Reconsideration, applicant requests reconsideration of the Trademark Act Section 2
(d) refusals with U.S. Registration Nos. 2219696, 2552614, 2559228, and 2964540. Applicant has
limited the identification of goods and services. Applicant argues that the word SHOPPE and
WORKSHOP are differing words that create dissimilar commercial impressions. Next, applicant
provides evidence and argues that the word IMAGINATION is weak and therefore the terms SHOPPE
and WORKSHOP are “sufficient to distinguish among the marks at issue.” Further, applicant does not
provide any evidence to show that applicant’s and the registrant’s services are dissimilar.

Applicant has provided evidence showing third-party marks with the word IMAGINATION in marks.
However, all of the third-party registrations contain other distinctive matter besides IMAGINATION,
whereas the applicant’s mark and the registrant’s mark contain the words SHOPPE and WORKSHOP
which arc highly similar. First, the first word in both marks is identical - IMAGINATION. Consumers
are generally more inclined to focus on the first word, prefix or syllable in any trademark or service
mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,396 F. 3d 1369,
1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Mattel Inc. v. Funline Merch. Co., 81 USPQ2d
1372, 1374-75 (TTAB 2006); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897
(TTAB 1988) (“it is often the first part of a mark which is most likely to be impressed upon the mind of
a purchaser and remembered” when making purchasing decisions). Second, the second word, SHOPPE
and WORKSHOP in the respective marks are highly similar in meaning. In addition to the definitions
provided in the initial Office action, a SHOPPE is defined as “a schoolroom fitted with machinery and
tools for instruction in industrial arts” and “a home workshop.” Next, the word WORKSHOP is defined
as “an educational seminar or series of meetings emphasizing interaction and exchange of information
among a usually small number of participants.” Please see the attached definition from The American
Heritage Dictionary of the English Language, Fourth Edition, 2000. Therefore, both terms are related
to the educational activities and convey similar meanings. Overall, the marks have the same commercial
impression.

Further, applicant’s ““entertainment in the nature of live performances by various make-believe
characters” is related to the registrant’s “educational entertainment services, namely, live presentations
of cartoon drawing featuring sclf-csteem, and distribution of written coursc matcrials in conjunction
therewith” because both services would be encountered by consumers seeking entertainment in the
nature of live performances by make-believe characters. Applicant’s services are broad enough to
include the registrant’s “educational entertainment services.” Further, applicant has identified the
performers as “various make-believe characters.” “Cartoon drawings” can be drawings of real people,
but also be drawings of make-believe characters.” Please see the attached definition of cartoon from
http://dictionary.reference.com.

Since the marks are similar and the services in International Class 041 are arguably identical, there is a
likelihood of confusion as to the source of the applicant’s Class 041 services. Therefore, applicant’s
mark is not entitled to registration in International Class 041.

Accordingly, applicant’s request for reconsideration is denied in part. The time for appeal runs from the

date the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If
applicant has already filed a timely notice of appeal, the application will be forwarded to the Trademark

file://\\ticrs-ais-01\ticrsexport\HtmITo Tiff Input\REC00012009 07 29 13 38 26 TTABC... 7/29/2009
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Trial and Appeal Board (TTAB).

/mvaghani/

Mayur Vagham

Trademark Examining Attorney
Law Office 102

Phone - (571) 272-1615

Fax No. (571) 273-9102

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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car-toon J} [kabr-toon] 7 Show IPA

-noun

1. a sketch or drawing, usually humorous, as in a newspaper of
penodical, symbolizing, satirizing, or caricaturing soms action,
subject, or person of popular interest.

2. COMIC STRIP,

3. ANIMATED CARTOON,

4. Fine Arts. a full-scale design for a picture, omamental motif
of pattern, or the like, to be transferred to a fresco,
tapestry, stc.

-adjective

5. resembling a cartoon or caricature: The novel is fulf of
predictable, cartoon characters, never bekevable as real
people.

—verb (used with object)
6.  to represent by a cartoon.
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~verb (used without object}
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Nearby Entries 7.  todraw cartoons.
carton-pierre cartoned Origin:
cartonful 1665-75; < It cartone pasteboard, stout paper, a drawing on such
cartoning paper, equiv. to cart{a} paper (see CARTE ) + -one aug. suffix
cartonnier Related forms:
cartonpierre carlltoonlish, adjective
carton carlltoonList, noun
Cartoon Dictionary.cem Unabridged
cartoon strip Based on the Random House Dictionary. ® Random Hause. nc 2003,
cartonned Gite This Source | Link To cartoon
cartooning ) hedW 5 ) "

; “m; Related Words for : carteon AEVISUALTHESAURUS
cartoonish skatch; animated cartoon < .
cartoonist View more relatéd words » o
CBIToany €artop cartoppable cartoppear Sareen

Ixpiore the Visyal Thessurus »

car-toort}) (kir-toon?) (7
n.

1.

a. A drawing depicting a humorous situation, oftan
accompanied by a caption.

b. - A drawing representing current public figures or issues
symbolically’ and often satirically: a political cartoon.

2. A prelminary sketch similar in size to the work, such as a
fresco, that is to be copied from it.

3. An animated cartoon.

4. A coinic strip.

5. A ridiculously oversimplified or stereotypical representation:
criticized the actor's portrayal of Jefferson as a historicalty
inaccurate Cartoon.

vi cartooned, car-toon-ing, car-toons

v. tr.
To draw a humorous or satirical representation of; caricature.
v. fntr.

T moba himnarmie nr estirinal drawinac
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To make humorous or satincal drawings.

[French carton, drawing, from Itakian cartone, pasteboard; see
carton;}
car-toon’ish, car-toon'y ad., car-toon'ist n.

The A . y of the Engiiah Langusge, Fourth Edition
Copyright & 2005 by Houghfon Miffin Company.
Pubhiehad by Houghton Mifisn Company. All rights reserved.

Cite This Source

Cartoon

Car™toon™, n. {F. carton {cf. It. cartone pasteboard, cartoon); fr.
L. charta. See: 1st-card.]

1. A design or study drawn of the full size, to serve as a model for
bansfeiring o Lopyiny; -- used io the making of mosdics,
tapestries, fresco pantings and the like; as, the cartoons of
Raphaet.

2. A large pictorial sketch, as in a journal or magazine; esp. a
pictonal caricature; as, the cartoons of "Puck.”

Wabater's Revisad Unabiridged Dictionary, © 1995, 1933 RICRA. pe.

Cite This Source

Spanish: tira cémica, vifieta, caricatura, German: die Karikatur,
Japanese: Mk
Mora Translations »

cartoon

1671, from Fr. carton, from It. cartone "strong, heavy paper,
pasteboard,” thus "preliminary sketches made by artists on such
paper,” augmentive of M.L. carta "paper” (see card (n.)). Extension
to comical drawings in newspapers and magazines is 1843,
Cartoonist first recorded 1880.

*Punch has the benevolence to announce; that in an early
number of his ensuing VYolume he will astonish the Parliamentary
Committee by the publication of several exquisite designs, to be
called Punch's Cartoons!" {["Punch,” June 24, 1843]
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Definition: (adjective) likely alarge store.
to change. A atelier; a studio
Petarcns.con A place for mannfactoring or repairing goods or machinery:
Add Word of the Day to your A commercial 'or industrial establishment: a printing shop.

A business establishment; an office or a center of activity.
A home workshop.

T e




a A schookoom fitted with machinery and tools for

instruction in indostrial arts.
b.  The industrial arts as a technical science or course of
study.
VERB:
shopped . shop-ping . shops
VERS:
intr.

1. To visit stores m search of merchandise or bargains.
2. To look for something with the intention of acquiring it

VERB:
1.

To visit or buy ffom (a particular store).

PHRASAL VERB:
shop around

1. To gofrom store to store in search of merchandise ot
bargains.

2. To look for something, such as a better job.

3. To offer (a large block of common stock, for example) for
sale to various parties: 'TThe company] is now actively
being shopped around, with a prospectus in
circulation” (Maricome Yen).

IDIOM:
talk shop

To takk about one's work.

ETYMOLOGY:
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To: Purdy, Donna (mimo@mimotheclown.com)
Subject: U.S. TRADEMARK APPLICATION NO. 77437275 - THE
IMAGINATION SHOP - N/A
Sent: 7/16/2009 11:06:56 AM
Sent As: ECOM102@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 7/16/2009 FOR
APPLICATION SERIAL NO. 77437275

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link http://tmportal.uspto.gov/external/portal/tow?
DDA=Y&serial_number=774372758doc_type=REC&mail_date=20090716 (or copy and paste
this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/itow and enter the application serial number to access
the Office action.

PLEASE NOTE: The Office action may not bc immediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if
a response is required; (2) how to respond; and (3) the applicable response time period. Your
response deadline will be calculated from 7/16/2009.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you

respond online using the Trademark Electronic Application System response form at
http:/iwww.uspto.gov/teas/eTEASpageD.htm.

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.
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