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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO:

77/399607

MARK: CIS TEXAS

CORRESPONDENT ADDRESS:

TAWNYA R. WOJCIECHOWSKI

TRW LLAW GROUP

19900 MACARTHUR BLVD STE 1150

IRVINE, CA 92612-8433

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
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APPLICANT: Superior Access Insurance
Services, Inc.

CORRESPONDENT’S REFERENCE/DOCKET
NO:
N/A:
CORRESPONDENT E-MATIIL, ADDRESS:
tawnya@trwlawgroup.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 11/14/2008

Applicant is requesting reconsideration of a final refusal issued/mailed September 18, 2008. In the final
Office action, the refusal to register the mark under Section 2(d) of the Trademark Act was made final in
regards to U.S. Registration Nos. 3385082 and 2969264.

After careful consideration of the law and facts of the case, the examining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have
been presented that are significant and compelling with regard to the point at issue.

The proposed mark has been refused registration due to the likelihood of confusion with the marks in
U.S. Registration Nos. 3385082 and 2969264. The proposed mark is CIS TEXAS. The registered
marks are CIS enclosed in a triangle and CIS RISK GROUP.

The applicant has argued that “the term CIS is weak-particularly the “IS” portion of the acronym.”

Resp. at 1. The applicant is dissecting a series of letters, which form a composite, into individual letters.
The proper comparison of marks in a likelihood of confusion analysis is a comparison of the marks in
their entirety. See, e.g., In re Chatham Intl Inc., 71 USPQ2d 1944, 1946 (Fed. Cir. 2004). The applicant
alleges that individual letters of an arbitrary term are descriptive. This is neither persuasive nor
appropriate. The individual letters of CIS do not appear as “C,” “I”” and “S” but rather as the coined
term CIS. The applicant has stated previously in the response of August 25, 2008 that the term CIS had
no meaning in the relevant trade or in connection with the identified services. See Aug. 25, 2008 Resp.
at 2. The applicant cannot now claim that there is a meaning. The applicant also seeks to assign
meaning to the term CIS in the registered marks. Applicant argues that the mark in U.S. Registration
No. 2969264 “presumably stands for ‘Commercial Insurance Services’ and the mark in U.S.
Registration No. 3385082 “presumably stands for ‘Commercial Insurance Solutions.*” Resp. at 1-2. The
registrants did not register the marks “Commercial Insurance Services” or “Commercial Insurance
Solutions.” Rather, the marks are CIS RISK GROUP and CIS enclosed in a triangle. The marks that
are compared are the marks that are registered, not a potential meaning assigned to the marks by the
applicant. :

- Even if the term CIS were weak, it would not obviate a finding of likelihood of confusion. The Court of
Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have recognized that marks
deemed “weak” or merely descriptive are still entitled to protection against the registration by a
subsequent user of a similar mark for closely related goods and/or services. This protection extends to
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marks registered on the Supplemental Register. TMEP §1207.01(b)(ix); see, e.g., In re Clorox Co., 578
F.2d 305, 18 USPQ 337 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ 188 (TTAB 1975).

The applicant also argues that the cited registrations coexist with other registrations containing the term
CIS. Ofthe three cited registrations, only one registration is currently live. The other two registrations
are cancelled. Cancelled registrations are of little probative value. Further, the existence of an allegedly
similar registered mark or marks does not preclude a finding of likelihood of confusion. Prior decisions
and actions of other trademark examining attorneys in registering different marks have little evidentiary
value and are not binding upon the Office. TMEP §1207.01(d)(vi). Each case is decided on its own
facts, and each mark stands on its own merits. See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403,
1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Int’l Taste, Inc., 53 USPQ2d 1604, 1606 (TTAB
2000); In re Sunmarks, Inc., 32 USPQ2d 1470, 1472 (TTAB 1994).

The applicant also attached screen captures of websites wherein the term CIS appears. The examining

attorney does not find this evidence persuasive. Website usage by third parties is not an issue before the
Office.

The applicant also argues that “consumers of the insurance services realized the minor differences
between the marks and distinguish the sources of the services under each.” Resp. at 2. However, no
evidence has been provided in support of applicant’s statement. A mere declaratory statement by
applicant that consumers will not be confused is not persuasive. Even if applicant had shown its
purchasers were sophisticated, being sophisticated or knowledgeable purchasers in a particular field
does not necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or
immune from source confusion. TMEP §1207.01(d)(vi1), see In re Decombe, 9 USPQ2d 1812 (TTAB
1988); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983).

It is noted that the applicant does not dispute that the services are virtually identical. The proposed mark
identifies “insurance brokerage services, insurance consultation services, wholesale insurance
underwriting services in the fields of automobile, commercial automobile, marine, homeowners,
apartment, fire, earthquake, flood, personal property, personal liablity, [sic] personal umbrella,
professional liability, contractor liability, life, health, accident, medical, worker's compensation, in-home
business, commecial [sic] umbrella, unemployment, bond and multiple lines of business insurance.”
Registration No. 2969264 (CIS RISK GROUP) identifies “insurance services, namely, insurance
underwriting, insurance claims administration, and insurance agencies in the field of property, casualty,
life, automobile, boat, farm and ranch, flood, workers compensation, mortgage protection, renters,
townhouse, condominium, and homeowners; insurance brokerage in the field of automobile insurance
and home insurance.” Registration No. 3385082 identifies “insurance agencies in the field of property,
general business liability, automobile, workers' compensation, professional liability, employment
practices, fidelity crime, equipment breakdown, excess liability and employee benefits liability.”
Comparing the services, both the proposed mark and CIS RISK GROUP identify insurance underwriting
services. The remaining insurance services of applicant and registrants are so closely related as to
frequently emanate from a single source under a single mark.

As evidence of the closely related nature of the services of the applicant and registrant, attached are
copies of printouts from the USPTO X-Search database, which show third-party registrations of marks
used in connection with the same or similar goods and/or services as those of applicant and registrant in
this case. These printouts have probative value to the extent that they serve to suggest that the goods
and/or services listed therein, namely insurance brokerage and/or insurance consultation (applicant’s
services) and insurance claims administration and/or insurance agencies (registrants’ services), are of a
kind that may emanate from a single source. In re Infinity Broad. Corp., 60 USPQ2d 1214, 1217-18
(TTAB 2001); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky
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Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).

Continuing, when the goods and/or services of the respective parties are “similar in kind and/or closely
related,” as in the present instance, the degree of similarity between the marks required to support a
finding of likelihood of confusion is not as great as would be required with diverse goods and/or
services. In re JM. Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz
Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354 (Fed. Cir. 2004); TMEP §1207.01(b).

In conclusion, the proposed mark CIS TEXAS is confusingly similar to the registered marks CIS RISK
GROUP and CIS plus a design. As the proposed mark has a similar commercial impression and

appearance to the registered marks, and nearly identical services, registration is refused under Section 2
(d) of the Trademark Act.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date
the final action was issued/mailed. 37 C.F.R. Section 2.64(b), TMEP Section 715.03(c). If applicant

has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).

/Shannon M. Twohig/
Trademark Examining Attorney
Law Office 105

Phone: (571) 272-8855

Fax: (571) 273-9105

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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Print: Nov 11, 2008 78503342

DESIGN MARK

Serial Number
78503342

Status
REGISTERED

Word Mark
DICEROS

Standard Character Mark
No

Registration Number
3194890

Date Registered
2007/01/02

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner ‘

Vecchione, Carmen A. INDIVIDUAL UNITED STATES 1301 Skippack Pike,
7A-350 Blue Bell PENNSYLVANIA 189422

Goods/Services

Class Status -- ACTIVE. IC 036. US 100 101 102. G & S: INSURANCE
AGENCY, INSURANCE BROKERAGE, AND INSURANCE UNDERWRITING SERVICES IN
THE FIELDS OF LIFE, ANNUITIES, HEALTH, DISABILITY, AND PROPERTY AND

CASUALTY INSURANCE. Firast Use: 2006/08/01. First Use In Commerce:
2006/08/01. '

Flling Date
- 2004/10/21

Examining Attorney
SNAPP, TINA L.

-







Print: Nov 11, 2008 78668733

DESIGN MARK

Serial Number
78668733

Status
REGISTERED

Registration Number
3522491

Date Registered
2008/10/21

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Owner

Arrowhead General Insurance Agency, Inc., CORPORATION MINNESOTA Suite
2100 701 B Street San Diego CALIFORNIA 92101

Goods/Services

Class S8tatus -- ACTIVE. IC 036. US 100 101 102. G & 8: Insurance
services, namely, insurance brokerage services; insurance general
agency services in the fields of personal and commercial property and
liability insurance; insurance agency services in the fields of home,
mobile home, motorcycle, automobile, and commercial property and
liability coverages; financing insurance premiums. First Use:
2007/11/15. First Use In Commerce: 2007/11/15.

Gouods/Services
Class Status -- ACTIVE. IC 041. US 100 101 107. G & S: Training in

the field of insurance software. First Use: 2007/11/15. Firset Use In
Commerce: 2007/11/15.

Goods/Services

Class Status -- ACTIVE. IC 042. US 100 10l1. G & S: Maintenance and
technical support services, namely, troubleshooting, installing and
updating in the field of insurance software. First Use: 2007/11/15.
First Use In Commerce: 2007/11/15.

Description of Mark
The mark conslsts of a generally triangular shape with a cutout.

Colors Claimed
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Color is not claimed as a feature of the mark.

Filing Date
2005/07/12

Examining Attorney
LUKEN, BONNIE

Attorney of Record
Ramon A. Klitzke II
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DESIGN MARK

Serial Number
78707775

Status
REGISTERED

Registration Number
3450940

Date Registered
2008/06/17

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Owner _

Encharter Insurance LLC LIMITED LIABILITY COMPANY MASSACHUSETTS 25
University Drive Amherst MASSACHUSETTS 01002

Goods/Services

Class Status -- ACTIVE. IC 036. U8 100 101 10Z2. &G & 8: Insurance
services for individuals and businesses, namely, ilnsurance agency
services provided through a single insurance agency or a group of
insurance agencies, insurance underwriting services for all types of
insurance, insurance brokerage, insurance claims administration
services, and insurance claims processing. First Use: 2007/01/25.
First Use In Commerce: 2007/01/25.

Description of Mark

The mark consists of the right-hand portion of a ship's steering
wheel.

Colors Claimed ‘
Color is not claimed as a feature of the mark.

Filing Date
2005/09/07

Examining Attomey
BORSUK, ESTHER A.

Attorney of Record
Joseph V. Myers III

4-







Print: Nov 11, 2008 78804093

DESIGN MARK

Serial Number
78804093

Status
REGISTERED

Word Mark
INSUREGATE

Standard Character Mark

Yes

Registration Number
34698522

Date Registered
2008/07/15

Type of Mark
SERVICE MARK

Register
PRINCIFAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Owner
Poulton, Craig K INDIVIDUAL UNITED STATES 3785 South 700 East 2nd
Floor Salt Lake City UTAH B4106

Goods/Services

Class Status -- ACTIVE. IC 03é6. US 100 101 102. G & S: Accident
insurance underwriting; Appraisals for insurance claims of persconal
property; Appralsals fo6r lnsurance clalms of real estate; Brokerage
for all typea of insurance; Claims adjustment in the field of
insurance; Dental health insurance administration; Dental health
insurance underwriting and administration; Electronic processing of
insurance clalms and payment data: Flnanclal evaluatlon for lnsurance
purposes; Financial services, namely, issuance and management of
certificates backed by loan portfolios which are subsequently managed
to insure the integrity of the certificates; Fire insurance
underwriting:; Insurance actuarial services; Insurance administration:
Insurance administration for all types of insurance; Insurance
agencies; Insurance agencies in the for all types of insurance;
Insurance agency and brokerage; Insurance carrier services; Insurance
claims administration; Insurance claims processing; Insurance
consultation; Inaurance premium rate computing; Insurance services,
namely, underwriting extended warranty contracts for all types of

-
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insurance; Insurance services, namely, writing property and casualty
insurance; Insurance subrogation; Insurance subrogation and salvage:;
Insurance underwriting consultation; Insurance underwriting for all
types of insurance; Life insurance brokerage; Life insurance
underwriting; Marine insurance underwriting; Medical insurance
underwriting; Providing information in insurance matters: Underwriting
insurance for pre-paid health care; Underwriting insurance for

pre-paid legal services. First Use: 2000/01/27. First Use In
Commerce: 2005/08/20.

Filing Date
2006/02/01

Examining Attormey
BORSUK, ESTHER A.




Insure(Gate
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DESIGN MARK

Serial Number
788557909

Status
REGISTERED

Word Mark
ENERGY RISK ASSURANCE COMPANY

Standard Character Mark

Yes

Registration Number
3367388

Date Registered
2008/01/08

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Owner
Ameren Corporation CORPORATION MISSOURI P. O. Box 66149 One Ameren
Plaza, 1201 Chouteau Avenue 8t. Louis MISSOURI £31666149

GoodsiServices

Class Status -—- ACTIVE. IC 036. US 100 101 102. G & S: insurance
consultation; insurance claims administration and processing:
brokerage, admlnistratlion, and underwrlting for all types of
insurance; brokerage, administration, and underwriting in the fields
of health, life, property, casualty, liability, and workers
compensation insurance. First Use: 2007/02/16. First Use In
Commerce: 2007/02/16.

Disclaimer Statement

NO CLATM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ASSURANCE"™ APART FRCM
THE MARK AS SHOWN.

Filing Date
2006/04/06

Amended Register Date
2007/10/15
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Examining Attomey
WHITTAKER-BROWN, TRACY

Attorney of Record
Willlam D. O'Neill




ENERGY RISK ASSURANCE
COMPANY
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DESIGN MARK

Serial Number
78886633

Status
REGISTERED

Word Mark
DACOTAH INSURANCE

Standard Character Mark
No

Registration Number
3217851

Date Registered
2007/03/13

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner

Dacotah Banks, Inc. CORPORATION SOUTH DAKOTA Suite 212 401 South Main
Street Aberdeen SOUTH DAKOTA 57401

Goods/Services
Class Status -- ACTIVE. IC 036. USs 100 101 102. G & S: Insurance

Agency and Brokerage; Insurance Consultation. First Use: 1385/09/30.
First Use In Commerce: 1995/09/30.

Prior Registration(s)
2070341

Disclaimer Statement

NOQ CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INSURANCE" APART FROM
THE MARK A8 SHOWN.

Filing Date
2006/05/18

Examining Attorney
DINALLO, KEVIN
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Attormney of Record
Michael J. Kroll
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DESIGN MARK

Serial Number
78888018

Status
REGISTERED

Word Mark
RESPONSIBILITY. WHAT'S YOUR POLICY?

Standard Character Mark

Yes

Registration Number
3292226

Date Registered
2007/09/11

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Owner

Liberty Mutual Insurance Company CORPORATION MASSACHUSETTS 175
Berkeley Street Boston MASSACHUSETTS 02117

Goods/Services

Class Status -- ACTIVE. IC 036. US 100 101 102. G & S: Insurance
services, namely, insurance underwriting, management and
adminlstration of lnsurance 1n the flelds of accldent, llabllity,
property, fire and other property, general liability, workers!
compensation, automobile, aircraft, disability, fidelity, surety,
burglary, forgery, water damage, marine and ocean marine insurance;
reinsurance underwritlng servilces; 1nsurance brokerage services;
property and casualty loss management and claims adjustment services;
insurance claims administration and adjustment services provided as a
part of insured or self-insurance programs; appraisal, consulting, and
analytical services in the fields of medical, disability, property and
casualty insurance claims; providing information on insurance matters,
insurance administration and consultancy services in the field of
insurance; and the provision of the above-listed insurance services
online from a computer database or via the internst. First Use:
2006/06/06. First Use In Commerce: 2006/06/06.

-
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Filing Date
2006/05/19

Examining Attomey
BUSH, KAREN K.

Attorney of Record
Paula J. Krasny

2




RESPONSIBILITY., WHAT'S
YOUR POLICY?
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DESIGN MARK

Serial Number
78880221

Status
REGISTERED

Word Mark
W

Standard Character Mark
No

Registration Number
3236804

Date Registered
2007/05/01

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(3) DESIGN PLUS WORDS, LETTERS AND/CR NUMBERS

Ovwner

Western States Insurance Agency, Inc. CORPORATION MONTANA PO Box 4386
Missoula MONTANA 58806

Goods/Services
Class Status -- ACTIVE. IC 036. US 100 101 102. G & S: Insurance
agencies; insurance brokerage; insurance consultation. First Use:

2006/04/01. First Use In Commerce: 2006/04/01.

Prior Registration{s)
2641875

Filing Date
2006/05/22

Examining Attorney
PALADINO, ALYSSA

Attomey of Record
Antoinette M. Tease

-







Print: Nov 11, 2008 - 78922311

DESIGN MARK

Serial Number
78822311

Status
REGISTERED

Word Mark
PURCOMP

Standard Character Mark
No

Registration Number
3237331

Date Registered
2007/05/01

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Ovwner

Keyser Insurance Group CORPORATION MICHIGAN 151 E. Michigan Ave
Kalamazoo MICHIGAN 438009

Goods/Services :
Class Status -- ACTIVE. IC 036. US 100 101 102. G & S: Insurance

agencies; Insurance consultation. First Use: 2006/01/01. First Use
In Commerce: 2006/01/01.

Description of Mark
The mark consists of Pur is all lower case green, COMP is all
uppercase green, symbol afterward.

Colors Claimed
The applicant claims color as a feature of the mark, namely, green.

Filing Date
2006/07/05

Examining Attorney
CLAYTON, CHERYL
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DESIGN MARK

Serial Number
78023522

Status
REGISTERED

Word Mark
LIFECON

Standard Character Mark

Yes

Registration Number
3244632

Date Registered
2007/05/22

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Ovwmer
Kilbourn, E. Michael INDIVIDUAL UNITED STATES 3033 Riviera Drive,
Suite #202 Naples FLORIDA 34103

Goods/Services

Class Status -- ACTIVE. IC 03é. US 100 101 102. G & S5S: Estate
planning services; life insurance brokerage; life insurance agency
services: flnanclal consultation: 1life 1nsurance counsellng and
placement; investment counseling; and financial planning. Firat Use:
2005/08/12. First Use In Commerce: 2005/09/12.

Goods/Services

Class Status -- ACTIVE. IC 041. US 100 101 107. G & S: Conducting
classes, seminars, educational conferences and workshops in the fields
of estate planning, financial planning, taxes, business and insurance
planning; and providing informatlon about the educatlonal services
on-line via the Internet. Firat Use: 2005/11/08. First Use In
Commerce: 2005/11/10.

Flling Date
2006/07/06

-
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Examining Attorney
ROTH, JASON

Attorney of Record
Jennifer L. Whitelaw

78923522
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DESIGN MARK

Serial Number
78923564

Status
REGISTERED

Word Mark
UCENTRIS

Standard Character Mark

Yes

Registration Number
3327876

Date Registered
2007/10/30

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Owner

Premeraz Blue Cross CORPORATION WASHINGTON P.O. Box 327 Mall Stop 316
Seattle WASHINGTON 981110327

GoodsiServices

Class Status -- ACTIVE. IC 036. Us 100 101 102. G & S: Insurance
agencies specializing in long-term health care, major medical,
Medlcare supplement, dental, llfe and disabllity insurance: brokerage
of annuities; health, medical, dental and life insurance underwriting;

insurance claims administration; insurance claims processing. First
Use: 2007/02/27. First Use In Commerce: 2007/02/27.

Filing Date

2006/07/06

Examining Attorney

KUAN, TINA

Attomney of Record
Jerald E. Nagae
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To: Superior Access Insurance Services, Inc. (tawnya@trwlawgroup.com)
Subject: TRADEMARK APPLICATION NO. 77399607 - CIS TEXAS - N/A
Sent: 11/14/2008 2:56:58 PM
Sent As: ECOMI105@USPTO.GOV
Attachments:

IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 11/14/2008 FOR
APPLICATION SERIAL NO. 77399607

Pleasc follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link http://tmportal.uspto.gov/external/portal/tow?
DDA=Y&serial_number=77399607&doc_type=REC&mail_date=20081114 (or copy and paste
this URL into the address field of  your browser), or visit
http:/itmportal.uspto.gov/external/portal/tow and enter the application serial number to access
the Office action.

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if
a response is required; (2) how to respond; and (3) the applicable response time period. Your
response deadline will be calculated from 11/14/2008.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you

respond online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.

file:/A\ticrs-ais-01\ticrsexport\HtmI To TiffInput\REC00302008 12 01_17 42 10 TTABO.. 12/1/2008




