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To: ' VeriFone, Inc. (matm@nixonpeabody.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77317019 - SECURE
PUMPPAY - 105220/2

Sent: 11/18/2009 11:09:01 AM

Sent As: ECOM110@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/317019

IHNARINER

- » CORRESPONDENT ADDRESS
| MICHELLE A. MASSICOTTE
NIXON PEABODY LLP

100 SUMMER ST GENERAL TRADEMARK INFORMATION:
- BOSTON, MA 02110-2106 http://www.uspte.gov/main/trademarks.htm

APPLICANT: VeriFone, Inc.

CORRESPONDENT’S REFERENCE/DOCKET
NO:
105220/2
CORRESPONDENT E-MATL ADDRESS:
matm@nixonpeabody.com

‘ REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 11/18/2009

Afier careful consideration of the law and facts of the case, the examining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have

Applicant 1s requesting reconsideration of a final refusal issued/mailed March 6, 2009.
been presented that are significant and compelling with regard to the point at issue.

Applicant argues that the mark does not immediately describe applicant’s services. The mark is
SECURE PUMPAY. An average consumer would ascertain that this involves SECURE payments at the
pump. [See previous definitions]. A term is merely descriptive if it conveys an immediate idea of the
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ingredients, qualities, or characteristics of the identified goods and/or services. See In re
Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1422 (Fed. Cir. 2005); In re Dial-4-
Maitress Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001). Applicant’s
services are “debit card, credit card, electronic payment transaction processing services and secure
electronic payment transaction processing services; wireless debit card, credit card, and electronic
payment transaction processing services and secure electronic payment transaction processing services;
secure payment processing solutions, namely, providing electronic processing of debit and credit card
transactions and electronic payments via electronic payment systems and software integrated into fuel
dispensers”. This mark is descriptive in connection with the identified services of electronic payment
transaction services (i.e. secure payment at the pump).

Applicant argues that the mark is unitary. Examining attorney argues that the mark is a descriptive
compound mark.

A “compound mark,” which consists of two or more words combined to create a single word, is generic
if the individual words are generic and retain their generic meaning within the compound mark. /n re
Gould Paper Corp., 834 F.2d 1017, 1018-19, 5 USPQ2d 1110, 1111-12 (Fed. Cir. 1987) (holding
SCREENWIPE generic for computer and television screen cleaning cloths), Cummins Engine Co. v.
Cont 'l Motors Corp., 359 F.2d 892, 894-95, 149 USPQ 559, 561 (C.C.P.A. 1966) (holding
TURBODIESEL generic for internal combustion engines); Turtle Wax, Inc. v. Blue Coral, Inc., 2
USPQ2d 1534, 1536 (TTAB 1987) (holding WASHWAX generic for car washing concentrate that
leaves a wax-like coating); TMEP §1209.01(c)(2).

“A mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of the
applicant’s goods or services.” In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370,
1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d
1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b). It is enough if the term describes only one significant
function, attribute or property. In re Oppedahl, 373 F.3d at 1173, 71 USPQ2d at 1371, TMEP §1209.01

(b).

A “compound mark,” which consists of two or more words combined to create a single word, is merely
descriptive if (1) the individual words are descriptive and retain their descriptive meaning within the
compound mark, and (2) the compound mark has no unique or incongruous meaning as applied to the
goods and/or services. See In re Cox Enters., 82 USPQ2d 1040, 1043 (TTAB 2007) (holding THEATL
the equivalent of THE ATL, a common nickname for the city of Atlanta, merely descriptive of
publications featuring news and information about Atlanta); /n re Tower Tech, Inc., 64 USPQ2d 1314,
1317-18 (TTAB 2002) (holding SMARTTOWER merely descriptive of highly automated cooling
towers); In re Entenmann’s, Inc., 15 USPQ2d 1750, 1751 (TTAB 1990) (holding OATNUT merely
descriptive of bread containing oats and hazelnuts), aff’d per curiam, 928 F.2d 411 (Fed. Cir. 1991);
TMEP §1209.03(d). This is the case with PUMPPAY. This is a combination of two descriptive words.

Further, applicant’s own website describes SECURE PUMPAY as rugged reliable “pay at the pump”
solution, and “payment solutions for existing fuel dispensers”, along with a picture of someone paying at
the pump.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date
the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant
has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).
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If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

/Degmona J. Mizelle-Howard/
Dezmona J. Mizelle-Howard

United States Patent and Trademark Office
Law Office 110

571.272.9368

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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VeriFone Secure PumpPAY Processes Over

One Million Fuel Dispenser Card
Transactions

Vi S65'17, 2008 B40am EDT

EaEmal | difrirk | < Shavel B efrinis | OSingle Page

SAN:JOSE,  €eLl¥f. -~(Business Wire)-—

VeriFone Holdings, Inc: m‘sz -PAY) announced today that its
PCI—qpp;Wed tuel ;i:lapensex; pAYNeHt Systém, Secure.PumpPAY, has
sécuraly processed . more then one million transactions during consumer
fisld trialsiRe;
card- fxaud’ even the gas pump, petroleum retailers. are moving
quickiy e intégrate this secure payment.aolurion end ensure
protection for their customars and their brands.

Secure: PumpPAY. offers pecroleum ratailers a cosc eff&ctive
sec\gﬁtiuy.aolution by upgrading existing fuel dispensers with card
papment rechiiclogy thet aeéts current Payment Card Industry standards,
including Triple Data Encryprion Standard (TDES) requirements that
have beén mendated by Visa for every existing pump by July 2019.

"As g rétailer, we heve ‘@ obligation to prétect our customers,
and Secure PURpPAY ‘not only guards against paymeént card fraud, but
also protects our compsny drand,” said John Strickland, president of
Vayne 0il ip:Morth Carolins, "Secute PumpPAY i3 the only commsrcially
availahle product for card security at-uhattended outddor ges pumps.”

. Secuge ?uinLY-_ 3 supported by seven of the. top 10'majsr oil
brands and is th only PCI-approved solution that includes a PCI
encmu PINE e_ml' ‘TDES - enctryption, The Solution also ‘supports
P pmdmg chnology that cryptographically masks all customer
account iriforsation at the card reader, rendering compromised data
useless to criminals.

In addirion to meeting the current Visa mandates, Secure PumpPAY
offers additional security features including a tighply sealed housing
wnit that shields all cébles against skimmer installation. A polymer
tactile keypad prevents keyboard overlay skimmers from being
instalied, and & privacy fuard arocund the keypad-shields the
consumer's PIN entry from surreptitious cameras.

"The xapid adoption of this secure payment gption proves that
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petroleum reétailers understand the immediate need for added site
security to protect their customers and their brands,” said Jeff
Vakefield, VeriFone wice prasident of marketing, Integrated Systems.
"They understand thet real security, not just complience, is critical
end whers they need to focus their efforts and spending. They don't
want to have to throw avay & simple TDES upgrade. vhen they ara
breeached or new requirements sre announced. Secure PumpPAY future
proofs their investment for them.”

Secure PumpPAY also provides petroleum retailers with a large
color display on which they can tun bright, attention-getting
rion® to while thay are filling up their tenks,
inczégsinq in-store -3aleés. The soluvion ‘slso includes a fast,
high~resolution graphics-enabled thermal receipt printer that can
display store logos or bar coded receipts and includes a wider paper
roll.

VeriFone's Secure PumpPAY is a compect, powverful solution fox
pettoleum stations, convenisnce stores and supermarkets that need to
upgrade their existing fuel dispensers with:a PCl-approved.payment
sotution. Purpose-built for use in tough ocutdoor conditions such as
exposure to adverse veather and petroleum-and diesel spleshes, it is
constiucted from e rugged and durable polymer and.cen be retrofitted
ta ux’tmq dispcnsnz’ £xom. Nayne, Gilbaxco, Benmett and Tokheim. In
addition; an optional built-in contactless reader will support all
U.S5. contactless payment ‘schemes.

Additional Resounrcas: www. S&curepumppay.con
Ahout ‘VaxiFone Holdings, Inc. (www.verifone.com)

Vezifone Holdings, Inc. ("VeriFone”) (NYSE: PAY) is the giobal
leader -in secure electronic peysent solutions. VeriFone provides
expextise, solutions md services that add value to the point of sale
with -facing and self-service payment
syavans £or: t-.he £inm¢ic1, xetail, hospitality, petroleum, govexnment
and healthcare vercical markets. Venl"one solutions are designed to
acet the. needs of merchants, processors and acquirers in developed end
eNerging. economies-worldwide.

U.5. Editorial Contacts:
Veri¥one Public Relations
Pete Barrolik, +1. 508-263-4112
pete_bartolik@uerifone.com

or

Cookerly Public Relstions
Sarah ‘Vaters, +1 404-816-2037
sarahBcookerly.com
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To: VeriFone, Inc. (matm@nixonpeabody.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77317019 - SECURE
PUMPPAY - 105220/2

Sent: 11/18/2009 11:09:11 AM

Sent As: ECOM110@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77317019) has been reviewed. The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”) has written a letter (an “Office action™) on 11/18/2009 to which you
must respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link http://tmportal.uspto.gov/external/portal/tow?
DDA=Y&serial_number=77317019&doc_type=REC&mail_date=20091118 OR go to

http:/itmportal.uspto.gov/external/portal/tow and enter your serial number to access the Office
letter. If you have difficulty accessing the Office letter, contact TDR@uspto.gov.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attdmey who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 11/18/2009 (or sooner if specified in the Office letter),
using the Trademark Electronic Application System (TEAS) Response to Office Action form. If
you have difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the
ABANDONMENT (loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses.
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