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l. INTRODUCTION

Bottega Veneta International S.a.r.l. (“Bottega Veneta”) hereby dshisex partereply brief in
further support of its application to register the world-famous wovetératesign which it has been
using for the past 35 years and which, as shown by the overwhelming evidersm®af of secondary
meaning, has become synonymous with the Bottega Veneta brand. SpecificaibgaBdeneta submits
this brief to: (i) respond to the Examiner’s claim that aesthetic funatignis an “established legal
doctrine”; (ii) point out that even under the Examiner’s aesthetic funciityreahalysis, registration of the
Bottega Weave Design would not hinder competition as his purported eddestipport for this
position does not exist in the record; (iii) refute the Examiner’s gitdmresuscitate his abandoned
position that the Bottega Weave Design should be refused registan the grounds of utilitarian
functionality; and (iv) note, once again, that Bottega Veneta's agit#o register the Bottega Weave
Design is supported by overwhelming evidence of acquired distinctivemesh of which is simply
ignored by the Examiner.
Il. PRELIMARY STATEMENT

For over three years, Bottega Veneta has been responding to, and rehaingfuisals to register
issued by the Examiner. In September 2007, the Examiner issued his fii Aftion, refusing
registration, in large part, because the Examiner believed thatdtiegad Weave Design “is functional
for the goods because it represents utilitarian advantages in strei@gbFirst Office Action.
Additionally, the Examiner refused registration on the grounds that thiegoiVeave Design was
merely ornamental and/or failed to serve as a trademiark.

After Bottega Veneta responded to the Office Action and definideimonstrated that, pursuant
to the functionality analysis set forth In re Morton-Norwich Products, Inc671 F.2d 1332, 213
U.S.P.Q. 9 (C.C.P.A. 1982), the Bottega Weave Design served no utilifauipose geeFirst Office
Action Responses), the Examiner nevertheless continued the wititamctionality refusal, but then
tacked on a refusal to register on the ground of aesthetic functions¢igbecond Office Action).

Specifically, based on no evidence in the record, the Examiner statethi#bok of shoes or bags made



of plainly woven leather is one which consumers want, whether they betjiteseelebrities or modest
college students.’Id. Further, the Examiner refused to accept the evidence of acquired distimess
put forward by Bottega Veneta to overcome the Examiner’s refusal on the ontelityeand failure to
serve as a trademark grounds.

In response, Bottega Veneta, among other things, provided the ExamihgheiDeclaration of
Elisabetta Scaglia, lead auditor and leather goods consultant for #ygeindent National Union of
Leather Industry (“UNIC”), who had tested the Bottega Weave Desitgrisile strength against a piece
of whole leather as well as an individual strip of leather used in the manuéaof the Bottega Weave
Design. Ms. Scaglia’s tests confirmed that the Bottega WeavegDel&l not provide any utilitarian
advantage in strength. In fact, Ms. Scaglia found not only that whole leatigfar stronger and more
durable than the Bottega Weave Design, but also that the Bottega Wedge Bed a single strip of
leather from which is made “can withstand the same amount of tension beédesther rips and breaks
apart.” SeeScaglia Decl. (), 11 6-7. Thus, unlike woven fabrics (which the Bxamcontinues to
erroneously compare the Bottega Weave to) where a woven fabric is oly#tueiger than a single
thread, the Bottega Weave Design does not provide any advantage of streegtheostrips from which
it is comprised.

Further, in response to the refusal based on aesthetic functionalitydd Veneta noted that the
Examiner’s contention that the Bottega Weave Design could not baesgfishecause it was popular
among consumers was a notion that had been squarely rejected by a nadjtivéfederal courts,
including the Federal Circuit. Indeed, as the leading commentator on teakldégmv has noted, “The
notion of ‘aesthetic functionality’ is an unwarranted and illogicgbaxsion of the functionality policy,
carrying it far outside the utilitarian rationale that created thecpdli See McCarthy on Trademarks
7.81; Second Office Action.

Rather than address Bottega Veneta’s response to the Second Cffice, Adhe Examiner took
another tack, issuing a Third Office Action that asked Bottega Yéetreanswer twelve questions in order

to “clarify” Bottega Veneta's applicationSeeThird Office Action. Bottega Veneta responded to each of



the Examiner’s questions, and also submitted additional evidence on the fisgilicapian functionality,
namely an additional declaration from Ms. Scaglia as well as a @gidarfrom Gianluigi Calvanese, the
Scientific Director at the Italian Public Institute for Researold desting on Leather and Tanning
Materials (“SSIP”), who both conducted additional testing showing that ttee8a Weave Design
provided no utilitarian advantage of strength over whole leather orttips ©f leather that make up the
Bottega Weave DesigrnSeeScaglia Decl. (I1), 19 5-8; Scaglia Decl. (llIl), § 4; CalvanesD(lIl), T 7,
Ex. A. In addition, as it had in each of its prior Office Action responsexttdgja Veneta provided
additional evidence of acquired distinctiveness including, among other thiaggrations from the
Presidents of Bergdorf Goodman and Saks Fifth Avenue — two of the most mmpdukury goods
retailers in the world — attesting to the association between dieega Weave Design and Bottega
Veneta in the public mindld.

Thereafter, apparently abandoning his position on utilitarian functign@otably, without
addressing the evidence submitted by Bottega Veneta on the issue afiatilitunctionalityj.e.,
strength), the Examiner issued a fourth and final Office Action that reftsgistration solely on the basis
of aesthetic functionality, determining that it would be unfair to Bottégaeta's competitors to remove a
popular design from the public domain. Additionally, and again failing toitredeven address, much
of the evidence submitted by Bottega Veneta in support of the fact thBivega Weave Design has
acquired distinctiveness by virtue of its longstanding use, extensivetesitvg and promotion,
commercial success, and unrefuted evidence of consumer recognition ajttegéBWeave Design as an
indicator of source, the Examiner maintained his refusal on the grounds ohentality and failure to
serve as a trademarlSeerFourth Office Action. Given that the Examiner did not appear interested in
responding to the evidence put in front of him, Bottega Veneta filed stam appeal.

As shown by his opposition brief, the Examiner is continuing to maintain his etésth
functionality refusal and also continues to fail to acknowledge Bottégeeta’s overwhelming evidence
of acquired distinctiveness, as if Bottega Veneta had submitted ridreExaminer only reaches this

conclusion, however, after engaging in a tortured deconstruction of thegadfWeave Design by



determining that each of the design features that make the Bottegae\Weaign unique — its use of
leather, its proportions and dimensions, and its orientation as used on {wedug irrelevant to the
consideration of registrability. At the same time, Examiner attertgptesuscitate his earlier reliance on
utilitarian functionality, all in the guise of an aesthetic functilityaargument, repeatedly stating that the
Bottega Weave Design provides the utilitarian advantage of stréragid once again on the mistaken
and misplaced analogy of woven fabric to Bottega Veneta’s woven leaftsehas been amply, and has
not been refuted on this record, the Bottega Weave Design provides no agvahsirength. Rather, it
is a design that was originated by Bottega Veneta to indicate sondcertasich over long years of
continual and substantially exclusive use, advertising and promotion, andex@mal success, has
become an icon in the fashion industry, a design that immediately signetsisumers that products
bearing the design come from Bottega Veneta.

While Bottega Veneta appreciates that its rights in the Bottega/Besign may be relatively
narrow, that does not mean that it should be denied all protection. AccordBafiega Veneta requests
that Board overturn the Examiner’s grounds for refusal to registemtr& and pass the mark for
publication.

.  ARGUMENT

A. The Bottega Weave Design Should Not Be Refused Registration on tkound of
Aesthetic Functionality

Ignoring the numerous criticisms and outright rejections of the theory diietstunctionality,
the Examiner claims that aesthetic functionality is an “estahbdislegal doctrine and that Bottega Veneta
“relies on opinions and commentary that are clearly outdated or migieted.” Opp. Br. at 3-4. The
commentary relied upon by Bottega Veneta, however, which comes fromditiadgtreatise on issues
relating to trademark law, is far from outdated. Rather, Profess@avtty’s analysis, which has been
revised as of May 2010, includes discussion of all cases purported by thererami‘establish[] the
doctrine” of aesthetic functionality, with the exception of one, ant&includes:

“Aesthetic functionality” is an oxymoron. Ornamental aesthetic designsharantithesis
of utilitarian designs. Even if one accepts the thesis that a “freedaompete” policy



is at the core of any rule of functionality, that policy does not supporttteery of

“aesthetic functionality.” As one commentator noted, “Because the range sibpos

aesthetic designs and configurations is as infinite as are the thatesesire them,

according trademark protection to aesthetic features would notygheader

competition.” Freewheeling application of the “aesthetic functionatfigory can only

result in more consumer confusion as to the source of products, for “desthet

functionality” is a potent rule of public policy overriding actual consumecpption and

confusion. “Aesthetic functionality” may be a theory in search of ratle.
McCarthy on Trademark$ 7.81, quoting Krieger,The Broad Sweep of Aesthetic Functionality: A
Threat to Trademark Protection of Aesthetic Product Feat(ires Fordham L. Rev. 345, 380 (1982).

Thus, contrary to the Examiner’s assertion that the U.S. Supreme Cowssmgaeference to
aesthetic functionality has “precedential value”(Opp. Br. at 4),dasdr McCarthy recognizes that the
Court’s “confusingdictund in Traffix has “only further clouded and obscured the issue of whether
aesthetic functionality is in fact to be given any weighidcCarthy on Trademark$ 7.80. Moreover,
Professor McCarthy recognizes that the Federal Circuit’s rulir@rimswick Corp. v. British Seagu3s
F.3d 1527, 1532 (Fed. Cir. 1994), was not based, as the Examiner claims, on the iappbittite
“doctrine” aesthetic functionality (Opp. Br. at 4), but rather on the deteation that an aesthetic feature,
i.e., the color black without any limit to any specific well-defined shade, jghed utilitarian advantages
— to make the engines on which the color was used appear smaller and to ediination with a
wider variety of boat colorsMcCarthy on Trademarkg 7.80. Indeed, the Court Brunswick
specifically recognized that “the Board specifically distinguistiedie jure functionality analysis from
the doctrine of aesthetic functionalityBrunswick at 1533

As for Au-Tomotive Gold v. Volkswagen of Am., |57 F.3d 1062 (‘QCir. 2006), the case
hardly stands, as the Examiner claims, for the proposition that thatediesunctionality is an

“established legal doctrine.” Opp. Br. at 5. To the contranAinTomotive Golgdwhich involved

alleged infringer’s invocation of aesthetic functionality as a defgtieNinth Circuit recognized that,

! Notably, the decision is Brunswick followed amter partesproceeding between Brunswick and a competing
outboard motor manufacturer. Thus, the application was not oitlglly approved by the Trademark Office, the
evidence of record included the showing that “people who buy @wtbmotors for boats like the colors of the
motors to be harmonious with the colors of their vessels, and that thefirdsit desirable under some
circumstances to reduce the perception of the size of the motors inrfioypt the boats.”ld. at 1529.



“Taken to its limits, . . . [aesthetic functionality] would permaitompetitor to trade on any mark simply
because there is some ‘aesthetic’ value to the mark that consumes desis approach distorts both
basic principles of trademark law and the doctrine of functionality itigaar.” Id. at 1064. Further, the
Court remarked, “The concept of an ‘aesthetic’ function that is non-tnade related has enjoyed only
limited application. In practice, aesthetic functionality has bemitdid to product features that serve an
aesthetic purpose wholly independent of any source-identifying functilwh 4t 1073. Here, the
aesthetic of the Bottega Weave Design is inextricably intertwimiglalits source-identify function.

The one case cited by the Examiner in his discussion of the “establishnfexesthetic
functionality not addressed by Professor McCarthyi§ Steel Mfg., Inc. v. O'Hagin’s Inc61
U.S.P.Q.2d 1086 (T.T.A.B. 2001). M-5 Steelwhich was decided following aimter partes
proceeding, applications to register a series of metal roofing tildsveetal ventilating ducts and vents
that mimicked the shapes of roof tiles made and sold by unrelated reohdihufacturers were
successfully opposed on the basis of functionallty..at 1087-88. Contrary to the Examiner’s position,
however, the case does not hold that “[i]t is well-established thatutiditarian aesthetic matter may be
refused registration on functionality grounds, provided that ‘tradititmaemark principles govern the
registrability.” Opp. Br. at 5. Instead, the Board found that while the skag the applicant’s roof vent
designs did not make the vents work better, the roof vents were nonethelessnal because “these
configurations blend in or match the roof tiles with which they are used libtieralternative products.”
M-5 Steelat 1097. In other words, just as the color black didnmunswick the aesthetic features of
applicant’s designs served a functional purpose by providing a utilitadearsage that would
necessarily hinder competition. Notably, the Board’s functionality detetitin was also supported by
applicant’s utility patent for the designs at issue as well as théagmt's promotional literature which
touted the functional aspects of the desidth. Here, there is no evidence that the Bottega Weave Design
is better than alternative woven leather designs or that it servesianiydnal purpose.

Nevertheless, even under the Examiner’s framework for analyzinget&stunctionality, it is

clear that the registration of the Bottega Weave Design would molghilegitimate competition. Indeed,



the only way that the Examiner can support his conclusion that the Bottegae/Design is aesthetically
functional is by deconstructing the mark by removing each of the aspexttsdt it apart from woven
leather designs used by others. At the same time, he improperly expandddhaf Bottega Veneta's
potential competitors, going so far as to say that native craftspaagdving straw would be threatened
by registration of the Bottega Weave Design. This tortured analysistirely improper. When properly
analyzed, it is clear that registration of the Bottega Weavedbesbuld provide no greater hindrance to
competition in the leather goods industry than the registration of any fabbigge design mark that has
become popular and recognized by consurfers.
1. The Examiner Improperly Expands the Scope of the Applied-For Dsign

While the Examiner states that “applicant’s assertion that theakifiuerprets the proposed mark
as woven leather in general is both mistaken and unnecessary,” (Q@i. By he nevertheless begins his
analysis of aesthetic functionality by improperly expanding the scope of tHeBadiega Veneta seeks to
register.

First, the Examiner asserts that Bottega Veneta’s rights iniatragon for the Bottega Weave
Design — which is expressly limited to “the configuration of inteddwoven strips of leathefiorming a
repeating weave pattern used over all or substantially all of the goodsbulevmecessarily impact the
rights of manufacturers of woven products utilizing “ribbon, straw, reeasgrwood, paper, bark,
plastics or other strip materials.” Opp. Br. at 6. In support of this posittmExaminer notes that
Bottega Veneta, itself, manufactures woven products using non-leatbeniatsand refers to such
products as examples of the Bottega Weave Design. Bottega Veneta fgéls how its use of non-
leather materials in what has been called, for purposes of these pirgggdtie Bottega Weave Design,
could serve to expand the scope of protection afforded by the resultingagigistof the instant

application. Regardless of whether leather is considered “a requiptetasf the [Bottega Weave

2 See McCarthy on Trademark§7.79 (noting that the hindrance of competition “[a]s a ustfst, . . . appears
much too broad and generalized, for one could characterize the sstomgel mark or logo as a feature that
competitors would dearly like to imitate.”



Design] configuration” (Opp. Br. at 6), leather is, as delineated byeatVeneta in its application, a
requisite aspect of the mark that is the subject of the instant apiplic

Second, the Examiner narrowly restricts the competitive field ofradtire designs to woven
leather, finding that solid leather would not be a suitable desigmalti#es to competitors in the
handbags and footwear industries. The Examiner bases this conclusion on a bahd&rhet
references noting that woven leather is more “breathable” and that ierwdye “a lighter or more relaxed
mood associated with Spring and Summer.” Opp. Br. at 6. While these statemay exist, there is no
basis to accept them as true. Accordingly, these statements, whidlthing more than statements of
opinion concerning the field of fashion where opinions abound and often cosfiictild be entitled to
very little, if any, probative value on the issue of functionalifyee Safer, Inc. v. OMS Investments,,Inc.
94 U.S.P.Q.2d 1031, 1040 (T.T.AB. 2010) (documents obtained from the Internet “are admmissytio
show what has been printed, not the truth of what has been printed”). Mmdbese statements are
contradicted by Bottega Veneta’s own use of the Bottega Weave DesBotiega Veneta has sold
products bearing the Bottega Weave Design throughout the past 35 yeaisd bleé/suggestion that the
woven leather is aesthetically functional because it evokes springyansr) and often uses the Bottega
Weave Design on structured handbags without the unstructured look that tiiinExaontends
“evok[es] a lighter or relaxed mood.” Opp. Br. at 6.

Third, the Examiner asserts that the Bottega Weave Design is a ptaivewand notes the
various advantages typically associated with a plain weave. As@oWeneta has previously pointed
out, however, the Examiner’s assertion, and in fact, all of the evidemcelies on to support it, is based
on the manufacture of fabric, not the weaving of leather. As explained byrst&i@zzale, Technical
Director of Bottega Veneta, a “plain weave” is a style of weaviogd in textile manufacture. There is,
however, no corresponding style of weaving found in the area of leather gaddstlaer, unlike textiles
and fabrics, is typically not “woven.” Brazzale Decl. (Il), 1 13. Staéeother way, while every article of
apparel consists of woven fabric, of which the “plain weave” is onegthes no such “styles” of weaving

in leather goods manufacturing and, therefore, by allowing the Bottega ViDessign to proceed to

10



registration, the Trademark Office would not be removing any knownéstf weaving from the
manufacture of handbags, footwear, or other leather accessorietiieqgublic domain.SeeThird
Office Action Response.

Indeed, as Bottega Veneta has indicated, it is atypical for a leather goodsst of a “weave”
design because the weave offers no utilitarian benefits, as i@ieeiic fabrics and textiles. To the
contrary, in the leather goods arena, the use of a weave design is umek@eat is, initially, nothing
other than ornamental. Therefore, while the Bottega Weave Desage,itwused in fabric or textile
manufacture, technically fits within the Wikipedia definition of adjsl weave” in that the “warp and
weft are aligned so they form a simple criss-cross pattern,” that doeonstitute the Bottega Weave
Design a “plain weave.” Put simply, the analogy of woven fabric, and ah@fttendant advantages that
weaving may bring to fabric, do not apply to the woven leather designighia¢ subject of Bottega
Veneta’s application.

Accordingly, it is one thing for a weave design to be categorizedimvitie broad definition of a
“plain weave,” but another thing to be denied trademark protection on that Mdaisy different weave
designs theoretically fit within the technical definition of a “plaieawe,” but that does not mean they are
identical in appearance. In other words, there are a virtually uddmumber of ways a weave design
could appear on leather goods. The Bottega Weave Design, consisting lofdading of thin leather
strips, oriented at a 45 degree angle to the surface of the product, artthgeisuvoven leather squares
measuring either 9 mm by 12 mm or 8 mm by 10 mm, is just one such way. Other desigdsppear
in different sizes, in different proportions, at different angles, iardifferent orientations. Indeed, just as

a company may adopt a single letter design or an image of a common objectradémark, it is the

3 Moreover, Bottega Veneta has established on this record that evem #cgept the Examiner’s contention that
woven fabric is stronger than the sum of its pairts, thread, the enhancement of strength through weaving does not
carry over to leather goods. As noted above, during the course of thieguling, independent laboratory testing

has confirmed not only that the Bottega Weave Design provides rengatye of strength over whole leather, but

also that the Bottega Weave Design provides no advantage of staregtthe leather strips from which it is
comprised.SeeScaglia Decl. (I1), 11 5-8; Scaglia Decl. (ll1), 1 4; Calvanese Dedl),({ 7, Ex. A. Thus, unlike

woven fabric the Bottega Weave Design is simply not stronger thasutimeof its parts.
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manner in which the company presents or stylizes that letter or objeéchties it protectable as a
trademark.See, e.g.Star Indus., Inc. v. Bacardi & Co. Ltd412 F.3d 373, 383 (2d Cir. 2006) (although
“basic” shapes and designs are not protectable, stylized versitingsef designs are not “basic,” and are
protectable when original within the relevant market).

As it happens, the appearance of the Bottega Weave Design was unique tiliee ¢@ods
industry when conceived in 1966, and over many years of consistent and egalssivhas come to
identify Bottega Veneta as the single source of leather goods to whichappiged. It is not Bottega
Veneta’s intention, by registering the Bottega Weave Design, tudgall others from using any and all
weave designs in connection with leather goods that meet the technicatlidefof a “plain weave,”
rather, it is Bottega Veneta’s intention to prevent others from usisgyds that are so close to the
Bottega Weave Design that it is confusingly similar thereto, that @esign that causes consumers to
believe the product comes from Bottega Veneta.

Fourth, and finally, the Examiner ascribes functional advantages to thinédche leather strips
comprising the Bottega Weave Design are typically oriented in a 45edemrgle to the surface on which
the product rests. Once again, however, the Examiner relies on conceptsethpplicable to the
manufacture of fabric and do not have any generally accepted apptitatiwoven leather goods.
Specifically, the Examiner points to definitions found on the Internetifertérms “bias” and “drape.”
Opp. Br. at 7-8. Notably, these definitions are themselves specifidatited to the use of thread and
fabric,e.g, “Bias: Not a political slant , but a diagonal to the way theeadis woven in thefabric . . . ."
and “Drape: One of those blurry terms. It really means howfabeic hangs in folds. Afabric that
drapes well will hang in nice, even folds with no peaks or pointSeeFourth Office Action at 569
[emphasis added]. Without any support, the Examiner applies these termddgaBdeneta’s use on its
products bearing the Bottega Weave Design to conclude that the “the casuahbotled inward slouch
and “V” shape folds present in such unstructured designs are plairdgdby the bias grain of the
weave.” Opp. Br. at 8. Again, there simply is no basis for the applicatiohexfd concepts to the

Bottega Weave Design and completely ignores the fact that the concpapé” would nevertheless
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have no application to Bottega Veneta's footwear or structured handbags.

Accordingly, while the Examiner states that the expansion of the BowWésgve Design to cover
all woven leather in general is both mistaken and unnecessary, hahedess arrives at his “competitive
disadvantage” analysis having erroneously and improperly stripped titegBdNeave Design of all the
aspects that set it apart from the designs of its competitors.

2. Registration of the Bottega Weave Design Would Not Improperly Hinder
Competition

Having stripped the Bottega Weave Design of nearly every desgnegit that makes it unique,
and now resurrecting his claim that the Bottega Weave Design seilisian functions, the Examiner
not surprisingly concludes that registration of the Bottega WeavegDegbuld serve to hinder
competition. Before doing so, however, the Examiner further disregards ithenee of record that the
Bottega Weave Design uses specific measurements to achieve a uniquéfand look across its
various product categories. In fact, in response to the Examiner’s @hopaty regarding the
measurements of the Bottega Weave Design, Bottega Veneta respondéed thagth and width of the
woven squares in the Bottega Weave Design are 9 mm by 12 mm dimensionaddalga and 8 mm by
10 mm for all other small leather goods. As explained in the declaratidiatfele Taddei, one of the
founders of Bottega Veneta, these dimensions were chosen for purdigtéestasons — to create a
striking woven pattern for leather goods that was never used in commduore b8eeTaddei Decl. (ll1),
112, 3.

The Examiner discounts this evidence by claiming, without explanation, thadelsgnation of a
particular size element would only highlight the functional nature of tp@sed mark.” Opp Br. at 9.
While the Examiner claims to “deduce” the reasons why Bottega Venletetae these particular
dimensions for the Bottega Weave Design, these deductions are no morarikapeculationld. There

is nothing in the record that refutes Bottega Veneta's clear evadrat the particular dimensions of the
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Bottega Weave Design were selected for aesthetic purp&sS.addei Decl. (IlI), 77 2, 3.

Thus, the consideration of competitive advantage should not be limitechiether the 45-degree
angle of an otherwise functional weave is sufficient to render it tefite as a trademark.” Opp. Br. at 9.
Framing the inquiry in this matter.e., engaging in a competitive advantage analysis of a design already
deemed to be functional from a utilitarian standpoint, predeterminagsiodt. The proper inquiry should
be whether the Bottega Weave Design that Bottega Veneta actually uaetesign mark consisting of
leather strips threaded together and placed at a 45-degree angle to the sarfehich the product rests,
resulting in a weave design consisting of woven squares that are eithiiin®eters by 12 millimeters
(when used on handbags) or 8 millimeters by 10 millimeters (when used andfaoaind smaller leather
goods) — hinders competition. In other words, the Examiner should have exanietiderthe Bottega
Weave Design “is the best, or at least one of a few superior designs farrpose.” Brunswick 35 F.3d
at 1531 citing In re Bose Corp.227 U.S.P.Q. 1, 6 (Fed. Cir. 1985).

The Examiner fails to undertake the proper inquiry, however, but rather predess that the
Bottega Weave Design is no more than a “classic fashion motif’ nerifit that a simple shape or color.
Opp. Br. at 9. In support of this conclusion, the Examiner reliedanFranco & Sons, Inc. v. Franek
615 F.3d 855, 96 U.S.P.Q.2d 1404"@ir. 2010). InJay Francq however, the Court of Appeals
recognized that plaintiff was seeking to enforce rights in a simpbengric circle. Id. at 860. Moreover,
as the Court found that because “there are only so many geometric shapasjldtbe unfair to take the
circle shape away from competitorkl. Here, however, the options available to designers of woven
leather products are not so limited. Rather, the record shows that tieemaraerous alternative woven
leather designs available for use that look nothing like the Bottega ¥Measign.

Moreover, while Examiner contends that he “has made of record ample evidewaespread

third-party use of the same configuration throughout and prior to applicant’'s owdpEruse” (Opp. Br.

* For example, the Examiner suggestion that Bottega Veneta’s useaiesaimensions on small leather goods is
simply because use of the larger dimension “would create aesthelieraes for smaller items and may render use
for certain products impractical or less appealing,” (Opp. Br. at )eied by the fact that the difference in
dimensions between the two sizes is at most 2 millimettts.
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at 10), there is no evidence which refutes Bottega Veneta's clainit tratated the Bottega Weave
Design in 1975 and that at the time, this design was unknown in the testbessories industry. At
most, the Examiner has collected from the Internet a number of examples ofi veatker products —
many of which create commercial impressions vastly different from thteeBa Weave Design — that
are of indeterminate age and questionable evidentiary value. While sbthe sellers of these products
claim the products are “vintage,” that is not supported by a plain reading &xaminer’s attachments.
The most that can be said about the various claims of “vintage” is that theshmedicate that a product
is used or second-han&eeFourth Office Action, Ex. A. Simply put there is no conclusive proof as to
the “vintage” of any of the products relied on by the Examiner, much lessathadf the products predate
the Bottega Weave Desigrbee Safer94 U.S.P.Q.2d at 1040 (documents obtained from the Internet “are
admissible only to show what has been printed, not the truth of what has betrdp:

In contrast, statements made by consumers on the Internet drawing compaeiseesbthese
third-party woven leather products and the Bottega Weave Design showiainaum, that consumers
associate woven leather that looks like this with Bottega VenetiteBa Veneta does not assert,
however, that merely because comparisons are made on the Internet tooits famurce-indicating
design, that such comparisons are true or that infringement has actuallyextcAccordingly, Bottega
Veneta does not “regard[] comparison of third party goods to its own as ewadémafringing similarity”
(Opp. Br. at 11), but rather as evidence of the association in the pubiit efiwoven leather and Bottega
Veneta®

Moreover, the Examiner’s reference to the purported “competitive neeai@inate patterns”
should be seen more as an attempt to remake the facts of the case imldhaf those relied on iDeere
& Co. v. Farmhand, Inc.560 F. Supp. 85, 217 U.S.P.Q. 252 (S.D. lovedfd, 721 F.2d 253 (8 Cir.

1983), when in fact there is no such evidence in this cas®ekre the Court “found that protection of

®> While the Examiner points to certain instances where consumers arendresmparisons between the Bottega
Weave Design and examples of third-party woven leather products thabapresented in a 45-degree angleg(
Fourth Office Action at 670, 675, 701, 716; Ex. K at 850), Bottegadtamoes not contend that such examples are
infringements of the Bottega Weave Design.
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John Deere green and the features that are common to [plaintiff aeddieft’'s farm loader] products
would hinder [defendant] in competitionfd. at 98. This holding, however, was premised upon the
evidence that Deere not only knew that farmers “much prefer” to haveftlrairloaders painted the same
color as their tractors, but also that Deere knew that it would gain gettive advantage over defendant
if it could prevent defendant from using John Deere grdenat 91. There simply is no such evidence of
competitive advantage here — in fact, the only evidence supplied by theifsaom this point is an
Internet posting suggesting that individuals should try to match their shrkbelts $eeFourth Office
Action, Ex. I) — nor has there been any admission by Bottega Veneta thatlt gain a competitive
advantage if the Bottega Weave Design were registered.

Indeed, much of the Examiner’s opposition brief seems to be premised on the thati@mce
Bottega Veneta has its registration in hand, it will commence suing onggftet another — from native
basket weavers working with grasses, reeds or wood strips, to shoaelssighose woven leather
products may “inadvertently” infringe the Bottega Weave Design due tleeplant of the woven leather
design on a curved surface — without regard to the limitations of itstexg@d mark or the actual
commercial impressions created by the purported infringers. Agained@o¥eneta does not seek the
boundless rights ascribed to the application by the Examiner. Rather, & teerdgister a mark
consisting of leather strips of specific dimensions and placed in a spegdittation. It is the position of
Bottega Veneta that the strips of leather woven in these dimensions ispcific orientation results in a
unique design that has come to indicate source. Bottega Veneta has neitedabse the Bottega
Weave Design should be “presumed to encompass a weave of any dimenside oapab over all or
substantially all of the goods’séeFourth Office Action) and has never taken the position that every
example of woven leather in the history of the fashion industry is an infriegeof the Bottega Weave

Design.

® Further, certain of the examples cited by the Examiner simply make ne asmte even the Internet postings
put forward by the Examiner state that consumers seek to coordimdtéeiither fashion accessories with domestic
products like pillows.SeeFourth Office Action, Ex. I.
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B. The Bottega Weave Design Should Not Be Refused Registration Under
“Traditional” Functionality Analysis

The Examiner’s reliance on aesthetic functionality as a basis to regggstration is itself a tacit
admission that the Bottega Weave Design is not functional under th&drediMorton-Norwichtest for
functionality. See Traffix Devices, Inc. v. Marketing Displays, |82 U.S. 23, 32 (2001) (“Where the
design is functional under tHawoodformulation there is no need to proceed further to consider if there
is a competitive necessity for the feature.”). Nevertheless, dagniiher, as noted above, makes repeated
reference in the Opposition Brief to purported utilitarian advargagtered by the Bottega Weave
Design, in the guise of supporting his aesthetic functionality refugttega Veneta wishes to clarify
that its design cannot be refused registration under the traditidobn-Norwichtest for functionality.

As Bottega Veneta demonstrated during the examination of its applicatiosyitdtence of record makes
clear that the Bottega Weave Design is not “essential to the yserpose of a product . . . [nor doesg] it
affect[] the cost or quality of a product.See Inwood Laboratories, Inc. v. Ilves Laboratories, 1466
U.S. 844, 850 (1982).

Bottega Veneta submits that applying the four factors that bear on thednality issue as set
out in Morton-Norwich demonstrates that the Bottega Weave Design is not dictated bgriditit
purposes, but rather has intentionally and consistently been used by Bo#rgta o provide consumers
with a visual indicator that the products originate from Bottega Veneta fact, in the Opposition Brief,
the Examiner recognizes that “[a] functionality analysis limiteth®traditional Morton-Norwich
factors’ is inadequate in this instance because such an inquiry is deésayarpose utilitarian
advantages.” Opp. Br. at 3, citildorton-Norwich “[T]the determination of functionality will flow
from a careful weighing of the evidence relevant to whether or not the didpigsign feature is dictated

by utilitarian purposes,” namely:

" As noted above, throughout the examination the Examiner hasaiiezly stated that the Bottega Weave Design
was not registrable on the ground of utilitarian functionality and/othestie functionality. While it appeared that he
ultimately based his final refusal on aesthetic functionalige¢sourth Office Action), there are suggestions in his
Opposition Brief that he believes that “issues of utilitarian advantagaareholly irrelevant.” Opp. Br. at 3.
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1. The existence of a utility patent which discloses the utilitariaraathges of the
design is evidence of “functionality”;

2. The existence of any advertising or promotion of the proponent of trademark
rights which touts the functional and utilitarian advantages of the veligules
aspect it now seeks to protect;

3. The existence of other alternative designs which perform the utiitgtfon
equally well; and

4, Whether or not the design results from a comparatively simple, cheagperior
method of manufacturing the article.

See McCarthy on Trademarks 7:73, citingMorton-Norwich 671 F.2d at 1340-41.

Application of these four criteria leads to the conclusion that the Botfégave Design is not
functional, nor dictated by utilitarian purposes, but rather is a design teatdmesistently been used by
Bottega Veneta to identify itself as the manufacturer of the goods taotisuening public.

1. The Bottega Weave Design Is Not the Subject of Any Utility Patent

As noted above, the existence of a utility patent that discloses thetidiih advantages of the
design sought to be registered is evidence of functionaMgrton-Norwich 671 F.2d at 1340-1341.
Indeed, during the course of these proceedings, the Examiner askedsBé¢iegta to disclose whether
the Bottega Weave Design is, or has been, the subject of either a desitlity patent. In response,
Bottega Veneta stated that the Bottega Veneta Weave Design enadias never been, the subject of a
utility patent. SeeVolpi Decl.(1), 1 14.

The Bottega Weave Design is, however, one of the design elements incfuttenl design
patents that have issued in the U.S. for Bottega Veneta handBagsirst Office Action Response, EXx.
12. Moreover, the Bottega Veneta Weave Design has been included agm&esient in the numerous
design patents that Bottega Veneta has registered in the European Cdéyremdniapanld., 115, Ex.

11. As design patents by definition protect ornamental and nonfunctionatdsathis factor weighs
against a finding of functionalitySeeTMEP §1202.02(a)(v)(A)McCarthy on Trademark8 7.93 (“A
design patent rather than detracting from a claim of nonfunctional trade drérademark, may support

such a claim. Since a design patent is granted only for nonfunctional deisignas;, be presumptive
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evidence of nonfunctionality and thus support the trademark claimant.”).
2. Bottega Veneta's Advertising Does Not Tout Utilitarian Advantages

Next, the existence of advertising touting the utilitarian aspects ofgulat issue is considered
evidence of functionality. TMEP §1202.02(a)(v)(B). As the evidence of recordshBettega Veneta's
advertising does not tout the utilitarian aspects of the Bottega Weasigide-or more than thirty-five
years, Bottega Veneta's catalogues and advertisements have fahriBattega Weave Design as its
signature trademark, not touting the functional characteristics ajabds, but rather always focusing on
the unique look of the Bottega Weave DesigdeeFirst Office Action Response, Ex. 5 (catalogues and
advertisements, including ads published/mgueandWomen’s Wear Dailgating back to 1981). Not
one of the catalogues or advertisements mention the products as having enhamggt strother
utilitarian advantages.

Indeed, during the course of these proceedings, Bottega Veneta has gonetakajisngths to
demonstrate that there simply are no utilitarian advantages inhertira Bottega Weave Design. In
response to the Examiner’s contention that the Bottega Weave Desigs thie‘inherent utilitarian . . .
functional benefit[] of strength,” Bottega Veneta submitted samples dthiega Weave Design to the
independent National Union of Leather Industry in Milan (“NULI") ane titalian Public Institute for
Research and Testing on Leather and Tanning Materials (“SSIP"¢hvidhiunder the control of the
Italian Ministry of Productive Activities, to conduct independent téstdetermine whether the Bottega
Weave Design adds strength and resistance capabilities to Butéegda's leather goods. The results of
these tests conclusively showed that the Bottega Weave Design dadfenany functional benefit to
Bottega Veneta's products in terms of increased strength. RatledBditega Weave Design, with its use
of thin thin leather strips, was shown to be more delicate and moig likéear than a single whole piece
of leather. SeeScaglia Decl. (I1), 11 5-8; Scaglia Decl. (llIl), 1 4; CalvanesxD(lll), T 7, Ex. A.

3. Other Alternative Designs Exist that Perform the Utility Function Equally
Well

With respect to the third factor to be considered in the functionafighsis — the existence of
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alternative designs — it is clear that such alternative desigrss. elxideed, for a finding of functionality,
the evidence needs to indicate that the configuration provides spetliiiarian advantages that make it
one of few superior designs available. Moreover, an applicant can sfigitesebut a claim of
functionality by presenting evidence of alternative designs demonstratnghiere is no “competitive
need” in the industry for the applicant’s design. TMEP §1202.02(a)(iii)(A).

Here, the Bottega Weave Design does not provide specific utilitadaantages that make it one
of few superior designs available, nor is Bottega Veneta seeking toesacight with respect to woven
leather generally, but rather only in the specific look achieved by theeBatWeave Design. Again,
Bottega Veneta is seeking to register a design mark consistingtbélestrips threaded together and
placed at a 45-degree angle to the surface on which the product restsngasuh weave design
consisting of woven squares that are either 9 millimeters by 12 mikiradtvhen used on handbags) or 8
millimeters by 10 millimeters (when used on footwear and smalbghker goods), and forming the
Bottega Weave Design. The use of these particular materials sisiific orientation, and in these
specific measurements results in a unique design that when used by Béteefa across its product
lines immediately serves to indicate to consumers that Bottegat¥énthe source of the product.

Even accepting the Examiner’s limitation of alternative destgnsoven leather designs, the
evidence of record is replete with examples of woven leather prodacetsrfumerous other
manufacturers and designers that create very different commengiet$sions than the impression
created by the Bottega Weave Design. Brazzale Decl. (1), 113; Vdpi.D), 113; First Office Action
Response, Ex. 9.

4, The Bottega Weave Design Does Not Result From a Comparatively Singpl
Cheap or Superior Method of Manufacturing

Finally, evidence that “a design results from a comparatively simpirexpensive method of
manufacture will support a finding that the design is functional.” TMEP 1202.02(8); Inwood
Laboratories, Inc.456 U.S. at 850 (a product feature is functional if it essential to th@uparpose of

the product or if it affects the cost or quality of the product). There is nb suilence here. To the
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contrary, the evidence shows that Bottega Veneta’'s method of manufacexteemely time consuming.

Indeed, in order to maintain the Bottega Veneta identity, each prodattiring the Bottega
Weave Design is woven by hand using fine strips of leather of varying lertgitnsed and cut using
unique methods developed and perfected by Bottega Veneta’s artisans througartheBrazzale Decl.
(), 7. Every day at least 200 skilled artisans dedicate thems&vhe weaving of Bottega Veneta’'s
weave design, and, on average, an artisan will weave, in an hour,lenbtige unique Bottega Weave
Design to incorporate into the design of one side of a medium-sizedldad|9. Accordingly, Bottega
Veneta’'s use of the Bottega Weave Design makes products morullifh make and more expensive to
manufacture, as it is done by hand, which results in limited productidn.

C. The Bottega Weave Design Is Not Purely Ornamental

While the Examiner continues to assert that the Bottega Weave Dsfgrely ornamental, it is
obvious, based on the evidence of record that the Bottega Weave Desigihanly recognized as an
indicator of source, but that it is uniquely associated in the public mitld Bdttega Veneta. Moreover,
the Examiner’s contention that Bottega Veneta Weave “is ornaineetause it comprises the pattern of
the material from which [Bottega Veneta]'s goods are made in whole or it fmbased on no more than
Examiner’s unsupported view that the Bottega Weave Design “preserntertiraonplace appearance of
the simplest form of woven leather.” Opp. Br. at 15. Again, the Examinerardeénation ignores all of
the design elements — size, proportion, and orientation — that setditegd Weave Design apart and
make it recognizable by consumers.

Further, contrary to Examiner’s position, a design that covers theeesutiface can still serve as
an indicator of sourceSee CITC Indus. Inc. v. Levi Strauss and @46 U.S.P.Q. 512, 516 (T.T.A.B.
1982) (“We are not saying that a symbol or design covering the surface of a prasunot perform a
trademark function or that it somehow loses its origin-indicating propehnignit is so used. This is
clearly not the law.”)in re Watkins Glen Int’l, InG.227 U.S.P.Q. 727 (T.T.A.B. 1989) re Keeper
Chemical Corp.177 U.S.P.Q. 771 (T.T.A.B. 1973). There is also no rule that states that ifgndes

covers more than a certain percentage of a product’s surface arel@siba cannot serve as a trademark.
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D. Bottega Veneta Has Submitted Sufficient Evidence of Secondaiyeaning to
Overcome the Examiner’s Refusals Based on Ornamentality and Non-Biinctive
Product Feature

Despite the overwhelming evidence of record demonstrating that Bottega&\Design has
acquired distinctiveness as a single source indicator, the Examinem@esito maintain, without
explanation, that Bottega Veneta has failed to make such a showing.fi&lgithe Examiner contends
that Bottega Veneta'’s evidence “merely confirms the unquestionedhiadite purported mark is in use .
.. [but] does not demonstrate that consumers necessarily regard appbdae sole source for bags and
shoes made from the woven configuration.” Opp. Br. at 17. The Examiner’s asséniwever,
completely ignores the vast evidence of record demonstrating that intevaly-renowned publications
such asThe New York Timeshe daily required reading of the fashion indusityomen’s Wear Daily
and numerous other news, fashion and lifestyle magazines, have alicgiciecognized what the
Examiner claims Bottega Veneta has failed to show — that the BottegaéNisign is uniquely
associated with Bottega Venet8eeFirst Office Action Response, Ex. 6, 8; Volpi Decl. (1), 1 9-11;
Volpi Decl. (Il), 1 14, 17, Ex. 4; Volpi Decl. (lll), 1 15, 17, Ex. I, K.

Moreover, as discussed above, the numerous examples of references oartiet bivawing
comparisons between various third-party woven leather products andttegB Veneta's use of the
Bottega Weave Design further demonstrates that the associationelpetiveeBottega Weave Design and
Bottega Veneta is firmly entrenched in the public mind. The Examinergention that Bottega Veneta
“fails to consider that such comparisons may refer to overall produagesid not just to a use of plain
woven leather,” is simply not supported by the record.

Finally, the Examiner does nothing to counter, and indeed, ignores the nunadfidasits
submitted on behalf of Bottega Veneta from noted industry experts, desjgmel retailers. In the course
of examination, Bottega Veneta submitted affidavits from numeroudertdhat sell Bottega Veneta
products (as well as products of Bottega Veneta's competitors). Theséelmawhave unequivocally

stated that the Bottega Weave Design is not only recognized by conswresoarce indicator, but that
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itis an “iconic design,” which consumers and the trade immediatelytifgenith Bottega Venetd.
Moreover, they recognize that what makes a particular design iconisaurde-indicating is that it is a
striking design that has been used consistently over a long period ofgariecularly a design that has
achieved sales success, has been extensively advertised and tharkdthas been extensively covered
by the media. All pointed to the Bottega Weave Design as one such iconicesindicating desigrsée,
e.g, Conn Decl. (II), 1 6; Kim Decl. (), T 6; Rothwell Decl. (Il), 1 6),atng, based on their experience,
that consumers encountering the Bottega Weave Designh immediatelyizsttghe products come from
Bottega Veneta without referring to any other source indicator suctiedebor hangtagld.; Joselove
Decl. (Il), 1 7; Malkin Decl. (1), 11 1-4; Walker Decl. (Il), 11-4.

Notably, Bottega Veneta submitted the affidavit of James J. Gold, #mdemt and CEO of
Bergdorf Goodman, one of the most highly respected and famous retailers in tlde attasting to the
fact that consumers immediately identify the Bottega Weave DesitinBottega Veneta. Prior to
serving as President and CEO of Bergdorf Goodman, Mr. Gold served asrtioe Biee President and
General Merchandise Manager for Neiman Marcus, again one of the mostisaetailers.SeeGold
Decl. (Ill), 1 1. With over 18 years of experience in the fashion bissin®lr. Gold has been exposed to
design collections created by every luxury goods company. Mr. Goldidtade not only are “Bottega
Veneta’'s products, especially those bearing Bottega Veneta's sigriatuecciato’ weave design []
extremely popular at Bergdorf Goodman and Neiman Marcus staesit(f 6), but also that consumers:

immediately recognize Bottega's Weave Design as emanating exalygiom Bottega

Veneta, due to the distinctiveness of the design as well as the &d¢hthdesign, through

careful marketing, has become synonymous with Bottega Veneta. As yhi imagine,

because of the success of Bottega Veneta’'s Weave Design ovezdis gther

competitors have occasionally attempted to imitate it; howeveindigidual or entity
has ever achieved consumer recognition for this weave design (or aigy déssely

8 SeeDeclarations of Jonathan Joselove, Senior Vice President and Genecdlavidise Manager for Neiman
Marcus; Judie Conn, of Gorsuch Ltd., a Colorado retailer; Mhee Kinmepwf “Parashu” in Los Angeles,
California; Gail Rothwell, owner of “Gail Rothwell” boutique in East Hampt®New York; Jeff Malkin, owner of
“Shadyside Choices” boutique in Pittsburgh, Pennsylvania; Elyse Wallwmer of “Elyse Walker” boutique in
Pacific Palisades, California; James J. Gold, President and Chietittxe=Officer of Bergdorf Goodman; and
Richard Frasch, President and Chief Merchandising Officer of Sdlts &ienue.
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resembling it) other than Bottega Venetd. at 7 97

Bottega Veneta has also submitted the declarations of Joe Zeeighiv€ Director ofElle
magazine, a fashion and lifestyle publication, and Polly Mellen, fofashion editor oogue Harper's
Bazaar andAllure magazines, four of the top fashion magazines in the world. Mr. Zee, who tvkeey
in fashion publishing for over 20 years, testified that the BottegaWdesign is an iconic design, and
that in his experience consumers encountering products containing the Battega Design
immediately recognize that the products come from Bottega Venetayutiteferring to any other
indicator of source SeeZee Decl. (II). Similarly, Ms. Mellen, who has been extensivalyalved in the
fashion industry for over 60 years — as a stylist and editoHarper's Bazaar Allure andVogue—
testified unequivocally that consumers who encounter the Bottega Weaigniragmediately recognize
Bottega Veneta as the source of such products without regard to any othe¥ swlicators. SeeMellen
Decl. (Ill). Ms. Mellen stated that “[i]n all of my years in thaghion industry, other than Bottega Veneta
imitators, | am unaware of any other designers who have used a desigir sintiila iconic Bottega
Veneta Weave Design on handbags and small leather goods. The distButtigga Weave Design is
truly exclusive to Bottega Veneta and synonymous with the Bottega Vérata.” Id., 8.

Additionally, Scott Fellows, an executive who worked for two of Bo#&&geneta's largest
competitors — Salvatore Ferragamo and Bally’s — attested to théHat the Bottega Weave Design is
immediately recognized by consumers and tradespeople as indicatingddteeta as the exclusive
source of products on which it appeaSeeFellows Decl. (11).

None of this evidence has been addressed by the Examiner and accordingly acaiduiv
supports Bottega Veneta’s contention that the Bottega Weave Designhegecsecondary meaning

through acquired distinctiveness.

° In addition, Bottega Veneta submitted the declaration of Ronald Frasesigent and Chief Merchandising
Officer of Saks Fifth Avenue, also one of the most famous retailers imtitll. Mr. Frasch also attested not only
to the fact that Bottega Veneta products bearing the Bottega WeavenDesig been sold at Saks Fifth Avenue for
approximately 25 years, but that Saks Fifth Avenue’s customersitiately recognize and seek out the Bottega
Weave Design.SeeFrasch Decl. (111).
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CONCLUSION

For the foregoing reasons, Bottega Veneta respectfully requesthéhiaxaminer’s refusal to
register the Bottega Weave Design be overturned and that the ajagplibatpassed to publication.
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