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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

U.S. APPLICATION SERIAL NO. 77199918 

 

MARK: CHI  

 

          

*77199918*  

CORRESPONDENT ADDRESS: 
       TATYANA V GILLES  

       NORVELL IP LLC  

       1776 ASH STREET 

       NORTHFIELD, IL 60093  

         

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

TTAB INFORMATION: 

http://www.uspto.gov/trademarks/process/appeal/index.js
p    

APPLICANT: CHICAGO MERCANTILE EXCHANGE INC.

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       13271-364          

CORRESPONDENT E-MAIL ADDRESS:   

       officeactions@norvellip.com 

 

The trademark examining attorney has carefully reviewed applicant's 4th request for reconsideration 
issuing from a request for remanded and is denying the request for the reasons stated below.  See 37 
C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).  The refusal made final in the Office 
action dated October 5, 2012 and last refused reconsideration on July 14, 2014 and is maintained and 
continued as FINAL.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant's request for remand of August 8, 2014 has not resolved all the 
outstanding issues, nor does it raise a new issue or provide any new or compelling evidence with 
regard to the outstanding issues in the final Office action.  Accordingly, the request is denied. 

 



 

 

EXAMINING ATTORNEY’S SUPPLEMENTAL APPEAL BRIEF 

 

 

Final refusal of the applicant’s specimens of use issued on October 5, 2012 because the specimens failed 

to function as a service mark for the services recited in the application.  Trademark Act Sections 1, 2, 3 

and 45, 15 U.S.C. §§1051-1053, 1127.   The following addresses materials provided by the applicant with 

a request for remand filed August 8, 2014. 

FACTS 

The applicant seeks registration of the mark, CHI, for use in connection with “Investment services, 

namely, providing futures, options contracts related to hurricanes for trading on an exchange.” 

 

The specimens provided for reconsideration on December 9, 2013 were regarded by the examiner as 

untimely; however, the Trademark Trial and Appeal Board accepted the specimens and has deemed the 

materials to be part of the record.  The examiner asserted that the evidence was not properly 

submitted.  The issue is obviated by the applicant’s provision of a verified statement regarding use of 

the specimens in commerce in the materials submitted in this request for remand.   

 

The specimens provided on December 9, 2013, several Chapters from the CME Rulebook, were found 

objectionable because they were not understood to be acceptable to show use of the mark in 

advertising or marketing materials or other material provided to consumers for the services that shows 



the mark used in the actual sale, rendering or advertising of the services. TMEP §1301.04 et seq. The 

applicant’s statements regarding who are the consumers for the applicant’s services and statements 

regarding how the substitute specimens are used by the consumers for the services remain at issue.   

ARGUMENTS 

The originally provided specimens, submitted on February 7, 2012, comprised advertising for the 

services, and established the consumers for the applicant’s services.  In the first page of the marketing 

material specimens, “Market Participants” were described as “Insurance and reinsurance companies, 

Hedge funds, Energy companies, Pension funds, State Governments, Utility companies.”   The examiner 

attaches additional marketing material from the applicant’s website, found at 

http://www.cmegroup.com/trading/weather/files/weather-products-brochure.pdf, that further 

describes other main users of the applicant’s weather futures and options contracts and that expands 

the users of the services to include “Local Distribution Companies, Construction, Manufacturing, 

Agriculture, Retailers and “Transportation” sectors.   See the attached marketing material from CME 

GROUP entitled WEATHER PRODUCTS (in two pages) used to show who are the consumers for the 

services.  Note that the services are not characterized as CHI Futures or CHI Options contracts in any of 

these materials.  See also an attached additional article by a third party, Can You Get Rich Betting on the 

Weather, that explains weather futures for the layman and describes who participates in the weather 

futures markets, found at http://mentalfloss.com.     

 

At the bottom of the second page of the specimens submitted by the applicant on February 7, 2012, a 

page entitled “CME HURRICANE INDEX FUTURES AND OPTIONS CONTRACTS,” the applicant provided the 

following guidance in very small lettering: 



 

Futures trading is not suitable for all investors, and involves the risk of loss.  Futures are a 
leveraged investment, and because only a percentage of a contract’s value is required to trade, 
it is possible to lose more than the amount of money deposited for a futures position.  
Therefore, traders should only use funds that they can afford to lose without affecting their 
lifestyles.  And only a portion of those funds should be devoted to any one trade because they 
cannot expect to profit on every trade.  

 

This guidance that appears in very small print at the bottom of the page, while accompanied by a 

reference to the CME Group rules, does not specify where those rules (The CME Rulebook) can be 

found. The text also suggests that the applicant recognizes that all consumers for these contracts are 

not necessarily sophisticated financial product consumers.  This warning to consumers is followed by the 

equally small claim of trademarks and a statement that further information about CME Group and its 

products can be found at www.cmegroup.com.  Following that statement is copyright protection 

information.   

 

None of these materials purport to offer the CME Rulebook as additional marketing information or as a 

user reference for making a purchasing decision or for managing futures and options contracts.   The 

examiner does not find such a reference in any of the marketing materials.  

 

In the request for reconsideration of  December 9, 2013, the applicant has asserted that the Members of 

the Chicago Mercantile Exchange are the consumers for the services, and that Members use the CME 

(Chicago Mercantile Exchange) Rulebook that were provided as the substitute specimens.  This 

statement was not verified or supported by evidence, and nothing in the record provides a nexus 



between the consumers described in the advertising materials, and the CME Members who use the CME 

Rulebook specimens.  The CME Rulebook, Chapter 4 Rules of Enforcement, 400, General Provisions, 

defines the term Members, and explains that Members are deemed to know, consent to and be bound 

by all Exchange Rules.  It is not indicative of the Members being the primary consumers for the 

applicant’s futures and options contracts.  While it may be that Members are allowed to buy and sell for 

their own benefit (this is not addressed in the materials provided by the applicant), the applicant’s 

marketing materials suggest that the primary consumers for the futures and options contracts are those 

noted above in the marketing materials, and not the CME Members.   

 

Attached find a definition of “Exchange Members,” from The Free Dictionary by Farlex, Farlex Financial 

Dictionary. © 2012 Farlex, Inc. that defines EXCHANGE MEMBERS as “a person, normally a broker, who 

has membership on a stock exchange.  This means that he/she is allowed to make trades on the floor of 

that exchange. Most exchanges do not allow firms to be members, so the membership for a member 

firm formally belongs to one or more of its employees.”   

 

The applicant’s Rulebook allows for Member Firms.  A MEMBER FIRM is a broker-dealer firm in which at 

least one of the principal officers is allowed to trade on the floor of an exchange.  To become a member 

one needs to purchase a membership or a seat on the exchange. The Free Dictionary by Farlex, Farlex 

Financial Dictionary. © 2012 Farlex, Inc.  The American Heritage Dictionary of the English Language, 4th 

Ed., ©2000 by Houghton Mifflin Co., Updated 2009,  defines a “Member Firm” as “A securities firm with 

officers or partners who are members of an organized exchange.” 

 



The advertising materials provided by the applicant do not invite membership on the CME, but appear to 

be directed to persons and entities with hurricane exposure who may be interested in investing in the 

futures and options contracts to hedge against weather induced financial losses in the conduct of their 

businesses.  The examiner has not found, and the applicant has not shown, that these two groups (those 

with hurricane exposure and Members of the CME) are the same consumers, or that Members are the 

primary or end consumers for the applicant’s futures and options contracts.  The definitions of 

“exchange members” and “member firms” indicate that the role of exchange members is that of a 

broker, and not that of the end consumer.   It is for this reason that the applicant’s specimens from the 

CME Rulebook, submitted December 9, 2013 in a Motion to Suspend and provided with this most recent 

Request for Remand on August 8, 2014 are not viewed as acceptable to show use of the mark in 

advertising or marketing materials or other material that shows the mark used in the actual sale, 

rendering or advertising of the services in a manner that the consumers for the services would 

encounter the mark and understand the mark to identify the source of the applicant’s services.  TMEP 

§1301.04, et seq. 

 

 

The Examiner asserted that the chapters from its CME Rulebook, provided as substitute specimens on 

December 9, 2013 and again August 8, 2014, Chapters 423, 423A, 427 and 428, appear in the CME 

Rulebook that has, when printed, a seven to eight page index of chapters. This index was made available 

for consideration with this request for remand. The examiner characterized the material as “buried”.   

Finding use of the mark in this information, particularly as the chapters do not appear to be referenced 

in the marketing materials, is tedious.  It is also noted that the chapter titles do not reference CHI 

Futures or CHI Options, but rather: Chapter 423 CME Hurricane Index Futures, Chapter 423A Options on 



CME Hurricane Index Futures, Chapter 427 CME Hurricane Index Seasonal Futures, and Chapter 428 

CME Hurricane Index Seasonal Maximum Futures.   

 

As stated previously in brief, while the proposed mark CHI appears to identify the source of the index 

services used for establishing the value of the applicant’s futures and options contracts, the proposed 

mark does not serve to identify the source of the investment services for which the applicant seeks 

registration in this application.  Again, it is noted that this mark has subsequently been registered for 

“Compiling, providing and updating a financial index measuring potential damage from a hurricane,” 

U.S. Registration No. 4315763.  The specimens accepted for registration of the mark for the indexing 

services are some of the same specimens submitted for consideration in this application. 

 

CONCLUSION 

 

For these reasons, and in view of the evidence, refusal to register the mark is CONTINUED and 

MAINTAINED as FINAL because the specimens fail to function as a service mark for the services recited in 

the application.  Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127. 

  

 

Resumption of the Appeal 

 

The applicant has already filed a timely notice of appeal with the Board, and briefs have been filed.  The 
Board will be notified to resume the appeal.  See TMEP §715.04(a). 

 

 



 Respectfully submitted, 
 
 

/Linda A. Powell/ 

Linda A. Powell 

Examining Attorney 

L.O. 106 United States Patent and Trademark Office 

571-272-9327 

linda.powelll@uspto.gov  

 

 

Mary I. Sparrow 

Managing Attorney 

Law Office 106 

 

 

 

  



 



  



 



  



 



  



 



  



 



  



 


