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Attachment Information: 

Count:  14 

Files:  020712 SOU specimens pg 1.jpg, 020712 SOU specimens pg 2.jpg, 020712 SOU specimens pg 
3.jpg, 020712 SOU specimens pg 4.jpg, 090712 SOU sub spec pg 1.jpg, 04052013 RR spec pg 1.jpg, 
04052013 RR spec pg 2.jpg, 04052013 RR spec pg 3.jpg, 04052013 RR spec pg 4.jpg, 04052013 RR spec 
pg 5.jpg, 04052013  RR spec pg 6.jpg, 04052013  RR spec pg 7.jpg, 04052013  RR spec pg 8.jpg, 
77199918.doc 

  



UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 77199918 

 

    MARK: CHI 

 

 

          

*77199918*  

    CORRESPONDENT ADDRESS: 
          TATYANA V GILLES 

          NORVELL IP LLC 

          1776 ASH STREET 

          NORTHFIELD, IL 60093 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: CHICAGO MERCANTILE EXCHANGE INC. 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          13271-364       

    CORRESPONDENT E-MAIL ADDRESS:   

          officeactions@norvellip.com 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 7/14/2014 

 



 
The trademark examining attorney has carefully reviewed applicant’s 2nd request for reconsideration 
and is denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP 
§§715.03(a)(2)(B), (a)(2)(E), 715.04(a).  The refusal made final in the Office action dated October 5, 2012 
and refused reconsideration on May 22, 2013 and is maintained and continued as FINAL.  See TMEP 
§§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s 2nd request has not resolved all the outstanding issues, nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issues in the final 
Office action.  Accordingly, the request is denied. 

 

Refusal issued and was made FINAL on October 5, 2012 because the specimens failed to function as a 
service mark for the services recited in the application.  Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. 
§§1051-1053, 1127.  Request for Reconsideration on May 22, 2013 was denied finding no compelling 
evidence to overcome the refusal.  As noted in brief, the applicant has applied for and registered the 
same mark for “compiling, providing and updating a financial index measuring potential damage from a 
hurricane”, U.S. Registration No. 4315763 (attached).  In deference to the applicant’s newly registered 
mark that registered several days after the applicant’s initial request for reconsideration, the issue 
regarding a process was withdrawn, but the failure to function as a mark was and is still maintained and 
continued with respect to the services in the subject application.   

 

Evidence Untimely – Good Cause Not Shown 

 

The applicant's submission of additional evidence is untimely.  There is no evidence that the materials 
provided were not previously available, there is no new attorney in this case, and there has been no 
agreement to have the case remanded.  TBMP §1207.02. 

 

On December 9, 2013, after submission of the Examiner’s Brief, the applicant asked by telephone and by 
email for an extra examination of specimens with the agreement that, if found acceptable, the case 
would be returned to the Examiner in keeping with the overall goal of the Office to register marks.  As 
the material was informally submitted, a response was only made by telephone.  The examiner, finding 
the use of the mark buried in Chapters 423 and 427 and 428 of the applicant’s CME Rulebook, explained 
to the applicant’s attorney that the material appeared to be of a nature that did not constitute 
advertising for the services, and was not information of the kind believed to be used by consumers for 
the futures and options contracts in making a purchasing decision.   



 

It is noted that on December 9, 2013 (same date) the applicant filed the request for suspension and 
remand, submitting the same materials.  The applicant has not shown good cause for submitting these 
materials at this juncture.  

 

Evidence Not Properly Submitted 

 

A. Even if the board decides to allow the additional materials as new evidence, these are not properly 
submitted specimens. The applicant’s attorney has made statements regarding the consumers for 
the applicant’s services and statements regarding how the substitute specimens are used by 
consumers.  There is no actual proof to support these statements in the record, and there is no 
showing that the applicant’s attorney has expertise in this field.  See In re U.S. Tsubaki, Inc., 2014 
TTAB LEXIS 88 (Trademark Trial & App. Bd., Mar. 7, 2014).   

 

B. Moreover, the specimens submitted with the request for remand are not supported by a declaration 
or affidavit supporting the statement regarding use of the specimens.  37 C.F.R. §2.20.   

 

 

Failure to Function 

 

 

While it is Office practice to identify why a mark fails to function as a mark, the compelling finding in this 
case is that the proposed mark for which the applicant seeks registration appears to be used as a source 
identifier for a different service.  That service is captured in the applicant’s attached U.S. Registration 
referenced above.  The registration came to the attention of the examining attorney while reviewing the 
record for the preparation of the Examiner’s Statement.  While it is possible for a mark to be used in 
more than one manner, e.g., as a process and as a source identifier, the examiner found no such use in 
the specimens provided during the prosecution of this application other than the use for which the mark 
is now registered, and finding use in a unitary manner which may also refer to the applicant’s indexing 
services.  The examining attorney has attached copies of the evidence of record, annotating the uses of 
the applied for mark, CHI, and showing how the examiner believes the mark to be used by the applicant.  
The page numbers reference the pages in the TSDR (Trademark Status Document Retrieval) database.   

 



 

It is noted that the applicant objects to learning, for the first time, an objection to use of the CHI-CAT-A-
THE-BOX as a unitary mark; however, the examiner has spoken telephonically with the applicant each 
time specimens have been submitted for this application, in hopes of helping the applicant to find 
acceptable specimens of use, and has addressed this issue each time.  The examiner apologizes for 
failing to specifically address this in written refusals.   

 

It is further noted that, in applicant’s incoming correspondence of April 5, 2013, the CHI-CAT-IN-A-BOX 
has been referenced as a geographic area within the Gulf of Mexico that is a region used in indexing 
hurricanes in a particular region of the Gulf Coast.  See pages 1 and 7 (Specimens) of that 
correspondence.  Note the diagram on page 1 (Specimens) of that correspondence that identifies the 
region.  See also attached pages from the applicant’s online brochure (“CME Group Weather Products”) 
promoting and explaining the applicant’s indexing services and the page that denotes the meaning of 
“CAT-IN-A-BOX,” a hurricane region of particular importance because of the oil and gas platforms 
located in this region that are subject to hurricane damage.  This is only provided to better define terms 
referenced in the applicant’s specimen materials and in briefs.  

 

For the foregoing reasons, refusal to register the mark is CONTINUED and MAINTAINED as FINAL 
because the specimens fail to function as a service mark for the services recited in the application.  
Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127.   

 

Resumption of the Appeal 

 

The applicant has already filed a timely notice of appeal with the Board, and briefs have been 
filed.  The Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 
 
 

 



/Linda A. Powell/ 

Linda A. Powell 

Examining Attorney 

L.O. 106 United States Patent and Trademark Office 

571-272-9327 

linda.powelll@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 



  



 

  



 

  



 

  



 

  



 

  



 

  



 


