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I. INTRODUCTION 

Applicant, Chicago Mercantile Exchange Inc., by its attorneys, hereby appeals the final 

decision of the USPTO Examining Attorney refusing registration of the mark CHI (the “Mark” or 

“CHI Mark”).  This sole issue in dispute in this appeal is whether the specimens provided by 

Applicant show use of CHI Mark in connection with the futures and options contracts related to 

hurricanes.  The Examining Attorney wrongly believes the specimens do not support registration 

because the specimens merely identify a process or system and do not show use of a service 

mark to identify and distinguish Applicant’s services from those of others.  The record does not 

support this conclusion.  The specimens provided during prosecution of this application show 

use of the CHI Mark in connection with an investment service, namely futures and options 

contracts related to hurricanes.  To illustrate this point, below is an excerpt from Applicant’s 

specimen submitted on April 5, 2013 that shows use of the CHI mark in connection with a 

specific futures contract related to hurricanes.  There is no better specimen. 

 

For the following reasons, the Examining Attorney’s refusal is improper and unsupported by the 

record:   

First, it is undisputed that the Applicant is actually rendering services, namely, futures 

and options contracts related to hurricanes.   

Second, Examining Attorney’s claimed process is an index that is already the subject of 

a U.S. registration, specifically, the CHI Mark is registered in connection with a hurricane index, 

which confirms that the mark functions as a service mark.  See Reg. No. 4,315,763.   
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Third, the CHI Mark is clearly used in connection with a specific futures contract and 

Applicant supplied sufficient specimens to evidence such use.   

Fourth, the Trademark Trial and Appeal Board (“TTAB” or “Board”) has repeatedly held 

that the standards for specimens for service marks are relaxed and any doubt on the issue of 

acceptability of specimens should be resolved in favor of applicant.   

Fifth, the Examining Attorneys’ own case law fails to support her position and mandates 

reversal of the refusal.   

Accordingly, the mark is registrable as a service mark and Applicant requests that the 

Board reverse the Examining Attorney’s decision, accept the specimens submitted by Applicant, 

and allow the Mark to proceed to the registration. 

II. BACKGROUND FACTS 

A. Procedural History for Applicant’s Mark. 
 

Applicant filed its application to register the mark CHI on June 7, 2007, based on an 

intent to use the Mark in commerce under Section 1(b) in connection with “investment services, 

namely, providing futures, options contracts related to hurricanes for trading on an exchange,” 

as amended, in International Class 36 (“Services”).  On August 16, 2011, the application was 

allowed and on February 7, 2012, Applicant filed its Statement of Use attaching a specimen 

showing use of the CHI Mark.  On March 8, 2012, the Examining Attorney issued an office 

action refusing registration of the Mark arguing that the mark, as used on the specimen of 

record, merely identified a process or system, and did not function as a service mark to identify 

and distinguish Applicant’s Services from those of others and to indicate the source of 

Applicant’s Services. 15 U.S.C. §§1051-1053, 1127. 

In response, Applicant submitted a substitute specimen showing the use of the CHI Mark 

in connection with the applied-for Services on September 7, 2012.  The Examining Attorney, 

however, issued her Final Refusal on October 5, 2012, maintaining her original refusal on the 

basis that the second specimen also showed use of the Mark only to identify a process or 
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system and not as a source identifier for the Services.  On April 5, 2013, Applicant filed a 

Request for Reconsideration with the Examining Attorney submitting several substitute 

specimens.  Also, on April 5, 2013, Applicant filed its Notice of Appeal and requested that this 

proceeding be suspended while the Request for Reconsideration was pending.  Ultimately, the 

Request for Reconsideration was denied on May 22, 2013 for the same reasons, and the 

present appeal was resumed.  Subsequently, Applicant filed several requests for extensions of 

time to file its appeal brief, which were approved by the Board.  Applicant now submits its 

substantive arguments in support of this appeal.  

B. Basis for the Examining Attorney’s Position. 
 

The Examining Attorney has refused registration of the CHI Mark because, in her 

opinion, the Mark, “as used on the specimen of record, merely identifies a process or system” 

and “does not also function as a service mark to identify and distinguish Applicant’s services 

from those of others and to indicate the source of those services.”  Office Action of Oct. 5, 2012.  

Instead, the Examining Attorney believes that the Mark is used to reference a numerical 

measure of potential damage from a hurricane, an index of that measure, and not to identify the 

source of the provision of investment services.  Examining Attorney further stated that while the 

index appears to be used to calculate the value of futures and options contracts, it is not used in 

the provided specimens as the source identifier for the provision of the investment contracts. 

The Examining Attorney ignores the fact that Applicant already owns a U.S. registration for the 

CHI mark covering “compiling, providing and updating a financial index measuring potential 

damage from a hurricane,” which establishes that the mark functions as a service mark and is 

more than just a process, but the index itself is a separate service.  Despite Applicant submitting 

multiple substitute specimens showing use of the Mark in connection with investment contracts 

such as futures contracts, the Examining Attorney maintained her refusal and ignored the 

evidence of use of the Mark as a source identifier on the specimens of record.  This conclusion 

is flawed. 
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III. ARGUMENT 

A. Background Information Regarding Applicant’s Services. 
 

As the Examining Attorney properly noted, Trademark Manual of Examining Procedure 

(“TMEP”) §1301.02(e) provides that “[i]n determining whether a specimen is acceptable 

evidence of service mark use, the examining attorney may consider applicant’s explanations as 

to how the specimen is used, along with any other available evidence in the record that shows 

how the mark is actually used.” TMEP §1301.02(e).  In its Request for Reconsideration, 

Applicant supplied this information to assist the Examining Attorney in understanding Applicant’s 

business and the nature of the services offered.  This background information is particularly 

relevant because it explains that Applicant provides two core types of services, among others, 

(1) financial trading services; and (2) financial information services.  Both of these categories 

are at issue in this issue because the CHI Mark is used for both financial trading services and 

financial information services.  Applicant briefly summarizes this information below  

Applicant is a worldwide leader in the financial industry and part of CME Group Inc., 

which is the world’s largest and most diverse financial derivatives marketplace.  Req. for 

Reconsideration, April 5, 2013.  Customers rely upon Applicant’s services for their financial 

exchange trading, investment, risk management, and financial information services.  Applicant’s 

services are defined into two core investment services: financial trading services and financial 

information services.  Financial trading services relate to the trading of financial products 

through an exchange or over-the-counter platform, including the matching, processing and 

clearing of those trades.  Financial information services involve the provision of financial market 

data services and analysis, including real-time and historical information and financial indexes.  

These are separate and distinct services offered by Applicant and may be used by different 

customers for different reasons. 

The key financial products traded on Applicant’s exchange are futures and options 

contracts and these contracts are offered in a wide range of asset classes, such as metals, 
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commodities, foreign exchange, energy, equity indexes and weather products.  For example, 

Applicant’s weather futures and options contracts allow customers to transfer risk associated 

with adverse weather events to the capital markets and increase their overall capacity to 

recover from the damage.  The services provided under the CHI Mark at issue in this appeal are 

actually part of the hurricane futures and options contracts traded at Applicant’s exchange.  

These contracts are based, in part, on numerical measures of the destructive potential of a 

hurricane.  Simply put, Applicant provides investment services, namely, the futures and options 

contracts related to hurricanes, and Applicant uses the CHI Mark as a source identifier for these 

services.  Applicant’s target customers include hedge funds, insurers and reinsurers, energy 

companies, utility companies, hotel corporations and other commercial enterprises that might be 

affected by hurricanes. This service can be a critical component of a customer’s risk 

management in the investment process. 

Finally, Applicant regularly uses the TM symbol next to the CHI Mark, which signals to 

third parties that Applicant claims trademark rights in the mark.  An example of such usage is 

shown in Exhibit A, which was submitted on April 5, 2013 in connection with Applicant’s 

Request for Reconsideration after Final Action. 

B. Applicant’s Activities Function As  A Service. 
 

Section 1301.01(a) of the TMEP states that to function as a service, an activity must be: 

(1) a real activity and not a mere idea, process or concept; (2) performed to the order of, or for 

the benefit of someone other than the applicant; and (3) qualitatively differ from anything 

necessarily done in connection with the sale of the applicant’s goods or performance of another 

services, i.e., not merely incidental or necessary to the applicant’s larger business.  See TMEP 

§1301.01(a).  In Re Renaissance Energy, LLC, Ser. No. 78084358, 2007 WL 1580019 (T.T.A.B. 
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2007)1; In re Betz Paperchem, Inc., 222 USPQ 89, 90 (T.T.A.B. 1984).  The Examining Attorney 

cannot and does not dispute Applicant is rendering services. 

As part of this analysis, the Board examines the specimens to show some direct 

association between the offer of services and the mark sought to be registered, i.e., that the 

mark is used in such a manner that it would be readily perceived as identifying the source of 

such services. For example, in In re Renaissance Energy, the Board reversed the Examining 

Attorney’s refusal of the specimen because the original specimen submitted by the applicant 

showed service mark use of the mark LINK AND SYNC based upon the position, prominence 

and size of the mark and use of the mark LINK AND SYNC in connection with the word 

“operation,” which denotes an activity.  In Re Renaissance Energy, LLC, 2007 WL 1580019, at 

*2. (emphasis added). See also In re Betz Paperchem, Inc., 222 USPQ at 91 (the Board found 

specimens showed the term sought to be registered used to identify the applicant’s activities; 

thus, the use of the term as a service mark has been demonstrated).  Similarly, the Board in In 

re Printco found the specimen of record created a direct association between applicant's 

ENKLAVVOICE mark and the services specified in the application and reversed the Examining 

Attorney’s refusal.  In Re Printco., Inc., Ser. No. 78155673, 2006 WL 2066578 (T.T.A.B 2006).  

A sufficient reference to the services in the specimen will create this association. Id.  

In the instant case, there is no dispute that Applicant is rendering investment services.  

Applicant’s specimens of record all relate to investment services, namely futures and options 

contracts related to hurricanes that are traded on a financial exchange.  First, these are real 

financial products traded by third parties to manage risk.  For example, hotel companies may 

purchase these contracts to manage the risk of a hurricane destroying one of their properties.  

Second, Applicant’s Services are performed for the benefit of customers seeking to manage risk 

                                                
 
1 All cases cited in Applicant’s Appeal Brief are attached as Exhibit B. 
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by trading these investment contracts, again, these services are utilized by companies as part of 

their overall risk management.  Finally, Applicant’s Services are qualitatively different from and 

not merely incidental to Applicant’s larger business of providing financial trading services.  

Applicant could operate the exchange without these specific products. 

The specimens establish that is rendering services and this cannot be disputed by the 

Examining Attorney.  As argued below, the specimens further show an association between 

these services and use of the CHI Mark.  

C. Applicant’s Mark Is the Subject of a U.S. Registration Covering Index 
Services 

 
Examining Attorney’s own case law establishes that if a term is used to identify services, 

or to identify both process and services rendered under the process, it constitutes a service 

mark. Liqwacon Corp. v. Browning-Ferris Industries, Inc., 203 USPQ 305, 318 (T.T.A.B. 1979).  

The words used on the specimen are not determinative.  There is no black letter rule that a term 

can be the name of a process and not function as a mark for services. In Re Caldwell Tanks, 

Inc., Ser. No. 75/672,03, 2002 WL 376688, *2 (T.T.A.B. 2002).  The Board has previously stated 

the fact that “the term ‘process’ is used on the specimen does not ipso facto mean that an 

arbitrary mark used in connection therewith designates a process and not more.”  In Re 

Caldwell Tanks, Inc., 2002 WL 376688 at *2; In re Stafford Printers, Inc., 153 USPQ 428, 429 

(T.T.A.B. 1967).  When a process is such an intrinsic part of a service, consumers will view the 

name of the process, not merely as the name of the process or system, but as a mark for the 

service. In Re Caldwell Tanks, Inc., 2002 WL 376688, at *2.  In the present case, the Examining 

Attorney argued the process is the index calculation, which is actually a separate service offered 

by Applicant and the subject of a U.S. Reg. No. 4,315,763.  This proves that the CHI mark 

functions as a service mark. 
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D. Applicant’s Mark is Used In Connection With a Specific Futures Contract 
 

In the instant case, the CHI Mark is registrable because the services provided under the 

CHI Mark constitute a service and are not just a process or system.  The Examining Attorney 

does not dispute that a mark may be used for both a process and as a source identifier.  Oct. 5, 

2012 Office Action.  Moreover, the “process” claimed by the Examining Attorney is an actually 

index used in calculating hurricane damage, and is the subject of U.S. trademark registration 

(Reg. No. 4315763).  Therefore, The CHI Mark constitutes a service mark and is registrable 

despite the fact that the term “index” is used in conjunction with the Mark on the specimens of 

record.   

a. The Specimens Of Record Show Use Of The Mark As A Service Mark 
And Not As A Process or System. 

 
“To focus on applicant’s use of the word ‘process’ in lieu of the word ‘service’ incorrectly 

places form over substance.” In Re Solutions Now, 1999 WL 670730, *1 (T.T.A.B. 1999).  

Applicant’s Services provided under the CHI Mark constitute a service and are not a mere 

process or system despite use of the word “index.” As explained above, Applicant actually offers 

a CHI futures contract and the CHI service is embedded in and part of the hurricane futures and 

options contracts. The mere fact that Applicant also uses the word “index” on the specimens 

does not mean that the CHI service is simply a process or system for estimating hurricane 

damage as opposed to an investment service.  As fully explained in the preceding section, CHI 

services allow customers to offset risk associated with potential damage arising from a 

hurricane by trading futures or options contracts related to hurricanes on Applicant’s exchange. 

Applicant could have used the term “CHI service” instead of the term “CHI index” in the 

specimens, which would not have changed the essence of the Services provided under the CHI 

Mark. Furthermore, the CHI service is such an intrinsic part of Applicant’s Services that 

consumers view CHI, as used on the specimens, not as the name of an index used to estimate 
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hurricane damage, but as a mark for the service.  This reinforces the fact that Applicant 

identifies futures contract by the mark CHI. 

Even if the CHI Mark identifies the system or process for estimating hurricane damage, 

the CHI Mark is still registrable as a service mark because the CHI Mark, as clearly shown on 

the specimens of record, identifies both the system or process and Applicant’s investment 

services rendered by means of such system or process. The CHI Mark is used in the context of 

providing investment services, including as the name of a particular futures contract.  See 

Exhibit C.  Accordingly, the CHI Mark is used in connection with and as part of providing the 

investment services and is registrable as a service mark. Applicant submitted ample evidence 

showing such use.  Applicant details below its specimens of record.   

The most relevant specimen attached as Exhibit C and submitted to the USPTO by 

Applicant on April 5, 2013 is a brochure regarding Applicant’s hurricane contracts. Most 

importantly, very first page of the specimen identifies list of “Seasonal Max Binary futures 

contracts” and the very the first contract is a CHI branded futures contract showing clear use of 

the CHI mark in connection with a specific futures contract: 

 
The specimen attached as Exhibit D entitled “Hurricane Product Center” is a print-out 

from Applicant’s website that consists of an advertisement for the CHI Mark in connection with 

providing Applicant’s investment services. This second specimen states in part: 

The CME Hurricane Index (CHI) was developed to provide a quick and easy-to calculate 
estimate of hurricane damage and is used by all of our Hurricane futures and options on 
futures contracts. (emphasis added) 
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The specimen entitled “A Detailed Overview of the CME Hurricane Index™ (CHI™)” is a 

brochure describing the CHI Index. See Exhibit A. This specimen states in part: 

This high level of detail and responsiveness, plus the ability to update frequently using 
publicly available data, make the CHI an ideal choice as the basis for the suite of 
hurricane futures, options, and binary contracts traded at CME. (emphasis added) 
 

To emphasize this point, the specimen states the CHI Mark is the basis for the actual 

investments services covered by the present Application.  All of these specimens establish a 

direct association between the CHI Mark and Applicant’s Services.    

The specimens entitled “Weather Products CME Hurricane Index Futures and Options” and 

“CME Hurricane Index (CHI) Overview” further demonstrate use of the CHI Mark in connection 

with services related to “futures and options” or “futures and options contracts.” See Exhibits E 

and F. 

The review of Applicant’s specimens prove (1) there is a futures hurricane contract by 

the name CHI, and (2) the remaining specimens of record show a direct association between 

use of the Mark and the identified services.   

There can be no clearer specimen or evidence of record showing use of the CHI Mark 

as a source identifier for the provision of Applicant’s Services, specifically, investment services. 

b. The Board’s Precedent Supports Reversal of Examining Attorney’s 
Refusal 

 
The Board should not place undue emphasis on wording used in the Applicant’s 

specimens.  The Board’s decision in In Re Caldwell Tanks, Inc., is instructive. 2002 WL 376688 

at *2.  Specifically, the Board found that “[a]lthough the specimens use the mark, in part, in 

conjunction with the phrase “jump form system,” the word “system,” like “process,” does not 

automatically prevent a term from functioning as a mark. Because “the construction system is 

such an intrinsic part of the construction service that consumers will view STAC-4 and design, 

as used on the specimens, not merely as the name of the system, but as a mark for the 
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service.” Id.   The Board also stated that this is a very fact intensive process, so whether or not 

a particular specimen shows use of a service mark is case specific. Id. at *2. 

The Board in In Re Solutions Now, found that “applicant could have just as easily used 

the word ‘service’ in lieu of the word ‘process,’” therefore applicant’s use of the word “process” 

in the specimens did not mean that the mark identified a process as opposed to a service. 1999 

WL 670730, at *1.  This decision confirms that the Board should consider the entirety of the 

record, as mere words on the specimens are not determinative.  

Similarly, in this case, the CHI Mark is functioning as a mark and is registrable despite 

the fact that the term “index” is used in conjunction with the Mark on the specimens of record. 

Because Applicant’s CHI service is such an intrinsic part of its investment services, consumers 

view the CHI Mark, as used on the specimens of record, not merely as the name of an index 

used to calculate the value of futures and options contracts, but as a mark for Applicant’s 

Services.  Customers could easily trade these investment contracts by referring to them as a 

CHI hurricane future.  Using the CHI source designation, third parties would understand the 

specific futures contract.  Therefore, the CHI Mark refers to a service and not simply a process 

or system, and is used as a source identifier. As a result, the Examining Attorney’s refusal to 

register the CHI Mark should be reversed. 

 “A process, inter alia, is a particular method or system of doing something…By its very 

meaning, the term “process” can encompass a service.” In re Stafford Printers, Inc., 153 USPQ 

at 429.  The key to understanding whether a term identifies only a process and is thus not 

registrable, or identifies a service and a process and is thus registrable must be determined by 

reviewing applicant’s specimens of use. In Re Solutions Now, 1999 WL 670730, at *1.  Further, 

if “applicant’s services are offered to a specialized audience, we must consider the specimens 

and other literature in light of this audience.” In Re Caldwell Tanks, Inc., 2002 WL 376688, at *1. 

Applicant has made of record ample evidence that demonstrates that Applicant is 

rendering specific services under the Mark to a specialized audience.  As explained above, 



 

12 
  
 

Applicant’s Services provided under the Mark consist of assisting its customers to offset risk 

associated with potential damage arising from a hurricane by trading futures or options 

contracts related to hurricanes on Applicant’s exchange.  Accordingly, at a minimum, the Mark 

identifies both a process or system and a service.   

E. The Specimens Of Record Show Direct Association Between The Offer Of 
Applicant’s Services And The Mark. 

 
The Specimens submitted by Applicant show direct association between the offer of 

Applicant’s Services and the Mark, i.e., the Mark is used in such a manner that it would be 

readily perceived as identifying the source of Applicant’s Services. In Re Renaissance Energy, 

LLC, 2007 WL 1580019; In re PrintCo, Inc., 2006 WL 2066578.   

First, the commercial impression created by the specimens is that CHI is an activity or 

service.  For example, if Applicant used the term “CHI service” instead of the term “CHI index” in 

the specimens, the commercial impression created by the CHI Mark would be the same.  In 

addition, because the Mark is used either with the designation ™, in bold font or capital letters, 

the CHI Mark will be perceived as a service mark by relevant consumers.  See In Re 

Renaissance Energy, LLC, 2007 WL 1580019, at *2 (“[i]f we substituted the word “Services” for 

“Operation” (i.e., “Link and Sync (tm) Services”), the commercial impression engendered by the 

mark would be the same (i.e., Link and Sync Business or Link and Sync Activity”).  In addition, 

because of the position, prominence, and size of “Link and Sync,” it will be understood to be a 

service mark.”)  

Second, the specimens show the Mark with reference to, or association with, Applicant’s 

Services. For example, the specimens consist of advertisements that show the Mark 

immediately next to the description of Applicant’s specific investment services. See, e.g., 

Exhibits C, D, E. 

Therefore, the specimens of record show direct association between the offer of 

Services and the Mark.  See, e.g., In re PrintCo, Inc., 2006 WL 2066578, at *4 (the Board found 
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that the screen print from the applicant’s website showing the applied-for mark immediately 

followed by the description of the applied-for services did not merely describe features of a 

system, but described the applied-for services available by means of the applicant’s website 

under the applied-for mark; thus, the specimen of record was adequate to support the use of the 

mark in connection with the identified services). 

A consumer viewing Applicant's specimens would readily perceive the CHI Mark as 

identifying the source of Applicant's investment services that allows consumers to engage the 

described investment services.  As a result, Applicant's specimens create a direct association 

between the CHI Mark and Applicant’s Services and the CHI Mark is registrable based on the 

specimens of record. 

F. Board Should Defer to Applicant on Submission of Specimens and Any 
Doubt on the Issue of Acceptability of Specimens Should Be Resolved in 
Favor of Applicant 

 
The Board’s precedent is clear.  “[T]he Board has been fairly flexible in accepting service 

mark specimens.”  In re PrintCo, Inc., 2006 WL 2066578, at *3. The reason for this approach is 

simple.  Service marks are intangible and not easily susceptible to proving use of a mark by 

requirements of specimens. In Re Metriplex Inc., 23 U.S.P.Q.2d 1315, 1992 WL 169149, *2 

(T.T.A.B. 1992). This reality is expressed by the relaxed standards set forth in the TMEP for 

service marks. Id.; TMEP §1301.04. Unlike goods, applicants cannot readily tag services with 

their marks.  To deny registration on this basis would effectively give less protection to service 

marks over trademarks, which is contrary to the law. By this reason, the Board is very flexible in 

accepting service mark specimens in cases where the specimens do not refer explicitly to the 

services identified in the respective applications. There are ample Board’s decisions that 

demonstrate such flexibility. See, e.g., In re Ralph Mantia Inc., 54 USPQ2d 1284 (T.T.A.B. 

2000) (applicant’s specimen of letterhead stationery was found acceptable even though it only 

stated the word “design” and did not indicate the specific nature of applicant’s services, 

commercial art design); In Re Metriplex Inc., 1992 WL 169149, at *2 (an example of a computer 
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screen display that appeared on a computer terminal in the course of applicant’s rendering of its 

services was found to be an acceptable specimen even though it did not refer to the services 

identified in the application); In re Red Robin Enterprises, Inc., 222 USPQ 911 (T.T.A.B. 1984) 

(a photograph of a person wearing a bird costume, where asserted mark was a design of that 

bird costume, for entertainment services, namely personal appearances, clowning, antics, 

dance routines and charity benefits, was an acceptable specimen showing the use of the mark 

in connection with the applied-for services). 

Moreover, to the extent that the Board has any doubt on the question of whether the 

specimens of record are acceptable to show Applicant’s use of the CHI Mark, this doubt should 

be resolved in favor of Applicant. In Re Btio, Ser. No. 75/712,224, 2001 WL 873280 (T.T.A.B. 

2001).  As a result, the Examining Attorney’s refusal should be withdrawn. 

G. The Examining Attorney’s Case Law Fails to Support Her Position. 
 

In support of her refusal, the Examining Attorney relies upon decisions in In re Universal 

Oil Prods. Co., 476 F.2d 653 (C.C.P.A. 1973), In re Hughes Aircraft Co., 222 USPQ 263 

(T.T.A.B. 1984) and Liqwacon Corp., 203 USPQ 305. The decisions in In re Universal Oil Prods. 

Co. and In re Hughes Aircraft Co. are clearly distinguishable from the present record and 

therefore do not support the Examining Attorney’s position. Furthermore, the decision in 

Liqwacon Corp. supports Applicant’s position, and not the Examining Attorney’s position. 

Unlike the present situation, the applicant In re Universal Oil Prods. Co. submitted 

brochures as specimens that completely failed to show any use of the PACOL and PENEX 

marks in reference to PACOL or PENEX services. 476 F.2d at 654.  Specifically, the Court of 

Customs and Patent Appeals found no association between the marks and the offer of services. 

Instead, the marks were simply used in a brochure offering to license or install certain chemical 

processes. and the specimen merely described some general services and referenced a dozen 

or more different names.  In In re Hughes Aircraft Co., the specimens and other materials 

introduced by the applicant used the term “PHOTOX” only in connection with applicant’s 
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photochemical vapor deposition process or method, and not any specific services. 222 USPQ at 

265.  The Board found that there was no association between applicant’s offering of services of 

treating the products of others by means of photochemical vapor and the term “PHOTOX.” Id.  

Neither of these situations is present here. 

Unlike In re Universal Oil Prods. Co., all specimens provided by Applicant prominently 

use the CHI Mark and detail Applicant’s investment services, namely, futures and options 

contracts related to hurricanes for trading on an exchange.  These specimens are used by 

customers to understand the specific financial products offered by Applicant and evaluate these 

services.  In fact, these specimens are not broad company brochures, but specifically focused 

on the CHI mark and Applicant’s futures and options contracts for hurricanes.  As a result, there 

is a direct association between the offer of services (futures or options contracts related to 

hurricanes) and the CHI mark.  On this basis alone, the specimens should be accepted and 

refusal withdrawn.   

Finally, the Board’s decision in Liqwacon Corp. supports Applicant’s position because, 

similar to the present case, the mark in Liqwacon Corp. identified both a waste treatment and 

disposal service and a chemical solidification process, and thus was registrable as a service. 

203 USPQ at 318.  The Board came to this conclusion despite the fact that a number of 

applicant’s exhibits contained reference to the mark with the word “process,” i.e., “LIQWACON 

PROCESS,” “Disposal via LIQ-WA-CON Process” and similar expressions. 

As argued above, Applicant has provided ample evidence and arguments to show that 

the mark CHI Mark identifies both a process or system, i.e., an index, and investment services.  

Examining Attorney’s focus on the word “index” is misplaced and irrelevant.  The law does not 

require use of the word “service” to secure a registration for service marks. Therefore, the 

Examining Attorney’s case law fails to support her position and the refusal to register the CHI 

Mark should be reversed. 
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IV. CONCLUSION 

Because Applicant’s CHI Mark is used in the specimens of record as the source 

identifier for the provision of the Applicant’s Services, Applicant respectfully requests that the 

Board reverse the Examining Attorney’s refusal to register the CHI Mark, accept the specimens 

submitted by Applicant and allow the Application to proceed to the registration. 

 

Respectfully Submitted,    CHICAGO MERCANTILE EXCHANGE INC 

 
Dated: _October 1, 2013________         By: /Tatyana V. Gilles/__ 

Joseph T. Kucala, Jr. 
Tatyana V. Gilles 
NORVELL IP LLC 

       1776 Ash Street 
       Northfield, Illinois  60093 
       Tel: 888-315-0732 
       Fax: 312-268-5063 
       officeactions@norvellip.com 
  
       Attorneys for Applicant 
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A Specimen entitled “A Detailed Overview of the CME Hurricane Index™ (CHI™)” 
 

B  All case law cited in Applicant’s Appeal Brief 
   
C Specimen entitled “Weather Products CME Hurricane Index Futures and 
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D  Specimen entitled “Hurricane Product Center” 
  
E Specimen entitled “Weather Products CME Hurricane Index Futures and 
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CME Hurricane Index Futures and Options
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Futures trading is not suitable for all investors, and involves the risk of loss. Futures are a leveraged investment, and because only a percentage of a contract’s value is required to trade,  it is possible to lose more than the amount of money 
deposited for a futures position. Therefore, traders should only use funds that they can a�ord to lose without a�ecting their lifestyles. And only a portion of those funds should be devoted to any one trade because they cannot expect to 
pro�t on every trade.
 
All references to options refer to options on futures.
 
The information within this brochure has been compiled by CME Group for general purposes only. CME Group assumes no responsibility for any errors or omissions. Although every attempt has been made to ensure the accuracy of the 
information within this brochure, CME Group assumes no responsibility for any errors or omissions. Additionally, all examples in this brochure are hypothetical situations, used for explanation purposes only, and should not be considered 
investment advice or the results of actual market experience.
 
All matters pertaining to rules and speci�cations herein are made subject to and are superseded by o�cial CME, CBOT and CME Group rules. Current rules should be consulted in all cases concerning contract speci�cations.
 
CME Group is a trademark of CME Group Inc. The Globe logo, CME, Chicago Mercantile Exchange and Globex are trademarks of Chicago Mercantile Exchange Inc. CBOT and Chicago Board of Trade are trademarks of the Board of Trade of 
the City of Chicago. NYMEX, New York Mercantile Exchange and ClearPort are trademarks of New York Mercantile Exchange Inc. COMEX is a trademark of Commodity Exchange Inc. All other trademarks are the property of their respective 
owners. Further information about CME Group and its products can be found at www.cmegroup.com.  
 
Copyright © 2009 CME Group Inc. All rights reserved.



HURRICANE SEASONAL FUTURES OPTIONS ON HURRICANE SEASONAL FUTURES

CME HURRICANE INDEX SEASONAL FUTURES AND OPTIONS CONTRACTS

Contract Size

Quotation

Tick Size

Tick Value

Contracts Traded

Locations

Ticker Symbols

Termination of
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Strike Price 
Interval

Exercise

Settlement

Position Limits

Trading Hours
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�=�k�b�\���9�e�W�i�j��
(Brownsville, TX to AL/FL Border)

�<�b�e�h�_�Z�W��
(AL/FL Border to Fernandina Beach, FL)

�I�e�k�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j��
(Fernandina Beach, FL to NC/VA Border)

�D�e�h�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j��
(NC/VA Border to Eastport, ME)

�;�W�i�j�[�h�d���K�$�I�$
(Brownsville, TX to Eastport, ME)

�9�>�?�#�9�W�j�#�?�d�#�7�#�8�e�n�������=�W�b�l�[�i�j�e�d�#�C�e�X�_�b�[��
(area bounded by 95°30’0”W on the West, 87°30’0”W on the East, 27°30’0”N on the South, and the corresponding segment of the U.S. coastline on the North)
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�E�õ�[�h�[�Z���[�n�Y�b�k�i�_�l�[�b�o���e�d���j�^�[���9�C�;���=�b�e�X�[�n���[�b�[�Y�j�h�e�d�_�Y���j�h�W�Z�_�d�]���f�b�W�j�\�e�h�c��
�e�d���I�k�d�Z�W�o�i���j�^�h�e�k�]�^���J�^�k�h�i�Z�W�o�i�"���+�0�&�&���f�$�c�$���Ä���)�0�'�+���f�$�c�$���9�J���j�^�[��
�\�e�b�b�e�m�_�d�]���Z�W�o�����/�0�&�&���W�$�c�$���9�J���B�J�:��

�'���?�d�Z�[�n���F�e�_�d�j�����[�$�]�$�"���'�&�"���'�'�"���'�(�"���[�j�Y�$��

�7�c�[�h�_�Y�W�d�#�i�j�o�b�[�����[�n�[�h�Y�_�i�[�Z���W�d�o���j�_�c�[���k�f���j�e���W�d�Z���_�d�Y�b�k�Z�_�d�]���B�J�:��
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�F�e�i�_�j�_�e�d���W�Y�Y�e�k�d�j�W�X�_�b�_�j�o���\�e�h���f�e�i�_�j�_�e�d�i���[�n�Y�[�[�Z�_�d�]���'�&�"�&�&�&��
�\�k�j�k�h�[�i�#�[�g�k�_�l�W�b�[�d�j���Y�e�d�j�h�W�Y�j�i���d�[�j���e�d���j�^�[���i�W�c�[���i�_�Z�[���e�\���j�^�[���c�W�h�a�[�j���_�d
�W�d�o���Y�e�d�j�h�W�Y�j���c�e�d�j�^

�J�h�W�Z�[�Z���l�_�W���e�f�[�d���e�k�j�Y�h�o���_�d���j�^�[���D�7�I�:�7�G�#�'�&�&���f�_�j���e�d���C�e�d�Z�W�o�i����
�j�^�h�e�k�]�^���<�h�_�Z�W�o�i�"���.�0�)�&���W�$�c�$���Ä���)�0�'�+���f�$�c�$���9�J�����/�0�&�&���W�$�c�$���9�J���B�J�:��

For more information on CME Hurricane Index futures and options, 
visit  www.cmegroup.com/hurricane .

For real-time prices on CME Hurricane Index futures, visit www.cmegroup.com/weatherquotes .
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HURRICANE SEASONAL MAXIMUM FUTURES OPTIONS ON HURRICANE SEASONAL MAXIMUM FUTURES

CME HURRICANE INDEX SEASONAL MAXIMUM 
FUTURES AND OPTIONS CONTRACTS

Contract Size

Quotation

Tick Size

Tick Value

Contracts Traded

Locations

Ticker Symbols

Termination of
Trading

Strike Price 
Interval

Exercise

Settlement

Position Limits

Trading Hours

���'�"�&�&�&���j�_�c�[�i���j�^�[���h�[�i�f�[�Y�j�_�l�[���9�>�?

�9�>�?���?�d�Z�[�n���F�e�_�d�j�i

�&�$�'���9�>�?���?�d�Z�[�n���F�e�_�d�j

�&�$�'���9�>�?���?�d�Z�[�n���F�e�_�d�j���3�����'�&�&

�;�n�f�h�[�i�i�[�Z���_�d���j�[�h�c�i���e�\���j�^�[���9�>�?���\�e�h���j�^�[���b�W�h�]�[�i�j���^�k�h�h�_�Y�W�d�[���j�e���c�W�a�[���b�W�d�Z�\�W�b�b���m�_�j�^�_�d���W���i�f�[�Y�_�Ò�Y���b�e�Y�W�j�_�e�d���X�[�j�m�[�[�d���@�W�d�k�W�h�o���'���W�d�Z���:�[�Y�[�c�X�[�h���)�'��
�_�d�Y�b�k�i�_�l�[���e�\���W���Y�W�b�[�d�Z�W�h���o�[�W�h

�;�n�f�h�[�i�i�[�Z���_�d���j�[�h�c�i���e�\���j�^�[���b�W�h�]�[�i�j���9�>�?�#�9�W�j�#�?�d�#�7�#�8�e�n���l�W�b�k�[���\�e�h���W�b�b���^�k�h�h�_�Y�W�d�[�i���j�^�W�j���e�Y�Y�k�h���m�_�j�^�_�d���W���i�f�[�Y�_�Ò�Y���]�[�e�]�h�W�f�^�_�Y���W�h�[�W���X�[�j�m�[�[�d���@�W�d�k�W�h�o���'��
�W�d�Z���:�[�Y�[�c�X�[�h���)�'���_�d�Y�b�k�i�_�l�[���e�\���W���Y�W�b�[�d�Z�W�h���o�[�W�h

�=�k�b�\���9�e�W�i�j��
(Brownsville, TX to AL/FL Border)

�<�b�e�h�_�Z�W��
(AL/FL Border to Fernandina Beach, FL)

�I�e�k�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j��
(Fernandina Beach, FL to NC/VA Border)

�D�e�h�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j��
(NC/VA Border to Eastport, ME)

�;�W�i�j�[�h�d���K�$�I�$��
(Brownsville, TX to Eastport, ME)

�9�>�?�#�9�W�j�#�?�d�#�7�#�8�e�n�������=�W�b�l�[�i�j�e�d�#�C�e�X�_�b�[��
(area bounded by 95°30’0”W on the West, 87°30’0”W on the East, 27°30’0”N on the South, and the corresponding segment of the U.S. coastline on the North)

�>�=�C���3���=�k�b�\���9�e�W�i�j

�>�<�C���3���<�b�e�h�_�Z�W

�>�I�I���3���I�e�k�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j

�>�D�C���3���D�e�h�j�^�[�h�d���7�j�b�W�d�j�_�Y���9�e�W�i�j

�>�N�C���3���;�W�i�j�[�h�d���K�$�I�$

�>�F�C���3���9�>�?�#�9�W�j�#�?�d�#�7�#�8�e�n�������=�W�b�l�[�i�j�e�d�#�C�e�X�_�b�[

�J�h�W�Z�_�d�]���i�^�W�b�b���j�[�h�c�_�d�W�j�[���W�j���/�0�&�&���W�$�c�$���9�J���e�d���j�^�[���Ò�h�i�j���;�n�Y�^�W�d�]�[��
�X�k�i�_�d�[�i�i���Z�W�o���j�^�W�j���_�i���W�j���b�[�W�i�j���j�m�e���Y�W�b�[�d�Z�W�h���Z�W�o�i���\�e�b�b�e�m�_�d�]�����������j�^�[���[�d�Z���e�\���j�^�[���^�k�h�h�_�Y�W�d�[���i�[�W�i�e�d���e�d���:�[�Y�[�c�X�[�h���)�'
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�7�b�b���\�k�j�k�h�[�i���Y�e�d�j�h�W�Y�j�i���h�[�c�W�_�d�_�d�]���e�f�[�d���W�j���j�^�[���j�[�h�c�_�d�W�j�_�e�d���e�\���j�h�W�Z�_�d�]��
�i�^�W�b�b���X�[���i�[�j�j�b�[�Z���k�i�_�d�]���j�^�[���h�[�i�f�[�Y�j�_�l�[���9�>�?���i�[�W�i�e�d�W�b���c�W�n�_�c�k�c���Ò�d�W�b��
�l�W�b�k�[���h�[�f�e�h�j�[�Z���X�o���;�G�;�9�7�J

�7�b�b���\�k�j�k�h�[�i���Y�e�d�j�h�W�Y�j�i���h�[�c�W�_�d�_�d�]���e�f�[�d���W�j���j�^�[���j�[�h�c�_�d�W�j�_�e�d���e�\���j�h�W�Z�_�d�]��
�i�^�W�b�b���X�[���i�[�j�j�b�[�Z���k�i�_�d�]���j�^�[���h�[�i�f�[�Y�j�_�l�[���9�>�?���i�[�W�i�e�d�W�b���c�W�n�_�c�k�c����
�9�W�j�#�?�d�#�7�#�8�e�n���Ò�d�W�b���l�W�b�k�[���h�[�f�e�h�j�[�Z���X�o���;�G�;�9�7�J

�F�e�i�_�j�_�e�d���W�Y�Y�e�k�d�j�W�X�_�b�_�j�o���\�e�h���f�e�i�_�j�_�e�d�i���[�n�Y�[�[�Z�_�d�]���'�&�"�&�&�&���Y�e�d�j�h�W�Y�j�i���_�d��
�W�d�o���Y�e�d�j�h�W�Y�j���c�e�d�j�^

�E�õ�[�h�[�Z���[�n�Y�b�k�i�_�l�[�b�o���e�d���j�^�[���9�C�;���=�b�e�X�[�n���[�b�[�Y�j�h�e�d�_�Y���j�h�W�Z�_�d�]���f�b�W�j�\�e�h�c��
�e�d���I�k�d�Z�W�o�i���j�^�h�e�k�]�^���J�^�k�h�i�Z�W�o�i�"���+�0�&�&���f�$�c�$���Ä���)�0�'�+���f�$�c�$���9�J���j�^�[��
�\�e�b�b�e�m�_�d�]���Z�W�o�����/�0�&�&���W�$�c�$���9�J���B�J�:����

�'���?�d�Z�[�n���F�e�_�d�j�����[�$�]�$���'�&�"���'�'�"���'�(�"���[�j�Y�$��

�7�c�[�h�_�Y�W�d�#�i�j�o�b�[�����[�n�[�h�Y�_�i�[�Z���W�d�o���j�_�c�[���k�f���j�e���W�d�Z���_�d�Y�b�k�Z�_�d�]���B�J�:��
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�F�e�i�_�j�_�e�d���W�Y�Y�e�k�d�j�W�X�_�b�_�j�o���\�e�h���f�e�i�_�j�_�e�d�i���[�n�Y�[�[�Z�_�d�]���'�&�"�&�&�&��
�\�k�j�k�h�[�i�#�[�g�k�_�l�W�b�[�d�j���Y�e�d�j�h�W�Y�j�i���d�[�j���e�d���j�^�[���i�W�c�[���i�_�Z�[���e�\���j�^�[���c�W�h�a�[�j���_�d��
�W�d�o���Y�e�d�j�h�W�Y�j���c�e�d�j�^

�J�h�W�Z�[�Z���l�_�W���e�f�[�d���e�k�j�Y�h�o���_�d���j�^�[���D�7�I�:�7�G�#�'�&�&���f�_�j���e�d���C�e�d�Z�W�o�i����
�j�^�h�e�k�]�^���<�h�_�Z�W�o�i�"���.�0�)�&���W�$�c�$���Ä���)�0�'�+���f�$�c�$���9�J���j�^�[���\�e�b�b�e�m�_�d�]���Z�W�o����
���/�0�&�&���W�$�c�$���9�J���B�J�:��

For more information on Weather futures and options, visit www.cmegroup.com/weather .

CME GROUP HEADQUARTERS     

20 South Wacker Drive    
Chicago, Illinois 60606
cmegroup.com

CME GROUP GLOBAL OFFICES    

Chicago 312 930 1000

Washington D.C. 202 638 3838

Singapore   +65 6322 8595

New York 212 299 2000

Hong Kong +852 3101 7696

Sydney   +61 2 9231 7475

Houston 713 658 9292

London +44 20 7796 7100

Tokyo   +81 3 5403 4828

info@cmegroup.com
800 331 3332
312 930 1000
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