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Applicant requests that the Examining Attorney reconsider her refusal to accept the claim of acquired
distinctiveness as to the word PLATINO and her continued requirement that the Applicant submit a
disclaimer of PLATINO apart from the mark as shown.

First, Applicant submits that the claim of five years use of the mark PLATINO and JOSE CUERVO
PLATINO should be sufficient to support the acquired distinctiveness of the mark, including the
PLATINO element of the mark. The Applicant disagrees with the Examining Attorney’s conclusion
that PLATINO is a highly descriptive designation. The Applicant submits that this conclusion is not
warranted based on the evidence of record. The evidence of record shows that some third parties use the
word PLATINUM in connection with trademarks for “tequila,” however, these materials do not show
that the other parties are using the word descriptively. Although these records may show that the word
PLATINUM is weak or diluted with respect to “tequila,” they do not show that this word is descriptive
of these goods and do not show that the distinguishable word PLATINO is either highly descriptive or
even merely descriptive. There are many non-descriptive terms in common usage. These terms may be
determined to be weak and given a narrow degree of protection but common use alone does not render a
term descriptive.

The Applicant attaches excerpts of a translation of the Official Mexican Standard of Quality for Tequila,
NOM-006-SCFI-2005 which establishes the characteristics and specifications which must be met for a
product to be certified as “tequila.” As shown in Section 5.2 of this The Tequila Standard, the
recognized classes of tequila are: Blanco or Plata, Joven or Oro, Reposado, Anejo and Extra Anejo.
Section 5.2.2. further provides that for the international market the classification may be replaced by
their translations into the applicable language or as follows:

Silver for Blanco or Plata

Gold for Joven or Oro

Aged for Reposado

Extra aged for Anejo



Ultra Aged for Extra Anejo,

Thus, under Mexican Law, which governs the production of all tequila sold in the United States, these
are the only terms which describe a class or type of tequila. As neither the word PLATINUM, nor
PLATINO is among these accepted designations, these terms do not describe a type of Tequila. Rather,
once must conclude that the third party uses of PLATINUM are part of their trademarks, not part of the
description of the goods.  As applied to the evidence of record attached to the official letter of October
15, 2014, the Applicant notes the following: 

The first record shows the sale of EL TESORO PLATINUM TEQUILA on the website1.
www.astorwines.com.  The record is difficult to read, however, there is no indication from this
record that PLATINUM is being used as a descriptive word, rather than as part of the trademark
for the goods. In fact, as shown by the attached TSDR record the mark EL TESORO PLATINUM
is registered without a disclaimer of PLATINUM as is EL TESORO PLATINUM DE DON
FELIPE.

The same holds true for the second record which shows the sale of GRAN PATRON TEQUILA2.
SILVER PLATINUM on the website www.winechateau.com.  There is nothing in this record
which suggests that PLATINUM describes the type of tequila. Rather, the  word “silver” is a
recognized type of tequila. If “platinum” was also intended to identify the type of tequila the two
words together would be redundant. In fact, a closer look at the bottle pictured shows that GRAN
PATRON PLATINUM appears before the wording SILVER TEQUILA which suggests that the
trademark for the goods is GRAN PATRON PLATINUM  and the classification of the tequila is
“silver.”

The third record shows the sale of DON RAMON PLATINUM at www.qualityliquorstore.com .3.
Here too, DON RAMON PLATINUM appears to be the trademark for the goods, not a
description of the goods. A close look at the bottle shows that the goods are identified as “silver”
tequila.

The recipes appearing on the third record on the website www.azuniatequila.com also belie the4.
use of PLATINUM as a descriptive designation. In the relevant recipes the tequila ingredient is
identified as “Avunia Plantinum Blanco Tequila.” Here “blanco” describes the classification of
tequila, not “platinum.” If the two were interchangeable, as suggested by the Examining
Attorney, it would not make sense to have the terms juxtaposed.

The excerpted article from Men’s Journal reports on a new premium tequila sold under the mark5.
QUI PLATINUM. As discussed in the article this is an “extra anejo” tequila which is “a clear
blanco.” There is nothing in this article showing use of PLATINUM as a descriptive term. The
wording “extra anejo” describes the classification of the tequila.

As with the first record there is insufficient information viewable in the record showing the sale of6.
AMBHAR PLATINUM TEQUILA on the www.shopmerwins .com  website to reach a
conclusion that PLATINUM is meant to be a descriptive word. A review of the website for
Ambhar tequila (www.ambhar.com –excerpts attached) shows no use of the word PLATINUM on
the actual product, so the Merwins record appears to be inaccurate identification of the product by
a third party.   

The Pinterest records submitted by the Examining Attorney picture the brands discussed above7.
and possible other third party uses of PLATINUM as part of a trademark but the information
provided is insufficient to determine the specific nature of these goods and whether or not they are
sold in the United States. Applicant submits that these do not show any descriptive significance of



PLANTINUM and have no relevance to the strength of the term PLATINO.

The evidence submitted with the Examining Attorney’s earlier office action similarly shows third
party marks incorporating the term PLATINUM, but not that this is a descriptive designation. The
only exceptions are two non-authoritative sources which incorrectly include “platinum” as a “type”
or classification of tequila. It is notable however, that both of these references include both Spanish
and English terminology for identifying “tequila,” but do not show use of PLATINO.  Thus, even
in Spanish PLATINO is not a word which would be understood to have a descriptive meaning for
tequila.

In view of the above, there should at least be some doubt as to whether PLATINO is a descriptive,
rather than a suggestive term. These doubts should be resolved in favor of the Applicant.
Nevertheless, even if the Examining Attorney remains of the opinion that the mark is descriptive,
Applicant submits that the evidence of acquired distinctiveness should be sufficient to allow the
registration of the mark without a disclaimer of PLATINO.

As further evidence of the acquired distinctiveness of PLATINO and JOSE CUERVO PLATINO,
Applicant attaches a declaration attesting to the substantial market penetration of the JOSE
CUERVO PLATINO brand of tequila. Since 2007, JOSE CUERVO PLATINO has made over $8
million in U.S. sales with over 99,000 cases sold in the United States in a less than seven year
period. As shown by the advertisements for the goods attached to the declaration, the PLATINO
portion of the mark is prominenty displayed and highlighted in such a way that consumers will
recognize PLATINO as serving a source indicating function both alone and as part of the composite
mark JOSE CUERVO PLATINO. Applicant submits that these significant sales, advertising and the
long period of use of the mark readily establish acquired distinctiveness.  

For the reasons above, Applicant requests that the Examining Attorney withdraw the disclaimer
requirement.
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To the Commissioner for Trademarks:

Application serial no. 77092801 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant requests that the Examining Attorney reconsider her refusal to accept the claim of acquired
distinctiveness as to the word PLATINO and her continued requirement that the Applicant submit a
disclaimer of PLATINO apart from the mark as shown.



First, Applicant submits that the claim of five years use of the mark PLATINO and JOSE CUERVO
PLATINO should be sufficient to support the acquired distinctiveness of the mark, including the
PLATINO element of the mark. The Applicant disagrees with the Examining Attorney’s conclusion that
PLATINO is a highly descriptive designation. The Applicant submits that this conclusion is not warranted
based on the evidence of record. The evidence of record shows that some third parties use the word
PLATINUM in connection with trademarks for “tequila,” however, these materials do not show that the
other parties are using the word descriptively. Although these records may show that the word
PLATINUM is weak or diluted with respect to “tequila,” they do not show that this word is descriptive of
these goods and do not show that the distinguishable word PLATINO is either highly descriptive or even
merely descriptive. There are many non-descriptive terms in common usage. These terms may be
determined to be weak and given a narrow degree of protection but common use alone does not render a
term descriptive.

The Applicant attaches excerpts of a translation of the Official Mexican Standard of Quality for Tequila,
NOM-006-SCFI-2005 which establishes the characteristics and specifications which must be met for a
product to be certified as “tequila.” As shown in Section 5.2 of this The Tequila Standard, the recognized
classes of tequila are: Blanco or Plata, Joven or Oro, Reposado, Anejo and Extra Anejo. Section 5.2.2.
further provides that for the international market the classification may be replaced by their translations
into the applicable language or as follows:

Silver for Blanco or Plata

Gold for Joven or Oro

Aged for Reposado

Extra aged for Anejo

Ultra Aged for Extra Anejo,

Thus, under Mexican Law, which governs the production of all tequila sold in the United States, these are
the only terms which describe a class or type of tequila. As neither the word PLATINUM, nor PLATINO
is among these accepted designations, these terms do not describe a type of Tequila. Rather, once must
conclude that the third party uses of PLATINUM are part of their trademarks, not part of the description
of the goods.  As applied to the evidence of record attached to the official letter of October 15, 2014, the
Applicant notes the following: 

The first record shows the sale of EL TESORO PLATINUM TEQUILA on the website1.
www.astorwines.com.  The record is difficult to read, however, there is no indication from this
record that PLATINUM is being used as a descriptive word, rather than as part of the trademark for
the goods. In fact, as shown by the attached TSDR record the mark EL TESORO PLATINUM is
registered without a disclaimer of PLATINUM as is EL TESORO PLATINUM DE DON FELIPE.

The same holds true for the second record which shows the sale of GRAN PATRON TEQUILA2.
SILVER PLATINUM on the website www.winechateau.com.  There is nothing in this record which
suggests that PLATINUM describes the type of tequila. Rather, the  word “silver” is a recognized
type of tequila. If “platinum” was also intended to identify the type of tequila the two words
together would be redundant. In fact, a closer look at the bottle pictured shows that GRAN
PATRON PLATINUM appears before the wording SILVER TEQUILA which suggests that the
trademark for the goods is GRAN PATRON PLATINUM  and the classification of the tequila is
“silver.”



The third record shows the sale of DON RAMON PLATINUM at www.qualityliquorstore.com .3.
Here too, DON RAMON PLATINUM appears to be the trademark for the goods, not a description
of the goods. A close look at the bottle shows that the goods are identified as “silver” tequila.

The recipes appearing on the third record on the website www.azuniatequila.com also belie the use4.
of PLATINUM as a descriptive designation. In the relevant recipes the tequila ingredient is
identified as “Avunia Plantinum Blanco Tequila.” Here “blanco” describes the classification of
tequila, not “platinum.” If the two were interchangeable, as suggested by the Examining Attorney,
it would not make sense to have the terms juxtaposed.

The excerpted article from Men’s Journal reports on a new premium tequila sold under the mark5.
QUI PLATINUM. As discussed in the article this is an “extra anejo” tequila which is “a clear
blanco.” There is nothing in this article showing use of PLATINUM as a descriptive term. The
wording “extra anejo” describes the classification of the tequila.

As with the first record there is insufficient information viewable in the record showing the sale of6.
AMBHAR PLATINUM TEQUILA on the www.shopmerwins .com  website to reach a conclusion
that PLATINUM is meant to be a descriptive word. A review of the website for Ambhar tequila (
www.ambhar.com –excerpts attached) shows no use of the word PLATINUM on the actual product,
so the Merwins record appears to be inaccurate identification of the product by a third party.   

The Pinterest records submitted by the Examining Attorney picture the brands discussed above and7.
possible other third party uses of PLATINUM as part of a trademark but the information provided is
insufficient to determine the specific nature of these goods and whether or not they are sold in the
United States. Applicant submits that these do not show any descriptive significance of
PLANTINUM and have no relevance to the strength of the term PLATINO.

The evidence submitted with the Examining Attorney’s earlier office action similarly shows third
party marks incorporating the term PLATINUM, but not that this is a descriptive designation. The
only exceptions are two non-authoritative sources which incorrectly include “platinum” as a “type”
or classification of tequila. It is notable however, that both of these references include both Spanish
and English terminology for identifying “tequila,” but do not show use of PLATINO.  Thus, even in
Spanish PLATINO is not a word which would be understood to have a descriptive meaning for
tequila.

In view of the above, there should at least be some doubt as to whether PLATINO is a descriptive,
rather than a suggestive term. These doubts should be resolved in favor of the Applicant. Nevertheless,
even if the Examining Attorney remains of the opinion that the mark is descriptive, Applicant submits
that the evidence of acquired distinctiveness should be sufficient to allow the registration of the mark
without a disclaimer of PLATINO.

As further evidence of the acquired distinctiveness of PLATINO and JOSE CUERVO PLATINO,
Applicant attaches a declaration attesting to the substantial market penetration of the JOSE CUERVO
PLATINO brand of tequila. Since 2007, JOSE CUERVO PLATINO has made over $8 million in U.S.
sales with over 99,000 cases sold in the United States in a less than seven year period. As shown by
the advertisements for the goods attached to the declaration, the PLATINO portion of the mark is
prominenty displayed and highlighted in such a way that consumers will recognize PLATINO as
serving a source indicating function both alone and as part of the composite mark JOSE CUERVO
PLATINO. Applicant submits that these significant sales, advertising and the long period of use of the
mark readily establish acquired distinctiveness.  



For the reasons above, Applicant requests that the Examining Attorney withdraw the disclaimer
requirement.
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