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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 77078496 

 

MARK: IPHONE 

 

          

*77078496*  

CORRESPONDENT ADDRESS: 
       THOMAS R. La PERLE 

       Apple Inc. 

       MS: 169-3IPL 

       1 INFINITE LOOP 

       CUPERTINO CA 95014-2083 

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: APPLE INC. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       trademarkdocket@apple.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 12/13/2014 

 
 



The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made final in the Office action dated April 23, 
2014 are maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.   

 

Through the Request for Reconsideration, applicant argues that the specimens of use, filed with the 
Statement of Use, are valid specimens showing use of the proposed mark as a service mark for the 
services identified in this application in International Classes 41 and 42.  The examining attorney 
respectfully disagrees and submits that the specimens consist of advertising materials, which do not 
show a direct association between the applied-for mark and the identified services; thus the specimens 
fail to show the applied-for mark in use in commerce for each international class.  Trademark Act 
Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a), 
1301.04(f)(ii), (g)(i).   

 

Specimens consisting of advertising or promotional materials generally must show a direct association 
between the mark and the services for which registration is sought.  See In re Universal Oil Prods. Co., 
476 F.2d 653, 655, 177 USPQ 456, 457 (C.C.P.A. 1973); In re HSB Solomon Assocs., 102 USPQ2d 1269, 
1274 (TTAB 2012); TMEP §1301.04(f)(ii).  While the exact nature of the services does not need to be 
specified in the specimen, there must be something which creates in the mind of the purchaser an 
association between the mark and the service.  In re Adair, 45 USPQ2d 1211, 1215 (TTAB 1997) (quoting 
In re Johnson Controls Inc., 33 USPQ2d 1318, 1320 (TTAB 1994)); see In re Osmotica Holdings, Corp., 95 
USPQ2d 1666, 1668 (TTAB 2010). 

 

In the present case, the specimens of use filed with the August 12, 2013 Statement of Use consist of 
screenshots from applicant’s website. The specimens constitute advertising. These advertisements do 
not feature a direct connection between the proposed mark and the identified services.  Instead, they 
indicate that the proposed mark is the source indicator for applicant’s IPHONE computer hardware. The 
specimens advertise and explain features and functions of applicant’s hardware.  For example, please 
see page 1 of the Statement of Use indicating “Built-in apps are just the beginning. Browse the App 
Store to find even more amazing apps designed specifically for iPhone-by Apple and by third party 



developers. The more apps you download, the more you’ll realize there’s almost no limit to what iPhone 
can do.” 

 

Consumers encountering the proposed mark, through the specimens of use, would not view it as a 
source indicator for the services identified in the Statement of Use because the proposed mark 
“IPHONE” is used to identify and promote applicant’s computer hardware. The specimens do not show 
use of the proposed mark in the sale, advertising, performance or rendering of any of the identified 
services. The specimens do not show use of the proposed mark on webpages through which any of the 
identified services are accessed, rendered, experienced and/or advertised.  Despite applicant’s 
arguments to the contrary, the specimens do not feature a direct association between the proposed 
mark and the services identified in International Classes 41 and 42.   

 

With respect to various pre-bundled applications referenced in the specimens of use as well as those 
available for purchase and downloading from the App Store, the examining attorney respectfully 
submits that these applications are identified through their own source identifiers.  The specimens 
clearly indicate that “IPHONE” is the device through which these applications can be accessed.  For 
example, the advertisement at pages 3-4 of the August 12, 2013 Statement of Use advertises “iBooks,” 
an application which can “turn your iPhone into a pocket-size library.”  This information makes clear to 
consumers that “IPHONE” identifies the electronic device and that one of the mobile applications, which 
they can use or access through the “IPHONE” device is “iBooks.”   

 

In the Request for Reconsideration, applicant cites to various articles to support applicant’s argument 
that, in today’s commercial context, digital electronic devices render services through their installed 
software.  Applicant also argues “as a result of this commercial context, customers clearly recognize 
IPHONE as not only a trademark for the device itself, but also the suite of software offered on the 
device, and as a service mark for the suite of services offered via the device.”  Request for 
Reconsideration at page 2.   

 

The examining attorney also encloses articles supporting the finding that consumers encountering the 
proposed mark would view “IPHONE” as a source indicator for applicant’s computer hardware but not 
for the services identified in the Statement of Use. For example, please see the evidence from 
http://www.webopedia.com/TERM/I/iPhone.html indicating that “IPHONE” is “an Internet-enabled 
smartphone developed by Apple. The iPhone combines mobile phone capabilities with a wireless 
Internet device and an iPod into one product. The iPhone also includes a 3.5-inch multi-touch screen (4-
inch Retina Display on the iPhone 5), rather than a keyboard, that can be manipulated by users with by 
two finger touches. The iPhone runs on a special version of Apple's Mac OS X operating system.” 



 

Moreover, the services identified in this application are not suites of software applications, computer 
hardware devices or software as a service. Instead, the services set forth in the Statement of Use are 
“Entertainment services, namely, providing online computer databases featuring information in the 
fields of music, video, film, books, television entertainment, games and sports; and providing 
consultation services relating to all the aforesaid,” in International Class 41 and “Computer hardware 
and software consulting services; multimedia and audio-visual software consulting services; providing 
technical troubleshooting support for computer systems, databases and applications; providing 
consultation services for developing computer systems, databases and applications; information relating 
to computer technology provided on-line from a global computer network or the Internet; providing 
search engines for obtaining data via communications networks; providing search engines for obtaining 
data on a global computer network; computer services, namely, creating indexes of information, and 
other resources available on global computer networks for others; customized searching at the specific 
request of end users, allowing the end user to browse and retrieve information, sites, and other 
resources available on global computer networks; and consultation services relating to all the 
aforesaid,” in International Class 42.  None of the specimens of use filed by applicant, to date, show the 
applied-for mark in use in commerce in connection with any of these services. 

 

Applicant also argues that the specimens of record should be accepted because “the prior practice of 
the USPTO reflects that it has routinely accepted analogous specimens of use submitted by other 
technology device manufacturers.” Request for Reconsideration at page 9.  To support this argument, 
applicant relies on copies of third-party registrations and accompanying specimens of use.   

 

However, the acceptability of a specimen is determined based on the facts and evidence of record, and 
viewed in the context of the relevant commercial environment. See In re Ancor Holdings, LLC, 79 
USPQ2d 1218, 1220 (TTAB 2006) (“[W]e must base our determination of public perception of applicant's 
mark on the manner of use of [the mark] in the advertising which has been submitted as a specimen. 
Further, we must make that determination within the current commercial context, and, in doing so, we 
may consider any other evidence of record ‘bearing on the question of what impact applicant's use is 
likely to have on purchasers and potential purchasers.’” (quoting In re Safariland Hunting Corp., 24 
USPQ2d 1380, 1381 (TTAB 1992)).   

 

Through the October 23, 2014 Request for Reconsideration applicant has filed substitute specimens of 
use. The substitute specimens of use consist of: 1) media files featuring two television commercials for 
applicant’s “IPHONE” device and 2) pages from applicant’s website featuring information for consumers 
“to learn how to solve most common ‘IPHONE’ issues.” The examining attorney respectfully submits that 



the substitute specimens of use also do not overcome the refusal because they do not show use of the 
proposed mark in the sale or advertising of any  services identified in the Statement of Use.   

 

For example, with respect to the media files featuring the television commercials submitted as 
substitute specimens for International Class 41, the examining attorney submits that the commercials 
clearly advertise applicant’s computer hardware. Applicant argues that “upon watching these 
commercials, consumers will associate the IPHONE mark with the services advertised throughout the 
commercials.  The services include the provision of various digital media content (e.g., books, films, 
games and music) and information pertaining thereto, which consumers will conclude come from online 
computer databases.” Request for Reconsideration at 12.  The examining attorney respectfully disagrees 
because there is no association between the proposed mark and any services identified in the Statement 
of Use in the commercials.   

 

With respect to the substitute specimens of use for International Class 42, the examining attorney 
submits that they must also be refused. These substitute specimens consist of pages from applicant’s 
website providing links and information for troubleshooting issues that may arise with applicant’s own 
computer hardware.  The specimen features a title that the page has information on “how to solve most 
common ‘IPHONE’ issues.” Consumers encountering the proposed mark, through this specimen, would 
not view it as a source indicator for the identified services because there is no association between the 
proposed mark and the services identified in International Class 42 in the Statement of Use.   

 

A service-mark specimen must show the mark as actually used in the sale or advertising of the services 
recited in the application.  37 C.F.R. §2.56(b)(2).  “[B]ecause by its very nature a service mark can be 
used in a wide variety of ways, the types of specimens which may be submitted as evidence of use are 
varied.” In re Metriplex, Inc., 23 USPQ2d 1315, 1316 (TTAB 1992). Whatever type of specimen is 
submitted, it must show proper use in commerce of the mark, which may be established by (1) showing 
the mark used or displayed as a service mark in the sale of the services, which includes use in the course 
of rendering or performing the services, or (2) showing the mark used or displayed in advertising the 
services, which encompasses marketing and promotional materials. See On-Line Careline, Inc. v. Am. 
Online, Inc., 229 F.3d 1080, 1088, 56 USPQ2d 1471, 1476-77 (Fed. Cir. 2000) (indicating that an online 
menu item bearing the mark ONLINE TODAY was proper service mark use in connection with “providing 
access to online computer services offering computer-industry news, commentary and product reviews” 
because, inter alia, the “menu items are the mechanisms by which users obtained access to a particular 
online service”); In re Metriplex, Inc., 23 USPQ2d at 1316 (indicating that a specimen that does not 
explicitly refer to the services may be acceptable if it “show[s] use of the mark in the rendering, i.e., sale, 
of the services”); In re Red Robin Enters., 222 USPQ 911, 914 (TTAB 1984) (stating that “rendition” of 
services is properly viewed as an element of the “sale” of services); 37 C.F.R. §2.56(b)(2).   



 

For specimens showing the mark used in advertising the identified services, the specimen must explicitly 
reference the services to establish the requisite direct association. See In re Monograms Am., Inc., 51 
USPQ2d 1317, 1318 (TTAB 1999). While the services need not be stated word for word, a “sufficient 
reference” to the services themselves or a general reference to the trade, industry, or field of use is 
required. See id.; In re Ralph Mantia Inc., 54 USPQ2d 1284, 1286 (TTAB 2000) (reversing the specimen 
refusal since the term “design” appeared on applicant’s letterhead stationery, envelope, and business 
cards and stating “[i]t is not necessary that the specific field of design, i.e., commercial art, also appear 
[on the specimen]. Here, the word ‘design’ alone is sufficient to create in the minds of purchasers an 
association between the mark and applicant's commercial art services.”); In re Monograms Am., Inc., 51 
USPQ2d at 1318; see alsoTMEP §1301.04(h). However, if the alleged reference to the services is so 
vague that the services cannot be discerned, the specimen will not be acceptable. In re Chengdu AOBI 
Info. Tech. Co., Ltd., 111 USPQ2d 2080, 2082 (TTAB 2011); see In re Monograms Am., Inc., 51 USPQ2d at 
1318. 

Essentially, the mark must be shown “in a manner that would be perceived by potential purchasers as 
identifying the applicant's services and indicating their source.” In re DSM Pharm., Inc., 87 USPQ2d 1623, 
1624 (TTAB 2008); see In re Ancor Holdings, LLC, 79 USPQ2d 1218, 1220 (TTAB 2006) (citing In re Walker 
Research, Inc., 228 USPQ 691, 692 (TTAB 1986)). 

 

In this case, the specimens of use filed by applicant fail to show use of the proposed mark in use in 
commerce for each international class.  Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 
C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a), 1301.04(f)(ii), (g)(i).   

 

An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for 
mark in use in commerce for each international class of services identified in the statement of use.  15 
U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a).   

 

Accordingly, the request is denied. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 



If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 

 

/Linda M. Estrada/ 

Trademark Examining Attorney 

Law Office 104 

(571) 272-9298 

(571) 273-9104 Fax 

Linda.Estrada@USPTO.gov 

 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


