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Mailed: May 31, 2011

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

In re F.N.B. Corporation

Serial No. 77059129

Jennifer L. Whitelaw of Whitelaw Legal Group for F.N.B.
Corporation.

W. Wendy Jun,® Trademark Examining Attorney, Law Office 103

(Michael Hamilton, Managing Attorney) .

Before Quinn, Taylor and Lykos, Administrative Trademark
Judges.

Opinion by Taylor, Administrative Trademark Judge:

F.N.B. Corporation has filed an application to
register on the Principal Register the mark FNBSECURE (in
standard character form) for services ultimately identified
as “Banking services; financial services, namely,
electronic interactive banking services, financial
information provided by electronic means, financial

management services, financing services, internet banking

! A different examining attorney initially examined the

application.
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services, information services for all the foregoing
provided via a global computer network” in International
Class 36.° The application was filed on December 7, 2006,
based upon applicant’s bona fide intention to use the mark
in commerce. The application was published on July 22,
2008 and a notice of allowance issued on October 14, 2008.
After one extension, on June 29, 2009, applicant filed its
statement of use, accompanied by the specimen of use, i.e.,
a cover sheet for an email communication sent by applicant,

shown below.

From: “

To:

Prate: 472472009 5:34 AM

Subjeci: Fw: [MX]Lock Secure Email from: davidson@fnb-corp.com

=== Original Messag!

From: FNB g PA Snwc Ev“a-
To:
Sent: Thursaay, A 3. 2009 9:51 AM

Subjest: [MX]Lock Secure Email from: dayvidson@inb-corp com

Recipient,

Your enail is being delivered soourely via FNBsecure(TM), due to FNB Sccurity Compliance policies. The message can
be viewed by following the link below. If you have any guestions or concems b\ﬂ.{ this email please contact FND C..h
Center a1 800-355-34535.

[To respond securcly you MUST use the "REPLY" button contatned within the link below. The "REPLY" link is located '
on the bottom right of the page. Do not respond to this message directly.

View your email

If you cannot view the link properly, please copy and paste the following link into your browser:

&lse is unauthorized. If you are not the intended
message, or any aclion or omission taken by you in reliance an

I.C'g'u:'l any disclosure, copying, or dist ribusi ion of the
it, is prohibited and is unla 'ul.
Please immediately contact the sender if you have received this message in crror. FNBsecure(TM)

? Serial No. 77059129.
* Applicant claimed as its date of first use and date of first

use in commerce December 31, 2005.
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The examining attorney refused registration of
applicant’s mark under Trademark Act Sections 1 and 45, 15
U.S.C. §§ 1051 and 1127,% on the ground that the specimen
submitted by applicant does not show use of the mark in
connection with “banking services; financial services,
namely, electronic interactive banking services, financial
information provided by electronic means, financial
management services, financing services, internet banding
services, information services for all the foregoing
provided via a global computer network.” After the refusal
was made final, applicant appealed and filed a request for
reconsideration that included a substitute specimen
consisting of three emails sent to applicant, an account
report, a retirement plan account statement and a letter of
correspondence (shown below). The request for
reconsideration was denied on July 26, 2010 and this appeal
resumed on August 16, 2010. Both applicant and the
examining attorney filed appeal briefs.

Applicant’s substitute specimen:

* The examining attorney also cited 37 C.F.R. §§ 2.34(a) (1) (iv),

2.56(a) [and] TMEP §§ 904 and 904.07(a) in support of the
refusal.
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} E-mail 1 _
sent:  Tuesday, December 09, 2008 3- 1
TO: FuEsecure@fnb-corp.con; ol ]
subfeet: : Fad: Re: TAS Testing i

Attachments: TEX.htm; 0910 tas.zip

Treasury Iﬂanaﬁjement Department
First Natianal sank of Pennsylvenia
532 Main Street

Iohnstown pPa 15001

Phone: 814-532-3221
Fax: 814~532-3123

fdrde et ddedr EMBEDDED MESSAGE: *ﬁ*w#&w«#ﬂ*ww
pate: 2008/12/08 12:56:19 M
Frof; Fhiz-corp, con

TO! | fnb-corp. com
; sulajrsr:ti:1 Wiz Re: TAS Test'i_r%gb b o - i
50Tt nere are "Q ot accounts. T was working with the one that
ends 'fn- ; ;

systems Analyst ITT
Information 5%*5tams
F.N.B. Terhnoiogy Centen
matl Code - IFS

Phone 724-083-B758

Fax _ 774-883-2101
R Tnb-corp. com

> 12 /8/2008 11;0Z AM >b>

gystems Marager

F.N.B. Technalogy. Center
4140 E, State St,

Hepmitage, PA L6148
Fhb-corp, con

OTTice: 724-383-3F13

cells.

Fas; 724-983-4191

Mail code: IEFs
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Text 1
INST & 00D . . DDAM FILE DUMP
PAGE: 1 -
REPORT: ADS/0810-001 12.06.0 PREMIER SYSTEM -
. . RUN DATE: 12/08/08
SYSTEM: 12/08/08 12:48 REC-KEY: SGZIE!ME INST: 000 BR: 0022 ACCT:
MG PROCESSED THRU: 12/0B8/08

RECORD-KEY: (EEMNEME TNST: OO0 BR: 00022  ACCDUNT: mmmooccac-‘

CI5 MASTER INDEX RECORD: T

INDEX-TYPE 001 ACCOUNT-HUMREE
e - ACCOUNT=LINI 060 “
INST-NUMBE 2 PRIMARY-CWNER-CODE

001 PORTFOLTO-LINK

BRANCH-NUMBER: 00022 ClLASS-CODE:
010
CURRENT BALAMWCES: ) . . .
CURR=BALANCE 507.25 CURR-CASH-AVATl -BALANCE
507.25 CURR-ACCRUED-INTEREST .00
CURR=AVAIL~BALANCE 507.25 CURR-CHECK-AVATL-BALANCE
507,25 CURR-ACCRUED-SERV-CHRG .00
PREVIOUS BALANCES: - o
PREV-BALANCE . 408,00 PREV-CASH-AVATIL-BALANCE
498,00 PREV-ACCRUED-INTEREST .00
PREV-AVAIL~BALANCE 4898.00 PREV-CHECK-AVAIL-BALANCE
408,00 PREV-ACCRUED-SERV-CHRG g .00 ’
REPORT THIS RLUMN: .
INT-ADJUSTED-THIS-RUK . 00 YTD-FWT-ADJUSTED-THIS-RUN
.00 NSF-ITEMS-THIS-RUM ooooo
INT-EARNED=THIS-RUN .00  ¥TD-FWT=REPDRTED-THIS-RUN
.00 YTD-PASSED-FLAG . D
YTO-INT-ADJUSTED~THIS~RUN 00 YTD-SWT-ADJUSTED-THIS~-RUN
.00 MTD-PASSER-FLAG 0
l}‘*[r:;'nzl-: NT=REPORTED-THIS-RUN 00  YTD-SWT-REPORTED-THIS-RUN

REPDRT EVENT FLAGS:

D=l Qd=0 07sD 10=D 13m0 16=0 19=0 22m0 25«0 28=0 31=0 34ud 370 40=0
o Y5500 By 2370, 3320, Eg?n 20:0 23m1 260 25%0 3240 $54 0 38=0 |

= = = = r (== = "1 E=0 4 .
44=0 470 50w 53=0 SE=D 58=0 N el
0320 0680 0320 “1290 “3500 ‘T30 21x0 24=n 27-0 30-0 33=0 3620. 350 4220

45=0 48=0 51=0 54=0 57=0 G&0=0 r.:"‘-"
'FLOAT AMOUNTS: R '
(1%0 o L0 (3 . L0 (5 00 6
@) 00 (4 00 (6 .00
REGULATION CC INFORMATION: ° v '
REG=CC=-CASH-FLOAT (1D .00 REG-CC-CHECK-FLOAT (1)
00 REG-CC-DAYS=NSF (1 0oo : :
RES-CC=CASH-FLOAT (2) - - DQDD EEG— CC-CHECH-FLOAT (2

00 REG-CC-DAYS-NSF Ez

REG-CC-CASH-FLOAT (3 .00 REG-CC-CHECK-FLOAT  (3)
.00 REG-CC-DAYS-NSF 3 000 .
REG-CC~-CASH-FLOAT < .00 REG-CC-CHECK-FLOAT- . (4)
.00 REG-CC-DAYS-NSF P 000

REG-CC-CASH-FLOAT .00 REG-CC-CHECK-FLOAT  (5)
.00 REG-CC-DAYS-NSF (h‘ﬁ 000

page 1
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; E-mail 2
From:  FORCEPLACEDINSURANCE
ient: Friday, January 0o, ZDDQ 11:13 AM

e —
subject:
Attachments:

RE,

Please see attached.

FORCE PLACED INSURANCE

FNB Technology Center

Mail Cade LAC -
Telephone 7724 083 6065

nr 744 983 6117

Fax 724 983 G751

===== D0 NOT DELETE INDEXING INFORMATION BELOW THIS LINE === DRAWER:'LOAN'
FILENO: ‘AMSMSMIE®- [0CTYPE :-000 PACKAGETYPE: 2070

“‘ 12/30/2008
B.CB

dwidraekt Blanket Policy Permission e

Lende

FIRST NATIONAL BANK OF
PENNSYLVANIA

Altn:

DERE Y

We have received an msuranbe document for the following lnan which does not speciiically list the
vshicle(s) used as collateral on the loan. Insteed the polloy lists "Blanket or “Open Lot” coverags for all
insured vehicles,

Please assist us by complating the apprapriate informeticn below. In order tc asaspt this polioy as valid
coverage for the loan listed below, we must have the loan officer's written approval.

We have noted the recsipt of this poliey in our tracking system. If we do not hear from you the customer
wilil continue to receive notices requesdng a copy of their insurance,

Please creck and sign beneath your desired response at the bottom of this form and Tax il back 1o us &t
(877) 512-6572 Attn: 2070.

Loan #:

Nemo on Loz AR

Cal aieral on Loan:

Toani you, |

HUB Irdemationa] .
Fex (877) 512-6572 Atln 2070

/ Please accept 1h|s document as vaild proof of coverage even though the loan vehiele is not
listed on the policy. Bianket‘Open Lot coverage is aceeptable for this vehicle and this Joan

"for this cne palicy perind".
Authorized Signature ﬁ_m’m

Please accept this document as valld proof of coverage even though the foan vehicle is nol
fisted on the policy. BlankstfOpen Lot coverage is acceptable for this vehicle and this loan
“for the entire remaining term of {he loan",

Autherized Signeture Date

Thig document I8 net aceeptable. The loan officer will contact the custamer and request that
they resolve the blanket coverage issue.

Authorized Signature Date
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E-mail 3
sent:  Thursday, December 04, ZDDB 11:07 AM
Ta: FNBsecure@fnb-corp, com;

Subject: Fod; |

Attachments:  TEXT. tm~'“”'”“"m”“'j”'

Thanks,

Client Servaces Specialist

i
F.h.B. Wealth  Management
2 5. Market Street

P.0, Box 57

selinsgrove, PA 17870

Phone: 570-372-2135
Phone: BEG-731-3213
Fax: 570-374-5001
Emaili ;

dededr dedr e A EMBERDED MESSAGE: Fredredr e deve o e de sl
008/12/04 12:01:43 PM
e

SubjECt S
This E-mai]l was sent From
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N Retliemont Flau Account Stntonent
W 101
(X) PLAN From 1/01/08 10 11/10/08

Rocled Seaurdy Musiber u

[ixto OFBirk
X Diate OF Hire
. Dl OF Temlnagon

“Fitls siodvenent hes ner been muied,
Plearn roview your accesnd andl repen py
e 1o Me Plas Admicistrator withip M8 i,

THIS PLAN DOES NOT ALLOW IN-SERVICE OR .. e
HARDSHIP DISTRIBUTTIONS Clienge This Perind g
Ending Brlancs 0,00

Inceplion to Date Coniribulions
EE - Pra-Tax Contribution
ER - Pre-Tax Coniributlon

Vested Bnlance

Begtanin, Thuty '
i . g fhindng Canirthutions Withdreneals Peyments & Gain or Loss Ending Vested

Balanes & Forfeitures Transftir Balanee  Fercent
VANOD LIS CONS GROWTH . anr - 0,60 ol 0,00
VANGD L/S GROVTH r S F 0.00 -l 0.00 _
TANGDLS oM S ey gy o r— T
YANGD L/5 HOD GROWTH . [ " 0.00 iy .05
Tetnl Baluee A aEy 00D o T

2 et S T AR
mmut, ’ ﬁ 0.00 _ 000 LDbunss
£.00 _ 0,00 100,00%

= B e sy w3 W% o

Lo SHARBEDRICES &

] Priee For ANlccation
Tpvestont ) Shares Share Percentage

Applicant, in urging reversal of the refusal,
maintains that its mark is properly shown as a service mark
on the specimens of record and that the specimens “must be
taken together because they are a part of a single and
unitary user experience, showl[ing] both (1) the electronic

delivery of the branded services and (2) the applied for
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mark on the services.” Applicant’s br. p. 8. Applicant

particularly argues (emphasis in the original) :
..[Alt the very beginning of the delivery of the
FNBSECURE services, the customer is presented
with the applied for mark, FNBSECURE™,
including the TM designation [shown in the
original specimen]. .. A consumer sees this
communication and this brand first and is
presented then with an immediate-acting, live
and secure link. The FNBSECURE™ link delivers
the financial information of the recited
services to a customer [as shown in the
additional exhibits]. These exhibits show the
reader the specific kinds of financial
information being delivered via the necessary
introductory communication of [the original
exhibit] for the FNBSECURE™ services.”

Applicant’s br. p. 7.

The examining attorney, on the other hand, contends
that the specimens submitted by applicant do not show use
of the mark in connection with the identified services and
that the various specimens do not show that they are
connected in a way that justifies accepting them together
as one specimen.

To be an acceptable specimen of use of the mark in the
sale or advertising of the identified services, there must
be a direct association between the mark sought to be
registered and the services identified in the application,
and there must be sufficient reference to the services to

create this association. In re Monograms America Inc., 51

UsPQ2d 1317 (TTAB 1999). That is, the mark must be used in
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such a manner that it readily would be perceived as
identifying the source of such services. In re Advertising
& Marketing Development, Inc., 821 F.2d 614, 2 USPQ2d 2010
(Fed. Cir. 1987); 1In re Adair, 45 USPQ2d 1211 (TTAB 1997).
A specimen that shows only the mark, with no reference to
the services, does not show service mark usage. See In re
Adair, supra (tags affixed to decorated Christmas trees
that bear the mark TREE ARTS CO. and design and the
applicant’s location, but make no reference to the
services, fail to show use for “design services in the
nature of designing handcrafted, permanently decorated
Christmas and designer trees”); and In re Johnson Controls,
Inc., 33 USPQ2d 1318 (TTAB 1994) (labels affixed to
packaging of valves do not show use of mark for custom
manufacturing of valves).

In the initial specimen, i.e., the email cover sheet,
submitted by applicant on June 29, 2009, the mark appears
in the specimen as follows: “Your email is being delivered
securely via FNBsecure (TM), due to FNB Security Compliance
polices.” and “Please immediately contact the sender if you
have received this message in error. FNBsecure (TM) .”

While the additional word “via” may call to mind some type
of email transmission service, as pointed out by the

examining attorney, there is no reference whatsoever to

10
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applicant’s banking and financial services. None of the
additional wording creates a direct association with
applicant’s mark such that consumers of applicant’s
services, when viewing the original email specimen, would
relate the applied-for mark FNBSECURE to applicant’s
“banking services; financial services, namely, electronic
interactive banking services, financial information
provided by electronic means, financial management
services, financing services, internet banding services,
information services for all the foregoing provided wvia a
global computer network.”

As such, we find that applicant’s original specimen
does not show use of its applied-for mark in connection
with the identified services.

Notably, applicant never asserts in its brief that its
original specimen references its identified banking or
financial services. Rather, as noted earlier, applicant
contends that when that specimen is considered in
conjunction with the additional specimens, submitted with
its Request for Reconsideration on July 15, 2010, its
specimens show proper service mark usage.

Turning then to a consideration of the additional
specimens, we likewise find that they do not show the

required direct association between applicant’s FNBSECURE

11
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mark and the identified banking and financial services. As
previously indicated, the additional specimens consist of
various documents in the nature of additional emails, an
account report, a retirement plan account statement and a
letter of correspondence. Of these documents, only the
additional emails reference the mark at all, but the mark
is imbedded in an email address which in its entirety reads
“FNBsecure@fnb-corp.com.” Thus, consumers viewing
FNBSECURE in this context are likely to view it as merely
part of a website address rather than as identifying the
source of applicant’s services. See e.g., In re Roberts,
87 USPQ2d 1474 (TTAB 2008) (The proposed service mark
“irestmycase,” as used on the specimens which show the
terms “www.irestmycase.com” and “vicki@restmycase.com,”
fail to distinguish or indicate the source of applicant’s
professional legal services.). Moreover, even if the
proposed mark FNBSECURE was somehow perceived as a service
mark in these emails, the emails do not in any manner
reference applicant’s banking and financial services and,
consequently, the required direct association between the
proposed mark FNBSECURE and the identified services is
absent. The remaining specimens (i.e., the account report,
the retirement plan account statement and the letter),

although containing banking and/or financial information,

12
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fail to reference applicant’s proposed mark, or even
applicant, in any way.

We now address applicant’s argument that all of the
specimens should be considered together, as they are “part
of a single and unitary user experience,” and when so
considered, applicant’s mark is properly shown as a service
mark on the specimens of record. While the Board may view
separate specimens together if it appears they are related
or connected (e.g., screenshots of different web pages of a
single website, copies of different pages of a single
brochure), we find no basis in this record to link the
different specimens. Although the original email specimen
displays the mark with a “TM” symbol and appears to provide
a link that delivers certain information, and some of the

> there

additional specimens contain financial information,
is nothing on the face of the specimens that tie them
together. Indeed, applicant’s original specimen appears to
have been transmitted on April 23, 2009, and the additional
specimens containing financial information were all

generated in 2008 (the account report generated on December

8, 2008, the letter dated December 20, 2008 and the

> Because the additional emails do not reference applicant’s

identified services, they suffer from the same shortcoming as the
original specimen.

13
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retirement account statement covering “1/01/08 to
11/10/08”), but include no transmission information. Thus,
we cannot link the specimens by transmission time. Nor is
there anything else on the face of the specimens to link
them. The documents simply do not support applicant’s
contention that they should be considered together.®

Moreover, even 1f we were to consider all of the
specimens together, the refusal would not be overcome. As
discussed, the original specimen does not show use of
FNBSECURE with the identified services. 1In addition,
because the account report, the retirement plan account
statement and the letter make no reference whatsoever to
the applied-for mark, or even to applicant for that matter,
we cannot attribute those documents to applicant. Last,
the additional emails neither include the applied-for mark
or any reference to the identified services.

In conclusion, the specimens do not present

applicant’s proposed mark in a manner that would be

® To the extent that applicant seeks to bolster its position by

arguing that the Office has accepted multi-part specimens in the
past and that the public should be able to rely on prior actions
by the Office in similar situations, such argument is
unpersuasive. As acknowledged by applicant, each case must be
considered on its own merits based on evidence of record at the

time registration is sought. See In re Nett Designs Inc., 236
F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001); and In re Scholastic
Testing Service, Inc., 196 USPQ 517 (TTAB 1977). As just

discussed, the specimens in this case do not warrant that type of
consideration.

14
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perceived by potential consumers as identifying applicant’s

banking and financial services and indicating their source.

Decision: The refusal to register is affirmed.

15



