
 
 
 
      Mailed:  May 31, 2011 
             

UNITED STATES PATENT AND TRADEMARK OFFICE 
________ 

 
Trademark Trial and Appeal Board 

________ 
 

In re F.N.B. Corporation 
________ 

 
Serial No. 77059129 

_______ 
 

Jennifer L. Whitelaw of Whitelaw Legal Group for F.N.B. 
Corporation. 
 
W. Wendy Jun,1 Trademark Examining Attorney, Law Office 103 
(Michael Hamilton, Managing Attorney). 

_______ 
 

Before Quinn, Taylor and Lykos, Administrative Trademark 
Judges. 
 
Opinion by Taylor, Administrative Trademark Judge: 
 
 F.N.B. Corporation has filed an application to 

register on the Principal Register the mark FNBSECURE (in 

standard character form) for services ultimately identified 

as “Banking services; financial services, namely, 

electronic interactive banking services, financial 

information provided by electronic means, financial 

management services, financing services, internet banking 

                     
1  A different examining attorney initially examined the 
application. 
 

THIS OPINION IS NOT A 
PRECEDENT OF 

THE TTAB 
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services, information services for all the foregoing 

provided via a global computer network” in International 

Class 36.2  The application was filed on December 7, 2006, 

based upon applicant’s bona fide intention to use the mark 

in commerce.  The application was published on July 22, 

2008 and a notice of allowance issued on October 14, 2008.  

After one extension, on June 29, 2009, applicant filed its 

statement of use, accompanied by the specimen of use, i.e.,  

a cover sheet for an email communication sent by applicant, 

shown below.3 

 

                     
2  Serial No. 77059129. 
3  Applicant claimed as its date of first use and date of first 
use in commerce December 31, 2005. 
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 The examining attorney refused registration of 

applicant’s mark under Trademark Act Sections 1 and 45, 15 

U.S.C. §§ 1051 and 1127,4 on the ground that the specimen 

submitted by applicant does not show use of the mark in 

connection with “banking services; financial services, 

namely, electronic interactive banking services, financial 

information provided by electronic means, financial 

management services, financing services, internet banding 

services, information services for all the foregoing 

provided via a global computer network.”  After the refusal 

was made final, applicant appealed and filed a request for 

reconsideration that included a substitute specimen 

consisting of three emails sent to applicant, an account 

report, a retirement plan account statement and a letter of 

correspondence (shown below).  The request for 

reconsideration was denied on July 26, 2010 and this appeal 

resumed on August 16, 2010.  Both applicant and the 

examining attorney filed appeal briefs. 

 Applicant’s substitute specimen: 

  

    

                     
4  The examining attorney also cited 37 C.F.R. §§ 2.34(a)(1)(iv), 
2.56(a) [and] TMEP §§ 904 and 904.07(a) in support of the 
refusal. 
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 Applicant, in urging reversal of the refusal, 

maintains that its mark is properly shown as a service mark 

on the specimens of record and that the specimens “must be 

taken together because they are a part of a single and 

unitary user experience, show[ing] both (1) the electronic 

delivery of the branded services and (2) the applied for 
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mark on the services.”  Applicant’s br. p. 8.  Applicant 

particularly argues (emphasis in the original): 

…[A]t the very beginning of the delivery of the 
FNBSECURE services, the customer is presented 
with the applied for mark, FNBSECURETM, 
including the TM designation [shown in the 
original specimen]. … A consumer sees this 
communication and this brand first and is 
presented then with an immediate-acting, live 
and secure link.  The FNBSECURETM link delivers 
the financial information of the recited 
services to a customer [as shown in the 
additional exhibits].  These exhibits show the 
reader the specific kinds of financial 
information being delivered via the necessary 
introductory communication of [the original 
exhibit] for the FNBSECURETM services.” 

 
Applicant’s br. p. 7. 

 The examining attorney, on the other hand, contends 

that the specimens submitted by applicant do not show use 

of the mark in connection with the identified services and 

that the various specimens do not show that they are 

connected in a way that justifies accepting them together 

as one specimen. 

 To be an acceptable specimen of use of the mark in the 

sale or advertising of the identified services, there must 

be a direct association between the mark sought to be 

registered and the services identified in the application, 

and there must be sufficient reference to the services to 

create this association.  In re Monograms America Inc., 51 

USPQ2d 1317 (TTAB 1999).  That is, the mark must be used in 
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such a manner that it readily would be perceived as 

identifying the source of such services.  In re Advertising 

& Marketing Development, Inc., 821 F.2d 614, 2 USPQ2d 2010 

(Fed. Cir. 1987);  In re Adair, 45 USPQ2d 1211 (TTAB 1997).  

A specimen that shows only the mark, with no reference to 

the services, does not show service mark usage.  See In re 

Adair, supra (tags affixed to decorated Christmas trees 

that bear the mark TREE ARTS CO. and design and the 

applicant’s location, but make no reference to the 

services, fail to show use for “design services in the 

nature of designing handcrafted, permanently decorated 

Christmas and designer trees”); and In re Johnson Controls, 

Inc., 33 USPQ2d 1318 (TTAB 1994)(labels affixed to 

packaging of valves do not show use of mark for custom 

manufacturing of valves). 

 In the initial specimen, i.e., the email cover sheet, 

submitted by applicant on June 29, 2009, the mark appears 

in the specimen as follows:  “Your email is being delivered 

securely via FNBsecure(TM), due to FNB Security Compliance 

polices.” and “Please immediately contact the sender if you 

have received this message in error.  FNBsecure(TM).”  

While the additional word “via” may call to mind some type 

of email transmission service, as pointed out by the 

examining attorney, there is no reference whatsoever to 
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applicant’s banking and financial services.  None of the 

additional wording creates a direct association with 

applicant’s mark such that consumers of applicant’s 

services, when viewing the original email specimen, would 

relate the applied-for mark FNBSECURE to applicant’s 

“banking services; financial services, namely, electronic 

interactive banking services, financial information 

provided by electronic means, financial management 

services, financing services, internet banding services, 

information services for all the foregoing provided via a 

global computer network.”   

As such, we find that applicant’s original specimen 

does not show use of its applied-for mark in connection 

with the identified services. 

Notably, applicant never asserts in its brief that its 

original specimen references its identified banking or 

financial services.  Rather, as noted earlier, applicant 

contends that when that specimen is considered in 

conjunction with the additional specimens, submitted with 

its Request for Reconsideration on July 15, 2010, its 

specimens show proper service mark usage. 

Turning then to a consideration of the additional 

specimens, we likewise find that they do not show the 

required direct association between applicant’s FNBSECURE 
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mark and the identified banking and financial services.  As 

previously indicated, the additional specimens consist of 

various documents in the nature of additional emails, an 

account report, a retirement plan account statement and a 

letter of correspondence.  Of these documents, only the 

additional emails reference the mark at all, but the mark 

is imbedded in an email address which in its entirety reads 

“FNBsecure@fnb-corp.com.”  Thus, consumers viewing 

FNBSECURE in this context are likely to view it as merely 

part of a website address rather than as identifying the 

source of applicant’s services.  See e.g., In re Roberts, 

87 USPQ2d 1474 (TTAB 2008) (The proposed service mark 

“irestmycase,” as used on the specimens which show the 

terms “www.irestmycase.com” and “vicki@restmycase.com,” 

fail to distinguish or indicate the source of applicant’s 

professional legal services.).  Moreover, even if the 

proposed mark FNBSECURE was somehow perceived as a service 

mark in these emails, the emails do not in any manner 

reference applicant’s banking and financial services and, 

consequently, the required direct association between the 

proposed mark FNBSECURE and the identified services is 

absent.  The remaining specimens (i.e., the account report, 

the retirement plan account statement and the letter), 

although containing banking and/or financial information, 
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fail to reference applicant’s proposed mark, or even 

applicant, in any way. 

We now address applicant’s argument that all of the 

specimens should be considered together, as they are “part 

of a single and unitary user experience,” and when so 

considered, applicant’s mark is properly shown as a service 

mark on the specimens of record.  While the Board may view 

separate specimens together if it appears they are related 

or connected (e.g., screenshots of different web pages of a 

single website, copies of different pages of a single 

brochure), we find no basis in this record to link the 

different specimens.  Although the original email specimen 

displays the mark with a “TM” symbol and appears to provide 

a link that delivers certain information, and some of the 

additional specimens contain financial information,5 there 

is nothing on the face of the specimens that tie them 

together.  Indeed, applicant’s original specimen appears to 

have been transmitted on April 23, 2009, and the additional 

specimens containing financial information were all 

generated in 2008 (the account report generated on December 

8, 2008, the letter dated December 20, 2008 and the 

                     
5  Because the additional emails do not reference applicant’s 
identified services, they suffer from the same shortcoming as the 
original specimen. 
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retirement account statement covering “1/01/08 to 

11/10/08”), but include no transmission information.  Thus, 

we cannot link the specimens by transmission time.  Nor is 

there anything else on the face of the specimens to link 

them.  The documents simply do not support applicant’s 

contention that they should be considered together.6   

Moreover, even if we were to consider all of the 

specimens together, the refusal would not be overcome.  As 

discussed, the original specimen does not show use of 

FNBSECURE with the identified services.  In addition, 

because the account report, the retirement plan account 

statement and the letter make no reference whatsoever to 

the applied-for mark, or even to applicant for that matter, 

we cannot attribute those documents to applicant.  Last, 

the additional emails neither include the applied-for mark 

or any reference to the identified services. 

In conclusion, the specimens do not present 

applicant’s proposed mark in a manner that would be 

                     
6  To the extent that applicant seeks to bolster its position by 
arguing that the Office has accepted multi-part specimens in the 
past and that the public should be able to rely on prior actions 
by the Office in similar situations, such argument is 
unpersuasive.  As acknowledged by applicant, each case must be 
considered on its own merits based on evidence of record at the 
time registration is sought.  See In re Nett Designs Inc., 236 
F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001); and In re Scholastic 
Testing Service, Inc., 196 USPQ 517 (TTAB 1977).  As just 
discussed, the specimens in this case do not warrant that type of 
consideration. 
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perceived by potential consumers as identifying applicant’s 

banking and financial services and indicating their source.   

 

Decision:  The refusal to register is affirmed.  


