
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  76713315
 
MARK: 401 K ADVISORS
 

 
        

*76713315*
CORRESPONDENT ADDRESS:
       RICHARD D HARRIS
       GREENBERG TRAURIG LLP
       77 W WACKER DR STE 3100
       CHICAGO, IL 60601-4904
       

 
CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 
APPLICANT: 401(k) Advisors, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :
  
       110744.01410
CORRESPONDENT E-MAIL ADDRESS: 
       

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE:
 
 
THIS IS A FINAL ACTION.
 
 
 
 
 
The trademark examining attorney issued a final Office action on 3/6/14.  On 9/8/14, applicant responded
by filing a notice of appeal to the Trademark Trial and Appeal Board and a request for reconsideration of
the final.  The Board then suspended the appeal and remanded the application to the trademark examining
attorney for consideration of the request. 
 
The request presents new evidence regarding the Identification of Services that must be addressed.  See
TMEP §715.04(b). Therefore, this new final Office action is being issued to address the new evidence.
This new final Office action supersedes the previously-issued final Office action.
 
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp


For the reasons set forth below, the refusal under Trademark Act Section 2(d) is now made FINAL with
respect to U.S. Registration No(s). 2593209.  See 15 U.S.C. §1052(d); 37 C.F.R. §2.64(a).
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  A determination of
likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In re
E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination.
  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir.
2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471, 1474
(Fed. Cir. 2000)).  Not all the du Pont factors, however, are necessarily relevant or of equal weight, and
any one of the factors may control in a given case, depending upon the evidence of record.  Citigroup Inc.
v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic Distilling Co., 315
F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476
F.2d at 1361-62, 177 USPQ at 567.
 
In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of
the services, and similarity of the trade channels of the services.  See In re Viterra Inc., 671 F.3d 1358,
1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc. , 59 USPQ2d 1593,
1595-96 (TTAB 1999); TMEP §§1207.01 et seq.
 
The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265,
62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6
USPQ2d 1025, 1026 (Fed. Cir. 1988).
 
Comparison of the Marks
 
The application is for the stylized wording 401 K ADVISORS with a star and two lines inside a square.
The applicant has disclaimed the wording.
 
The cited mark is the typed drawing 401(K) ADVISOR on the Supplemental Register.
 
The word portions of the marks are nearly identical in appearance, sound, connotation, and commercial
impression. Therefore, the addition of a design element does not obviate the similarity of the marks in this
case.  See In re Shell Oil Co., 992 F.2d 1204, 1206, 26 USPQ2d 1687, 1688 (Fed. Cir. 1993); TMEP
§1207.01(c)(ii).
 
The applicant’s disclaimer does not obviate the refusal. Marks must be considered in their entireties.
Therefore, a disclaimer does not remove the disclaimed portion from the mark for the purposes of
comparing marks in a likelihood of confusion determination.  Midwestern Pet Foods, Inc. v. Societe des
Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012); In re Iolo Techs.,
LLC, 95 USPQ2d 1498, 1499 (TTAB 2010).  The public is generally not aware of disclaimers in
trademark applications and registrations that reside only in the USPTO’s records.   See In re Nat’l Data
Corp., 753 F.2d 1056, 1059, 224 USPQ 749, 751 (Fed. Cir. 1985).
 



 
For a composite mark containing both words and a design, the word portion may be more likely to be
impressed upon a purchaser’s memory and to be used when requesting the goods and/or services.   Joel
Gott Wines, LLC v. Rehoboth Von Gott, Inc., 107 USPQ2d 1424, 1431 (TTAB 2013) (citing In re Dakin’s
Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999)); TMEP §1207.01(c)(ii); see In re Viterra Inc.,
671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012) (citing CBS Inc. v. Morrow, 708 F.
2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)).  Thus, although such marks must be compared in
their entireties, the word portion is often considered the dominant feature and is accorded greater weight in
determining whether marks are confusingly similar, even where the word portion has been disclaimed.
[emphasis added]  In re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at 1911 (Fed. Cir. 2012) (citing Giant
Food, Inc. v. Nation’s Foodservice, Inc. , 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir.
1983)). 
 
Furthermore, the cited registration is a typed drawing. A mark in typed or standard characters may be
displayed in any lettering style; the rights reside in the wording or other literal element and not in any
particular display or rendition.  See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905, 1909
(Fed. Cir. 2012); In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257, 1260 (Fed. Cir. 2010);
37 C.F.R. §2.52(a); TMEP §1207.01(c)(iii).  Thus, a mark presented in stylized characters and/or with a
design element generally will not avoid likelihood of confusion with a mark in typed or standard
characters because the marks could be presented in the same manner of display.  See, e.g., In re Viterra
Inc., 671 F.3d at 1363, 101 USPQ2d at 1909; Squirtco v. Tomy Corp., 697 F.2d 1038, 1041, 216 USPQ
937, 939 (Fed. Cir. 1983) (stating that “the argument concerning a difference in type style is not viable
where one party asserts rights in no particular display”).
 
Although the cited registration contains parentheses and the applied-for mark does not, the TTAB has
previously found that the presence of parentheses “does little to distinguish the marks.” See United States
Postal Service v. RPost International Ltd., Serial Nos. 76437188 & 764386606, Registration Nos.
2928365 & 2867278 (June 17, 2013).
 
In addition, the pluralization of the applied-for mark is not relevant. An applied-for mark that is the
singular or plural form of a registered mark is essentially identical in sound, appearance, meaning, and
commercial impression, and thus the marks are confusingly similar.  Weider Publ’ns , LLC v. D & D
Beauty Care Co., 109 USPQ2d 1347, 1355 (TTAB 2014) (finding the singular and plural forms of
SHAPE to be essentially the same mark) (citing Wilson v. Delaunay, 245 F.2d 877, 878, 114 USPQ 339,
341 (C.C.P.A. 1957) (finding no material difference between the singular and plural forms of ZOMBIE
such that the marks were considered the same mark); In re Pix of Am., Inc., 225 USPQ 691, 692 (TTAB
1985) (noting that the pluralization of NEWPORT is “almost totally insignificant” in terms of likelihood
of confusion among purchasers); In re Sarjanian, 136 USPQ 307, 308 (TTAB 1962) (finding no material
difference between the singular and plural forms of RED DEVIL).
 
In a recent analogous decision, the TTAB found the disclaimed wording ZERO EMISSIONS with an
inherently distinctive design to be confusingly similar to ZEROEMISSIONS on the Supplemental
Register. See In re Zero Emissions Leasing LLC, Serial No. 77427844 (Nov. 29, 2013). The applicant’s
arguments are incongruous with this opinion.
 
Accordingly, the marks are confusingly similar.
 
Comparison of the Services
 
The application is for the following services:



 
            Class 35

Business consultation services for financial organizations in the fields of business portfolio
management, analyzing and compiling data for measuring the performance of mutual funds

 
            Class 36

Consulting services for employee benefits concerning retirement plans; financial advisory services
in the field of retirement planning; advisory services in the field of mutual funds and separate
retirement account management; and financial due diligence services for investment products and
managers

 
The cited registration is for “financial services, namely, investment management, investment consultation
and advice in the field of mutual funds” in Class 36.
 
The evidence of record consists of third parties who offer services like the applicant as well as “financial
services, namely, investment management, investment consultation and advice in the field of mutual
funds” like the registrant.  
 
This evidence establishes that the same entity commonly provides the relevant services and markets the
services under the same mark and that the relevant goods and/or services are sold or provided through the
same trade channels and used by the same classes of consumers in the same fields of use. In addition, the
services are similar or complementary in terms of purpose or function. Therefore, applicant’s and
registrant’s services are considered related for likelihood of confusion purposes.   See, e.g., In re Davey
Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d
1266, 1268-69, 1271-72 (TTAB 2009).
 
Evidence obtained from the Internet may be used to support a determination under Trademark Act Section
2(d) that goods and/or services are related.  See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d 1366,
1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).
 
Absent restrictions in an application and/or registration, the identified goods and/or services are
“presumed to travel in the same channels of trade to the same class of purchasers.”   In re Viterra Inc., 671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard
Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Additionally, unrestricted
and broad identifications are presumed to encompass all goods and/or services of the type described.  See
In re Jump Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In re Elbaum, 211 USPQ 639,
640 (TTAB 1981)); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992). 
 
The applicant’s discussion of Unitek Solvent Servs., Inc. v. Chrysler Group, LLC, No. 1:12-cv-00704,
2013 WL 5503087 (D. Ha. Sept. 30, 2013) is not probative because it concerns a motion for preliminary
injunction and the registrability of the marks is not at issue. The case is distinguishable because the court
did not acknowledge that standard character marks and typed drawings may be displayed in a manner
identical to the cited registration and that the identifications in applications and registrations are presumed
to encompass all goods and/or services of the type described. Furthermore, the goods (engines and
automobiles versus diesel fuel) were not as closely related as the financial advisory services in the present
matter.
 
The applicant’s comparison to In re Electrolyte Laboratories, Inc, 16 USPQ 2d 1239 (1990) is not
analogous because the registration for K+EFF contained wording not found in the applied-for mark K+.



 
The Court of Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have recognized
that marks deemed “weak” or merely descriptive are still entitled to protection against the registration by
a subsequent user of a similar mark for closely related goods and/or services.  In re Colonial Stores, Inc.,
216 USPQ 793, 795 (TTAB 1982); TMEP §1207.01(b)(ix); see King Candy Co. v. Eunice King’s
Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ 108, 109 (C.C.P.A. 1974). This protection extends to
marks registered on the Supplemental Register.  TMEP §1207.01(b)(ix); see, e.g., In re Clorox Co., 578
F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ 188 (TTAB
1975).
 
The Supplemental Register would be meaningless if applicants could simply disclaim cited registrations.
Although registration on the Supplemental Register does not afford all the benefits of registration on the
Principal Register, it does provide the following:
                               

The registrant may use the registration symbol ®;
The registration is protected against registration of a confusingly similar mark under Trademark Act
Section 2(d);
The registrant may bring suit for infringement in federal court; and
The registration may serve as the basis for a filing in a foreign country under the Paris Convention
and other international agreements.

 
See 15 U.S.C. §§1052(d), 1091, 1094; TMEP §815.
 
Accordingly, the refusal to register under Section 2(d) of the Lanham Act is final.
 
RESPONSE GUIDELINES
 
Applicant must respond to all refusal(s) and/or requirement(s) set forth above within six months of the
date of issuance of this Office action.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a).  A response
to this Office action should be filed with the trademark examining attorney, and not with the Board. 
Applicant should not respond by filing another appeal.  TMEP §715.04(b).  The appeal will remain
suspended while the application is on remand.  TMEP §715.04.  If applicant’s response does not resolve
all issues, the Board will be notified to resume the appeal.  Id.
 
 

/Samuel R. Paquin/
Trademark Examining Attorney
Law Office 101
(571) 272-2514
samuel.paquin@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov


 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
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