TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of United States Trademark Applications:

Applicant: Sundial Brands, LLC

Serial No.: 76/712694

Filed: October 22, 2012

Mark: SUNDIAL CREATIONS & Design
Applicant: Sundial Brands, LLC

Serial No.: 76/712693

Filed: October 22, 2012

Mark: SUNDIAL BRANDS & Design
Applicant: Sundial Brands, LLC

Serial No.: 76/712691

Filed: October 22, 2012

Mark: SUNDIAL & Design

Pure & Natural Company,
Opposer

VS.

Opposition No.

Sundial Brands, LLC,
Applicant
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SUNDIAL & DESIGN (SN. 76/712691); SUNDIAL CREATIONS & DESIGN (SN. 76/712694);
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United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

COMBINED NOTICE OF OPPOSITION

Sir:

Pure & Natural Company (hereafter “Pure & Natural”), of 7201 E. Henkel Way,
Scottsdale, AZ 85255, believes that it will be damaged by registration of the marks shown
in the above-referenced applications, which were published in the Official Gazette of
December 23, 2014, and hereby opposes issuance of the registrations.

As grounds for opposition, Opposer alleges as follows:

1. Opposer and/or its predecessor and related companies have used the
trademark DIAL in Commerce since at least as early as 1947 in association with body
soaps, bath soaps, skin care products and related goods (“Opposer’s Goods”).

2. Since at least as early as November 10, 1947, Opposer and/or its predecessor
and related companies have engaged in the manufacture and distribution of bath soaps,
body soaps, body wash, skin care products and related products in Commerce in
conjunction with the DIAL trademark, and the DIAL trademark has been in continuous use
by Opposer and/or its predecessor and related companies since that time.

3. Since 1947, Pure & Natural’s DIAL trademark has been used in connection with
hundreds of products, both as product names and on product packaging as a house mark.

Products bearing the DIAL mark are sold throughout the United States in a wide variety of
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outlets, including grocery stores, drug stores, and major retailers. Since beginning with
bath and bar soaps in 1947, the DIAL brand has grown to encompass liquid hand soap,
body washes, personal care products and other related products. As a result of Pure &
Natural’s extensive use and promotion of the DIAL mark, the DIAL mark has become
famous.

4. Opposer is the owner of 23 United States Trademark Registrations and two
pending applications for the DIAL mark. Specifically, Opposer owns the following

registrations and allowed application:

REG. NO. MARK FILING DATE GOODS FIRST
DATE ISSUED USE
DATE
0549768 March Oct. 23, | Bath and toilet Nov. 10,
: 23,1948 | 1951 soap in IC 003 1947
’
0690673 Dial March Dec. 29, | Bath and toilet Nov. 10,
30,1950 | 1959 soap in IC 003 1947
0731288 Dial July 27, May 8, Germicidal Liquid | October
1961 1962 Soap in IC 003 31,1953
0834877 Dial July 13, Sept. 5, | Personal June 7,
1966 1967 deodorants and 1966
anti-
perspirants in IC
003
1668184 Aren’t You Glad You Use Dial? | Jan. 31, Dec. 17, | Bath and toilet Dec. 31,
1991 1991 soap in IC 003 1953
1919168 June 27, Sept. Personal care Dec. 1,
1994 19, 1995 | products, namely | 1993
bath and toilet
soap, liquid soap,
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deodorant soap,
shower and bath
gel, all the
foregoing with
and without
moisturizing
propertiesin IC
003

2067901

Dial

1995

Oct. 16,

June 3,
1997

All purpose
cleaning
preparations in IC
003; All purpose
cleaning
preparations with
disinfecting and
deodorizing
propertiesin IC
005

Feb. 1,
1996

2242161

Diu

1998

Feb. 17,

April 27,
1999

Cosmetic and
toiletry
preparations,
namely, bath and
toilet soap in bar,
liquid wash
forms, skin
cleansers, bath
and shower gels,
body wash, all
the foregoing
with and without
moisturizing
properties, and
instant hand
cleanserin IC
003; instant hand
sanitizing
preparation with
antibacterial
propertiesin IC
005

March 1,
1998

2260711

Dial

1998

Feb. 27,

July 13,
1999

Instant hand
sanitizing
preparation with
antibacterial
propertiesin IC

Feb. 17,
1998
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003

2267264

July 21,
1998

Aug. 3,
1999

Personal care
products, namely,
bath and toilet
soap in bar,
liquid, wash,
laundry
detergentsin IC
003; Air
fresheners in IC
005

March 1,
1997

3488550

Dial

March 5,
2008

Aug. 19,
2008

Hair shampoo,
hair conditioners,
body wash in IC
003

Jan. 31,
1987

2494819

FRAFCIMINDHAL SERJET

May 17,
1999

Oct. 1,
2001

Personal care
products, namely,
skin and body
care products in
the nature of
bath and toilet
soap in liquid
form with
moisturizing
propertiesin IC
003

Sept. 31,
1999

2362036

Dial Antibacterial

June 14,
1999

June 27,
2000

Bath soap in IC
003; Instant hand
sanitizing
preparation with
antibacterial
properties in IC
005

March 1,
1998

2521684

l"\\ :
DIAL] Ameni ly

v/ Gollection

Oct. 26,
1999

Dec. 25,
2001

Personal care
products, namely
toilet soap, hand
and body lotion,
moisturizing
lotion, hair care
products, namely
hair shampoo,
hair conditioner
in 1C 003

Oct. 31,
1999

2506978

Dial Complete

Feb. 20,
2001

Nov. 13,
2001

Anti-bacterial
soap in IC 003

Jan. 22,
2001
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3794411

Dial Nutriskin with Fruit Qil

Feb. 19,
2009

May 25,
2010

Bar Soap, bath
soaps, body

washes, liquid
soap in IC 003

Dec. 29,
2009

3857983

July 28,
2009

Oct. 5,
2010

Bath soaps, body
washes, hair
shampoo, liquid
soapsin iC 003

Dec. 21,
2009

4007067

Dial Nutriskin

July 20,
2009

Aug. 2,
2011

Bar soap, bath
soaps, body
washes, hand
soaps, liquid
soaps, skin
lotions, soaps for
personal use in IC
003

Jan. 12,
2010

3187473

DIAL)PROFESSIONAL SERIES

June 20,
2006

Dec. 19,
2006

Personal care
products, namely,
liquid soap; body
wash; foaming
face, body, and
hand soap; hand,
facial and body
lotion;
antiperspirants;
deodorants for
personal use; hair
shampoo and hair
conditioner in

IC 003.
Antibacterial and
anti-microbial
soap;
antibacterial
alcohol skin
sanitizer gels,
lotions, and
creams for the
hands; anti-
microbial

May 15,
2005
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handwash;
disinfecting
handwash in IC
005

4046669 Dial Sept. 13, | Oct. 25, | Body lotions, Dec. 14,
2010 2011 facial lotion, hand | 2010
lotions, skin
lotions in IC 003

4012687 Dial April 7, Aug. 16, | Dispensers for Oct. 1,
2011 2011 liquid soap, soap | 1997
dispensers in IC
021

4451540 July 17, Dec. 17, | Bar soap, bath April 12,
;- 2013 2013 soaps, body 2004
lotions, body
wash, liquid
soaps, waterless
soap in IC 003

4679568 July 17, Jan. 27, | Body wash, liquid | Dec. 29,
2013 2015 soaps in IC 003 2013
Appl. Serial July 18, Allowed | Bar soap, bath
No. 2013 Dec. 3, soaps, body
86013657 2013 lotions, body
wash, liquid
soaps, waterless
soap in IC 003

A copy of the TSDR database records for the above Registrations, as well as the

Assignment records where appropriate, are attached hereto as Exhibits A — X.
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5. All of the above Registrations are valid. In addition, Registration Numbers
0549768, 0690673, 0731288, 0834877, 1668184, 1919168, 2067901, 2242161, 2260711,
2267264, 2494819, 2362036, 2521684, 2506978, 3488550, and 3187473 are
incontestable.

6. Opposer has invested considerable effort and resources in advertising and
promoting its trademark DIAL and the goods sold under the mark, with the result that the
relevant purchasing public has come to know, rely upon, and recognize the goods of
Opposer by that mark. Opposer has established valuable goodwill in its trademark DIAL
and the mark has become well known and famous to the relevant purchasing public.

7. Upon information and belief, Applicant is a New York limited liability
corporation, with an address of 11 Ranick Drive South, Amnityville, NY 11701.

8. On October 22, 2012, Applicant filed Application Serial No. 76/712694 for the
mark SUNDIAL CREATIONS & DESIGN under Section 1(b), Application Serial No.
76/712693 for the mark SUNDIAL BRANDS & DESIGN under Section 1(a), and Application
Serial No. 76/712691 for the mark SUNDIAL & DESIGN under Section 1(a) (the “SUNDIAL
Marks”), all three for “Skin soaps, skin lotions, skin creams, body washes, facial washes,
body mists, shampoos, conditioners, hair rinses, after-shaves, bath gels, shower gels, hair
sprays, hair gels, lip-balms, skin scrubs, skin toners, skin cleaners, skin peels, make up and
make up remover” in International Class 003 (“Applicant’s Goods”). Applicant claims a
first use date of January 1, 1993 for Application Serial No. 76/712691 and a first use date

of January 1, 2011 for Application Serial No. 76/712693.
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9. Application Serial Nos. 76/712694, 76/712693, and 76/712691 were published
for opposition in the USPTO Official Gazette of December 23, 2014. Opposer filed for and
received extensions of time to file a Notice of Opposition until April 22, 2015 for each of
the applications. This Combined Notice of Opposition is thus timely.

10. The SUNDIAL marks all share the prominent word “Sundial” and the three
applications all cover the same goods. As a result, the same issues are raised by each
application and Opposer’s claims against each of the opposed applications involve
common questions of law and fact. Accordingly, this combined opposition is appropriate.

11. There is no issue as to priority. Opposer has priority based on its use and
registration of the mark DIAL in the United States. Opposer and its predecessors in
interest and/or related companies used and registered the DIAL trademark and the mark
became famous before the Applicant’s application date for Application Serial No.
76/712694, and before the first use dates claimed in Application Serial Nos. 76/712693

and 76/712691.

Count | - Likelihood of Confusion
12. Applicant’s proposed SUNDIAL Marks are all visually and phonetically highly
similar to Opposer’s mark DIAL, and Applicant’s SUNDIAL Marks create a commercial
impression which is virtually identical to that of Opposer’s mark.
13. The goods identified in the applications for the SUNDIAL Marks are identical

to and highly similar to the goods with which Opposer’s mark DIAL is used and for which it
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is registered, and Applicant’s Goods may be offered for sale to the same customers and
through the same channels of trade.

14. Applicant’s proposed SUNDIAL Marks so resemble Opposer’s trademark DIAL
as to be likely, when applied to Applicant’s Goods, to cause confusion or to cause mistake
or to deceive within the meaning of 15 U.S.C. §1052(d), in view of Opposer’s prior use,
ownership and registration of its trademark DIAL.

15. Registration should therefore be refused under 15 U.S.C. §1052(d).

16. Registration of Applicant’s proposed marks on the Principal Register would be
inconsistent with Opposer’s rights under the aforementioned Registrations, and its

common-law rights, and would be damaging to Opposer.

Count Il - Dilution

17. Pure & Natural’s DIAL mark is famous, as that term is used in 15 U.S.C.
§1125(c), and was famous before Applicant’s application and first use dates for the
SUNDIAL Marks, based on, among other things, the federal registrations of DIAL which
precede Applicant’s constructive first use date and actual first use dates of its SUNDIAL
Marks, and acquired distinctiveness through the extensive nationwide use, advertising,
promotion and recognition of the DIAL mark long before Applicant’s constructive first use
date and actual first use dates of its SUNDIAL Marks.

18. Applicant’s registration of the SUNDIAL Marks is likely to dilute the distinctive

quality of Pure & Natural’s famous DIAL mark.

10
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19. Registration should therefore be refused under 15U.S.C. § 1125(c).
20. Registration of Applicant’s proposed mark on the Principal Register would be
inconsistent with Opposer’s rights under the aforementioned registrations, and its

common-law rights, and would be damaging to Opposer.

WHEREFORE, Opposer prays that its opposition be sustained and that the

registrations sought by Applicant be refused.

Respectfully submitted,

.

= »
By: ?/("/;’,)(Lv/ >\/ / Ated.

Susan F. Evans

Attorney for Opposer
Pure & Natural Company
% The Dial Corporation
7201 E. Henkel Way
Scottsdale, AZ 85255

Dated: A /%J / 015

Certificate of Mailing

I hereby certify that this correspondence is being deposited with the United States Postal
Service with sufficient postage as First-Class mail in an envelope addressed to:

Attn; Trademark Trial and Appeal Board

Commissioner for Trademarks

P.0.Box 1451

Alexandria, VA 22313-1451

on 4 bl 12D, \WM (\\D f\C.QQILm
Date Signature

Lo\ Arndecso

Typed or printed name of
person signing certificate
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
Notice of Opposition was served on:

EMIL E. BRACA
Delarosa & Associates
300 E 77TH ST APT 24C

NEW YORK, NY 10075-2491

by first class mail, postage prepaid, this &rygay of April, 2015.

\/0)4 OU\CQJLQ%/\
Lol AndercoN
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