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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 76711510 

 

MARK: PARYLENE HT 

 

          

*76711510*  

CORRESPONDENT ADDRESS: 
       KEITH F NOE 

       LANDO & ANASTASI LLP 

       ONE MAIN ST  ELEVENTH FLOOR 

       CAMBRIDGE, MA 02142-1517 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

APPLICANT: Specialty Coating Systems, Inc. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       S2007-2013       

CORRESPONDENT E-MAIL ADDRESS:   

        

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE:  

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following requirement(s) and/or refusal(s) made final in the Office action dated February 
23, 2015 are maintained and continue to be final:  SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE and 



ACQUIRED DISTINCTIVENESS CLAIM.  See TMEP §§715.03(a)(ii)(B), 715.04(a).  See TMEP 
§§715.03(a)(ii)(B), 715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE 

 

Registration is refused because the applied-for mark merely describes a characteristic of applicant’s 
goods and/or services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 
1209.03 et seq. 

 

Please note the additional evidence that shows that “PARYLENE” is descriptive of the goods and services 
because it indicates the type of coating that is provided: 

 

• http://www.matweb.com/search/datasheettext.aspx?matguid=71ead2c0ed4042328b3023f145
90816f  
 

• http://www.mdtmag.com/article/2007/10/next-evolution-parylene-coating  
 

• http://www.qmed.com/mpmn/medtechpulse/why-parylene-still-go-medical-device-coating  



 

• http://search.credoreference.com/content/entry/apdst/parylene/0?searchId=f089f51a-65e4-
11e5-bcfa-0e18f8fa41cf&result=1  

 

• http://www.mddionline.com/article/new-look-parylene-conformal-coatings    
 

• http://www.advancedcoating.com/company.php  
 

• http://www.paryleneinc.com/Parylene-Coatings-Medical.php  
 

• http://www.paryleneconformalcoating.com/parylene-coating-information  
 

• http://www.adamsmagnetic.com/magnet-company-info.php  
 

• http://www.ppactech.com/plating-coating.htm  
 

Please note the additional evidence that shows HT is descriptive of the goods and services because it 
refers to “high temperature.”  The attached webpages show that HT and “high temperature” is a term of 
art in the coating industry.  See attachments from: 

 

• http://protective.sherwin-williams.com/knowledge/news-and-
events/2010/1216_corcoat_coatings/index.jsp  

 

• http://www.murraypercival.com/product/11541/techspray-fine-l-kote-ht-high-temperature-
conformal-coating-12-ounce-aerosol-can-2106-12s  

 

• http://www.interpon.com/expertise_topics/innovations/interpon-ht/ 
 

• http://www.brewerscience.com/waferbond-ht1010 
 

• http://www.ceramicindustry.com/articles/86045-ppg-industries-high-temperature-powder-
coatings 

 



• http://www.belzona.com/en/products/1000/1391.aspx 
Applicant’s argument that the services in class 40 do not reference polymer coatings is not persuasive 
because the determination of whether a mark is merely descriptive is made in relation to an applicant’s 
goods and/or services, not in the abstract.  DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 
F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The Chamber of Commerce of the U.S., 
675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP §1209.01(b); see, e.g., In re Polo 
Int’l Inc., 51 USPQ2d 1061, 1062-63 (TTAB 1999) (finding DOC in DOC-CONTROL would refer to the 
“documents” managed by applicant’s software rather than the term “doctor” shown in a dictionary 
definition); In re Digital Research Inc., 4 USPQ2d 1242, 1243-44 (TTAB 1987) (finding CONCURRENT PC-
DOS and CONCURRENT DOS merely descriptive of “computer programs recorded on disk” where the 
relevant trade used the denomination “concurrent” as a descriptor of a particular type of operating 
system).   

 

The evidence of record shows that PARYLENE and HT are terms commonly used in the coating industry 
and consumers would believe that this wording describes the goods and services.  Additionally, 
applicant’s own website indicates that they have “provided high quality Parylene conformal coating 
services and expertise to the medical device, electronics, automotive and military/aerospace industries.”  
See attachments from http://scscoatings.com/about/index.aspx. 

 

ACQUIRED DISTINCTIVENESS CLAIM 

 

Applicant has asserted acquired distinctiveness based on the evidence of record; however, such 
evidence is not sufficient to show acquired distinctiveness because, as demonstrated by the attached 
and previously attached evidence, applicant’s mark is of a descriptive nature.  See 15 U.S.C. §1052(e)(1), 
(f); In re MetPath, Inc., 1 USPQ2d 1750, 1751-52 (TTAB 1986); TMEP §1212.04(a).   

 

Applicant’s evidence submitted on September 27, 2015 includes an article titled “Electrical Conduction 
in Parylene HT” indicates that the wording PARYLENE HT is descriptive of the goods and the services.  
Applicant’s evidence does not show that consumers would view the mark as a source indicator for the 
specified goods because the evidence of record indicates that the proposed mark is descriptive of the 
goods and services.  Therefore, the acquired distinctiveness claim is insufficient.     

 

When asserting a Trademark Act Section 2(f) claim, the burden of proving that a mark has acquired 
distinctiveness is on the applicant.  Yamaha Int’l Corp. v. Yoshino Gakki Co., 840 F.2d 1572, 1578-79, 6 
USPQ2d 1001, 1004 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc., 267 F.2d 945, 948, 122 USPQ 372, 375 



(C.C.P.A. 1959); TMEP §1212.01.  Applicant has not established that the purchasing public has come to 
view the proposed mark as an indicator of origin. 

 

 

 

/Ramona Ortiga Palmer/ 

Trademark Examining Attorney 

571-272-9715 

ramona.ortiga-palmer@uspto.gov 

Law Office 117 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


