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U.S. App. Ser. No. 76/682,440

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Jasodenkins

Serial No.: 76/682,440

Filing Date: October 1, 2007

Mark: OUCH! MOUNTAIN & Design
Examiner: Michael Litzau Law Office 104

APPLICANT'S APPEAL BRIEF

Applicant appeals the examining attorneygfusal to register Applicant's OUCH!
MOUNTAIN & Design mark under Section 2(d) bdsen the assertion that it is confusingly

similar to the mark in U.S. Registration Nos. 2,119,347.

Facts and Background

Applicant filed an application on Octobkr2007, requesting regiation of its OUCH!
MOUNTAIN & Design mark for clothing and appaigems, namely, shirts, sweatshirts, hats,
socks and jackets in Internatidi@ass 25, based on applicant’s bona fide intent to use the mark

in commerce for the goods. Applicant’'s malshown below for purposes of convenience.

. 9

A

On January 16, 2008, the Examining Attornesyiesd an office action refusing to register

Applicant’s mark under Section 2(d), alleging tbae of the mark would be likely to cause
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confusion, mistake, or deception with respedh®mark OUCH of U.S. Trademark Registration
No. 3,082,697 registered for swimwear in Intgronal Class 25, and the mark OUCH WEAR
SO GOOD IT HURTS (Stylized) of U.S. Tranhark Registration No. 2,119,347 registered for t-
shirts, jackets, and hats, inénnational Class 25. These gations are owned by different
parties. The registrations have subsistedhe Principal Regist, side-by-side for

approximately three years.

In Applicant’s July 16, 2008, response to the office action, Applicant amended its goods
to specify that the clothing was intended dotdoorsmen and presented arguments in response
to the 2(d) rejection. Theafter, on August 11, 2008, the Exam@mAttorney issued a final
office action wherein he withdrethe rejection based on the ‘68gistration but continued the

rejection based on the ‘347 registration.

Argument
Applicant respectfully submit$at its mark can readily be distinguished from the mark

of the '347 registration by reasonably prudssumers of the respective goods. The common
subject matter is the terminology “ouch,” whichslsown to also be inommon with several

other registered marks and marks of allowed agptos for other clothing and apparel items.
The elements “I” and “Mountain,” the six#d lettering font, and the prominent
mountain/backpacker design are more than seffidio distinguish Appdant’s mark from the

cited mark. Considered in their entirati¢he marks are not confusingly similar.
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A. The Element “Ouch” Common to the Maris Weak and Dilute in Relation to the

Goods, and is not Likely to Cause Casibn as to the Source of the Goods.

The terminology “Ouch” in Applicant’s maind the cited mark iweak in relation to
clothing and apparel goods. The Examining Attormeyn research shows this to be the case.
In the first office action, the Exnining Attorney cited two exigg registrations for similar
goods, both containing the wordifguch,” owned by different eities. Besides the two cited
marks, Applicant notes the etasce of at least six other federal registrations or allowed
applications for marks containing the wordsith” for clothing or apparel goods. A chart
reproducing this information is provided belowmdagprintouts taken from search records of the
United States Patent and Tradekn@ffice electronic database weattached to Applicant’s July

16, 2008, Response to Office Actionraguired by TMEP 1207.01(d)(iii).

mark reg./app. no. owner goods/services
OUCH POUCH | 2,597,196 Bunheads, International class 025: Footwear, namely, elastic
Inc. fabric and polymer gel products designed to
protect areas of a dancer’s foot
OUCH POUCH, | 2,597,192 Bunheads, International class 025: Footwear, namely, elastic
JR. Inc. fabric and polymer gel products designed to
protect areas of a dancer’s foot
OUCHOHOL 77/051163 Paul International Class 025: T-shirts, hats, and jackets
Sarazen
OUCH 78/433007 Full9o International Class 009: headgear for soccer,
Sports, Inc. namely sports helmets
OUCHLESS 2,855,927 Goody International Class 026: Hair accessories, hamely,
Products, elastic hair bands and ponytail holders
Inc.
OUCH SWEAT | 78/327,352 Zoran International Class 025: Sportwear, namely, t-
AND TEARS (abandoned Aleksich shirts, sweat shirts, sweat pants, sport hats, caps,
after notice head wear, ski caps, sport shoes, tennis shoes,
of allowance soccer shoes, jackets, wind jackets, warm jackets,
over cited ski jackets ...
‘347 reg.)
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These multiple third party registrations of marks containing the phrase “ouch” for related
goods are highly probative in thiase to show that otherwidestinguishable marks containing
this terminology can co-exist in the markeipe without a likelihood of confusion as to the
source of the goods. It is quitkear that the field of “ouchiharks is a crowded one. The
“crowded field” doctrine is a vergelevant factor in the likdiood of confusion analysis in the
present case. “In such a crowd, customersnaiillikely be confused between any two of the

crowd ... Thus, in a ‘crowded’ fidlof similar marks, each membof the crowd is relatively

‘weak’ in its ability to preventse by others in the crowd.” 1 J.T. McCarthy, Trademarks and

Unfair Competition§ 11:26 at 510-11 (4ed. 1996)accord K-H-S Plastics, Inc. v. Carolite,

Inc., 161 USPQ 75, 78 focir. ).

Including the '347 and '697 ratiations, at least eight markontaining the word “ouch”
owned by different owners have been registered or allowed for various types of clothing or
apparel items. As members of a crowdettfi marks containing the terminology “ouch” for
such goods are less protected. It is evitleaitthe Trademark Offe has recognized that
consumers can differentiatetiveen different sources ofathing and apparel goods offered
under otherwise distinguishable marks tstare in common the phrase “ouch.”

Considering the weakness of the termagyl “ouch” in marks used for clothing and
apparel goods and the differences between thiksnas a whole, Applicant's mark should be
registerable along with the many other gigkar marks containing the same “ouch”

terminology.
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B. Applicant’'s Mark is Sufficiently Diffeent from the Cited Marks as to Avoid a
Likelihood of Confusion.

Applicant’'s mark is a composite containinggether with the word “ouch,” a dominant
design featuring the profile of a mountain wétbackpacker hiking up the mountain, the word
elements “!” and “Mountain,” and a unique leitgy font where the “Mountain” element is in
cursive with the “t” integrated into a tree dgsiand the “ouch!” elemeiis in broken font
indicating that the baclgqeker going up the mountain may bedken” before he reaches the top.
These features are all intended to provideldesness or backpackinmpression and that the
goods sold under the mark are hearty and med tesed in outdoors tagties. The “ouch”
term followed by an exclamation mark furtiethances the impression that the goods sold under
Applicant’s mark are intended for outdoorsmen whibbe exerting significant effort in outdoor
activities, such as backpaokiup a mountain. These numerougjueifeatures of Applicant’s
mark creates a distinct commercial impressionkerginything in the cited marks. Given the
weakness of the common terminology “ouchg firesence of the dominant design element and
the other unique elements in Applicant’s marékes the absence of any reasonable likelihood of
confusion with the cited marks even more obvious.

In contrast to the two very similanarks of the ‘347 and ‘647 registrations, which are
much more similar to each other than to Aggant’'s mark, Applicant’s mark is distinctly
different. All of the features of Applicantieark are designed to show that Applicant’s goods
are directed towards serious outdoorsmentarmtovide an “outdoorsy” feel. In fact,

Applicant’s description of goods f®een amended to explicithast that Applicant’'s mark is
for use with clothing and apparel for outdoorsmeilothing in the cited mark would provide a

consumer with any outdoors impression.
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The mark OUCH WEAR SO GOOD IT HURTSrfolothing is used in a tongue in cheek
manner to indicate that the clothing sold under the mark has a good quality or will make the
wearer look good and to grab atien. The mark provide a nomercial impression completely
different than the commercial impression pdad by Applicant’s mark. No reasonable
consumer would associate the goods sold undenitid mark to come from the same source of
outdoor/backpacking clothing or grel sold under Applicantimark with a mountain design
with a backpacker hiking up the mountdimountain” terminology, urgue lettering style
featuring a tree in place of thg in “mountain” and broken font in the “ouch!” term. The
Examining Attorney has incorrg focused on a single weak pami of Applicant’s mark which
is common to the cited marks and many otherdpallery similar goods. Applicant’'s mark is
more than sufficiently distinctive to differgate Applicant’s goods &m the goods sold under
the cited marks.

As an example of a similar case, we sulihetcase of In re Electrolyte Laboratories,

Inc., 929 F.2d 645, 16 USPQ2d 1239 (Fed. Cir. 1990}hdhcase, the Court of Appeals for the
Federal Circuit found that the Trademark Triadl #&ppeal Board erred dyolding that applicant
Electrolyte’s K+ (stylized) trademark was likaly cause confusion with the registrant’s mark,
K+EFF. Both marks were used for potassuietary supplementsThe Federal Circuit found
that the TTAB was in error for focusing only orettK+” portion of the marks, to the exclusion
of the other elements.

In concluding that the TTAB erred in its focus on a common word portion of both marks
to the substantial exclusion thfe design elements and other dissimilar word elements of the
marks, the Court observed that “Electrolytegplicant’s] mark is @omposite of which the

design is a significant feature thefedhe EFF in the registrant’'s mark is also significant ... [the



U.S. App. Ser. No. 76/682,440

marks] are not identical and the design of the s&lsubstantially different. We conclude that

Electrolyte’s mark, viewed as ahale, serves to distinguish its goddsm those of others.”_1d.

at 1240. Itis also noteworthy that, as in pinesent case, the common “K+” element was weak,

being the chemical symbol for the element potassised in the products sold under the marks.
The prominent design element, “I” and “Moumtaelements, and the stylized lettering in

Applicant’s mark creates a profoundly greatestidguishing factor beteen Applicant’'s mark

and the cited mark than the minimal design @etfound to be sufficient in the Electrolytase.

Applicant’s mark is dominately its strong, distinctive desigriement. The “ouch” word

portion of Applicant’s mark is much smalleatinthe design element and appears in upper-left

hand corner of the mark. In contrast, the ‘347 mark is a word mark in stylized font. There is

nothing like the prominent design element oy adication of an “outdoorsy” connotation in

either of the cited marks and nothing that wilocuse any likely confusion to a consumer.
Further, if the mark OUCIHbr swimwear can co-exist i the mark OUCH WEAR SO

GOOD ITS HURTS in stylized forwithout a significant design fafshirts, jackets, and hats

without creating a likelihoodf confusion as to source, thearely a composite mark containing

the weak term “ouch” with a dominant desigm auditional word elements in a distinctive

lettering font can co-exist agell without giving rise ta likelihood of confusion. The

Examining Attorney has improperly focused oa theak, common terms of the marks when the

Applicant’s mark, considered in its entirety réadily distinguishable from the cited marks.
Finally, it must be remembered that under likelihood of confusionest, there must be

a “probability” of source confusion as opposed to a mere possibility of source confusion. See

Sure-Fit Products Co. v. Saltzson Drapery Ch7, USPQ 295 (CCPA 1958)n this case, as

discussed above, considering {1¢ weakness of the common element “ouch” in Applicant’s
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mark and the cited marks, (2) the fact thgasately owned registratns for marks containing
the term “ouch” already co-exist for sinlgoods, and (3) Applicant’'s composite mark
consisting of a distinctive “mountain” design eksm, the terms “mountain” and the “I” element
in a distinctive lettering styléipplicant submits that confusion assource is not sufficiently

probable to reasonably support tiefusal under Section 2(d).

Conclusion

For at least the reasons sthherein, the refusal togister Applicant’s mark under
Section 2(d) of the Trademark Act is not wekda and should be reversed. A prompt ruling to
this effect by this HonorabBoard is respectfully requested.

Respectfully submitted,

LUEDEKA,NEELY & GRAHAM, P.C.
By: s/MichaelJ.Bradford/

Michagl J. Bradford

Date: February 10, 2009
P.O. Box 1871

Knoxville, TN 37901

(865) 546-4305
mbradford@Ing-patent.com




