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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/678969

i RRERD

CORRESPONDENT ADDRESS:
Charles C. Valauskas

Valauskas & Pine LLC

150 North Wacker Drive, Suite 1825 GENERAL TRADEMARK INFORMATION:

Chicago IL 60544 http://www.uspto.gov/main/trademarks.htm
APPLICANT: Mighty Leaf Tea

CORRESPONDENT’S REFERENCE/DOCKET
NO:
5120/36
CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE:

Applicant is requesting reconsideration of a final refusal issued/mailed 1/2/08.

After careful consideration of the law and facts of the case, the examining attorney must deny the request
for reconsideration since no new facts or reasons have been presented that are significant and compelling
with regard to the point at issue.

The examining attorney maintains that there is a likelihood of confusion between applicant’s mark ML
for “personal care products and skin care preparations, namely, skin soap, body wash, foam bath, body
lotion, body scrub, bath salts and massage oil; potpourri; incense,” and registrant’s mark ML MARK
LEES (stylized) for “skin care products, namely, skin cleanser, skin toner, skin cream, skin lotion, skin
mask gel, make-up foundation, powder and blush.”

Regarding the issue of likelihood of confusion, the question is not whether people will confuse the marks,
but whether the marks will confuse people into believing that the goods they identify come from the same
source. In re West Point-Pepperell, Inc., 468 F.2d 200, 175 USPQ 558 (C.C.P.A. 1972). For that reason,
the test of likelihood of confusion is not whether the marks can be distinguished when subjected to a side-
by-side comparison. The question is whether the marks create the same overall impression. Recof, Inc. v.
M.C. Becton, 214 F.2d 1322, 54 USPQ2d 1894, 1890 (Fed. Cir. 2000);, Visual Information Inst., Inc. v.
Vicon Indus. Inc., 209 USPQ 179 (TTAB 1980). The focus is on the recollection of the average
purchaser who normally retains a general rather than specific impression of trademarks. Chemetron
Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979); Sealed Air Corp. v. Scott Paper
Co., 190 USPQ 106 (TTAB 1975), TMEP §1207.01(b).

As indicated throughout the prosecution of this application, the marks create a substantially similar
overall commercial impression. The dominant feature of the registered mark is the stylized letters ML
which is prominent and in dark letters. The only feature in applicant’s mark is ML (standard character
mark). The applicant’s mark does not have any features that would distinguish it from the registered

file://\\ticrs-ais-01\ticrsexport\HtmI To Tiffinput\ REC00012008_08 18_13_55_13_TTABO... 8/18/2008




Page 2 of 3

mark. Further, a review of applicant’s specimen of record shows applicant’s use of its mark in a stylized
ML presented in a highly cursive, abstract fashion which is similar to the stylized ML presented in a
highly cursive, abstract fashion shown as a component of the registered mark. Moreover, the Mark Lees
portion of the registered mark can be viewed as an explanation of what the actual mark, ML, signifies.
The mere deletion of a term from a registered mark does not obviate the similarity between the marks nor
does it overcome a likelithood of confusion under Section 2(d). n re Chatam International Inc., 380 F.3d
1340, 71 USPQ2d 1944 (Fed. Cir. 2004) (“GASPAR’S ALE and “JOSE GASPAR GOLD”), Coca-Cola
Bottling Co. v. Joseph E. Seagram & Sons, Inc., 526 F.2d 556, 188 USPQ 105 (C.C.P.A. 1975)
(“BENGAL” and “BENGAL LANCER?”), Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d 324, 153
USPQ 406 (C.C.P.A. 1967) (“THE LILLY” and “LILLI ANN");, In re El Torito Rests. Inc., 9 USPQ2d
2002 (TTAB 1988) (“MACHO” and “MACHO COMBOS”Y, In re United States Shoe Corp., 229 USPQ
707 (TTAB 1985) (“CAREER IMAGE” and “CREST CAREER IMAGES™); In re Corning Glass Works,
229 USPQ 65 (TTAB 1985) (“CONFIRM” and “CONFIRMCELLS"), In re Riddle, 225 USPQ 630
(TTAB 1985) (“ACCUTUNE” and “RICHARD PETTY’S ACCU TUNE™), in re Cosvetic Laboratories,
Inc., 202 USPQ 842 (TTAB 1979) (“HEAD START” and “HEAD START COSVETIC”), TMEP
§1207.01(b)(iii).

The applicant argues that the examining attorney only summarily addresses the information provided by
the applicant showing that additional similar marks are in use on similar goods. The Examining Attorney
states that the TESS evidence does not show that there is a crowded field of ML marks. The examining
attorney maintains that applicant’s evidence do not show that there is a crowded field of ML marks for
goods listed in the personal care and skincare industry.

The applicant contends that the examining attomey has not provided any evidence that the examining
attorney sought to determine whether and to what extent other similar marks are in use on similar goods.
The applicant has made of record three prior U.S Registrations that purportedly shows that there are other
marks containing the letters ML registered for similar goods. However, the marks “MLE,” “MLUXE,”
“M’LIS,” “JML & Design,” and “AMILAVI” have different commercial impression from the
applicant’s mark and the mark in the cited registration. This evidence does not show that there is a
crowded field of ML marks in the personal care and skincare industry, or that the registered mark an
alleged weak mark. In fact, the only uses of the letters “ML” standing alone is applicant’s mark “ML”
and the letters “ML” in the cited mark ML MARK LEES. Unlike the facts in In re Broadway Chicken,
Inc., 38 USPQ2d 1559 (TTAB 1996), where evidence was submitted by the applicant to show that many
third party registrations and uses existed for marks that included the term "Broadway" it was determined
that the term “Broadway” has geographic significance. This case is also distinguishable from In General
Mills, Inc. v. Health Valley Foods, 24 USPQ2d 1270 (TTAB 1992), where FIBER was determined to be
generic as applied to goods. The designation ML is not generic or descriptive as applied to the goods
identified in the application or registration. For applicant’s convenience, the examining attorney has
attached several dictionary definitions of ML.

Even if the respective marks were considered weak, the Court of Appeals for the Federal Circuit and the
Trademark Trial and Appeal Board have recognized that marks deemed “weak” or merely descriptive are
still entitled to protection against the registration by a subsequent user of a similar mark for closely
related goods and/or services. This protection extends to marks registered on the Supplemental Register.
TMEP §1207.01(b)(ix), see, e.g., In re Clorox Co., 578 F.2d 305, 18 USPQ 337 (C.C.P.A. 1978); In re
Hunke & Jochheim, 185 USPQ 188 (TTAB 1975).

Further, third-party registrations are entitled to little weight on the question of likelihood of confusion
because they are “not evidence of what happens in the market place or that customers are familiar with
them.” AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973),
see In re Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991); TMEP §1207.01(d)(iii). Moreover, the
existence on the register of other seemingly similar marks does not provide a basis for registrability for
the applied-for mark. AMF, 474 F.2d at 1406, 177 USPQ at 269; In re Total Quality Group, Inc., 51
USPQ2d 1474, 1477 (TTAB 1999).
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The applicant has also made reference to pending Application Serial Nos. (77414962 for TMLA),
(78622092 for MLAB), (77420581 for FEMLOGIC & design) and (77017727 for SIMLINE). Because
pending applications have not registered the examining attorney has not given the marks in these
applications any consideration. Applications are evidence only that an application has been filed.

If the goods and/or services of the respective parties are “similar in kind and/or closely related,” the
degree of similarity between the marks required to support a finding of likelihood of confusion is not as
great as would be required with diverse goods and/or services. In re JM. Originals Inc., 6 USPQ2d
1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350,
1354 (Fed. Cir. 2004); TMEP §1207.01(b). The applicant contends that the examining attorney appears to
misquote from TMEP §1207.01(b) with respect to her analysis of the second duPont factor. TMEP
§1207.01(b) provides “[w}here the goods are identical,” the degree of similarity [between the marks)
necessary to support a conclusion of likely confusion declines. [emphasis added]” The Examining
Attorney recognized in the first Office Action that the goods on which the Applicant uses the mark and
the goods on which the cited mark is used are merely related, not identical. While the goods are not
identical, they are nearly identical, for example, applicant’s body lotion and registrant’s skin lotion. Here
the goods are similar in kind and/or related and thus the degree of similarity between the marks required
to support a finding of likelihood of confusion is not as great as would be required with diverse goods
and/or services. See evidence previously made of record that show that the respective goods are closely
related.

On the basis of the close similarities between the marks and the fact that the goods are closely related, the
likelihood of confusion exists. The overriding concem is not only to prevent buyer confusion as to the
source of the goods and/or services, but to protect the registrant from adverse commercial impact due to
use of a similar mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687,
1690 (Fed. Cir. 1993). Therefore, any doubt regarding a likelihood of confusion determination is
resolved in favor of the registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press,
Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc.,
837 F.2d 463, 464-65, 6 USPQ2d 1025, 1025 (Fed. Cir. 1988).

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date the
final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant has
already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).

/Priscilla Milton/
Examining Attomey
Law Office 110
(571) 272-9199

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http:/ftarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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ML Marae Lassel (gaming, Asheron's Call) ﬁ
ML Mismatch Loss p
ML Mission Load p
ML Mini Load P
=ML Land Mobile Station 2
ML Maintenance Limit JQ
ML Meteorology Laboratory ﬁ’
=ML Messagelink Fo
ML Mario Lemiux (hockey player) p
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=ML Mission Liaison (US DoD)
ML Materiel List

L Melt Link

VAN Military Payroll Money Lists

AN Master's in Leadership

*NL Mixto Listo (Guatemala concrete producer)
" {USN Rating) Molder
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