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 The Examining Attorney has refused registration of SUN SPOT for sunglasses on the 

basis of two registered marks:  SUNSPOT (& DESIGN), U.S. Reg. No. 1864634, for jewelry, 

water bottles and mugs, and t-shirts, sweatshirts, sweaters, hats, headbands, and jackets; and 

SUN SPOTS, U.S. Reg. No. 2425822, for wearing apparel, namely, women’s bathing suits, 

cover-ups, dresses, shirts, pants, shorts, skirts, jackets, rompers, jumpsuits.   

 "In assessing likelihood of confusion, the mere fact that two marks may share words in 

common is not determinative."  Clairol, Inc. v. Cosmair, Inc., 592 F. Supp. 811, 815 (S.D.N.Y. 

1984).  See also In re Software Design, Inc., 220 U.S.P.Q. 662 (T.T.A.B. 1983). Other factors, 

including the relative similarity of the goods, must also be considered in determining whether 

there is a likelihood that sources of the goods will be confused by consumers.  DuPont, 177 

USPQ at 567.  Even where the marks themselves are identical, other factors, including the 

similarity of the services associated with the marks and the channels of trade, must also be 

considered in determining whether there is a likelihood that marks will be confused.  DuPont, 

177 USPQ at 567.  "Trademark law is not inflexible, and there is no hard and fast rule that 

likelihood of confusion must automatically be found to exist if there is a similarity in any one of 

the three elements [sound, appearance, or meaning]." 

 SUNSPOT and its component terms, SUN and SPOT, are not distinctive or unique and 

hence are not strong marks that are entitled to protection other than as applied to their goods. The 

differences between them are significant enough to allow the registration of SUNSPOT and SUN 

SPOT for the same goods – wearing apparel, namely shirts and jackets.  Indeed, the USPTO has 

registered dozens of marks comprised of SUNSPOT or SUN SPOT. See, e.g., SUNSPOT, U.S. 

Reg. No. 2860271; SUNSPOTS, U.S. Reg. No. 3085339; SUNSPOTS, U. S. Reg. No. 3152942; 

SUNSPOT, U.S. Reg. No. 3211313.  Copies of the TESS records are submitted herewith. These 
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registrations indicate the willingness of the USPTO to register this term for use in connection 

with many related goods and services.  

 In support of her refusal, the Examining Attorney relies on the registration of two nearly 

identical marks -- SUNSPOT and SUN SPOTS -- for apparel in International Class 25.  The 

registration of these marks indicates that the USPTO recognizes enough difference between these 

marks to allowed them to be registered by different registrants for use in connection with the 

same goods.  Accordingly, there is absolutely no basis to apply these registrations to bar 

registration of a similar mark, SUN SPOT, for distinguishable goods. 

 Finally, the Examining Attorney has not provided evidence that the coexistence of these 

marks will create a likelihood of consumer confusion. She relies on registrations of marks that 

include apparel and sunglasses to support her conclusion that the goods are sufficiently related to 

be likely to be confused.  But there are dozens of identical marks that are separated registered 

and owned by different registrants for sunglasses and apparel.  Compare ELLIPSE, U.S. Reg. 

No. 2078330, with ELLIPSE, U.S. Reg. No. 2976302;  SELECT, U.S. Reg. No. 2723577, with 

SELECT, U.S. Reg. No. 3331032; OCEANO, U.S. Reg. No. 1192167, with OCEANO, U.S. 

Reg. No.  3153187; GAMEPOINT, U.S. Reg. No. 2691843, with GAME POINT, U.S. Reg. No. 

3486378; DECADE, U.S. Reg. No. 3308912, with DECADE DESIGNS, U.S. Reg. No. 

2410908; GRANDE, U.S. Reg. No. 3472247, with GRAND, U.S. Reg. No. 2763331; and SOLE 

MATES, U.S. Reg. No. 1872585, SOUL MATES, U.S. Reg. No. 2756625, SOLE MATES, U.S. 

Reg. No. 2935370, SOULMATE, U.S. Reg. No. 3306078, and SOULMATES, U.S. Reg. No. 

3348255, to name just a few.  Copies of these TESS records are submitted herewith.  Despite the 

fact that these goods may be sold in the same channels of trade, the USPTO recognizes that 
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consumers do not expect that products in retail establishments with the same name emanate from 

the same source. 

 In view of the foregoing, Applicant respectfully submits that the nature of the mark and 

the differences between the goods are sufficient to avoid the likelihood of confusion and 

respectfully requests that the refusal to register be reversed and the application remanded to the 

Examining Attorney for publication. 

    

 

 












































