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REQUEST FOR RECONSIDERATION DENIED
 
ISSUE/MAILING DATE:
 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made final in the Office action dated October
18, 2012 are maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. 
 

SECTION 2(d) REFUSAL – FINAL REFUSAL CONTINUED
 
In its request for reconsideration, applicant argues that the findings of the Eastern District of New York,
and affirmed by the Second Circuit should be followed under the principle of stare decisis.  However,
applicant’s arguments suggest that the findings of the court be followed by the doctrine of stare decisis in
a case where the court was clear in its opinion that its decision was heavily influenced on the facts of use,
lack of policing of the mark, and a requirement for the parties to define their services so as to avoid
confusion in the marketplace.   However, given the highly specific nature of the facts regarding the
decision, similar evidence would be necessary to follow the doctrine of stare decisis.  This evidence is not
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available, nor appropriate in an ex parte proceeding. 
 
TMEP Section 1217 indicates that (emphasis added):
 

Stare decisis provides that when a court has once laid down a principle of law as applicable to a
certain set of facts, it will adhere to that principle, and apply it to all future cases, where the facts
are substantially the same, regardless of whether the parties and properties are the same. In re
Johanna Farms Inc., 8 USPQ2d 1408, 1410 (TTAB 1988).

 
In the instant application, the facts are not substantially the same as in the proceedings before the Eastern
District of New York and the Second Circuti.
 
The similarity of the marks in the case before the Eastern District of New York and the Second Circuit
differs from the marks at issue in the Section 2(d) refusal.  The marks at issue in the proceedings before
the Eastern District of New York and Second Circuit both indicated the type of food services following
the wording “PATSY’S”, namely, “PATSY’S PIZZERIA” and “PATSY’S ITALIAN
RESTAURANT” and the court instructed the parties to seek concurrent trademark registrations for the
respective marks making it clear as to the distinction of the types of food services indicated in the marks in
their identifications of services.  In the instant Section 2(d) refusal the marks at issue deal with
descriptive/generic wording “PIZZERIA” and the geographically descriptive wording “OF NEW
YORK”.    Both applicant’s and registrant’s services originate or have substantial operations in the state
of New York and, thus, the court’s decision in the Eastern District of New York and Second Circuit do
not adequately address the similarity of such marks.   Moreover, the services at hand in the Eastern
District of New York and Second Circuit differ from the services in the cited registration and application. 
Finally, the evidentiary history of use, policing of the mark, and requirement for refinement of services in
the litigation all indicate that the facts are not substantially the same in this application and the
proceedings before the Eastern District of New York and the Second Circuit.
With respect to applicant’s and registrant’s goods and/or services, the question of likelihood of confusion
is determined based on the description of the goods and/or services stated in the application and
registration at issue, not on extrinsic evidence of actual use.  See, e.g., Coach Servs., Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012); Octocom Sys. Inc. v.
Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990). 
 
Absent restrictions in an application and/or registration, the identified goods and/or services are
“presumed to travel in the same channels of trade to the same class of purchasers.”   In re Viterra Inc., 671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard
Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Additionally, unrestricted
and broad identifications are presumed to encompass all goods and/or services of the type described.  See
In re Jump Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In re Elbaum, 211 USPQ 639,
640 (TTAB 1981)); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992). 
 
In this case, the identification set forth in the application and registration(s) has no restrictions as to nature,
type, channels of trade, or classes of purchasers.  Therefore, it is presumed that these goods and/or services
travel in all normal channels of trade, and are available to the same class of purchasers.  Further, the
registrant’s use(s) broad wording to describe the goods and/or services and this wording is presumed to
encompass all goods and/or services of the type described, including those in applicant’s more narrow
identification.
In the final Office action dated October 17, 2012, numerous third party registrations containing restaurant
services and pizzeria services were provided to demonstrate the respective services of applicant and
registrant are closely related, and consumers are likely to be confused as to the source of restaurant



services and pizzeria services.  The services of the parties need not be identical or directly competitive to
find a likelihood of confusion.  See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186
USPQ 476, 480 (C.C.P.A. 1975); TMEP §1207.01(a)(i).  Rather, it is sufficient to show that because of
the conditions surrounding their marketing, or because they are otherwise related in some manner, the
goods and/or services would be encountered by the same consumers under circumstances such that
offering the goods and/or services under confusingly similar marks would lead to the mistaken belief that
they come from, or are in some way associated with, the same source.  In re Iolo Techs., LLC, 95 USPQ2d
1498, 1499 (TTAB 2010); see In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 1566-68, 223
USPQ 1289, 1290 (Fed. Cir. 1984); TMEP §1207.01(a)(i). [Additional third party registrations and also
information from Google have been attached to this Request for Reconsideration].
Registrant’s restaurant services, including a variety of Italian food, could expand to include pizzeria
services directly. The question is whether consumers are likely to believe that the services emanate from a
single source. In this case, the similiarity of the marks and the relatedness of the goods and services point
towards a family of marks from a single source, and thus source confusion.
Applicant continues to assert that it is the senior user of marks containing the wording “PATSY’S” in
connection with food services, but applicant relies on a dead registration to support its position that the
Section 2(d) refusal with respect to U.S. Registration No. 3090551 be withdrawn, and the other evidence
of prior use is not appropriate for an ex parte proceeding.  See In re Calgon Corp., 435 F.2d 596, 168
USPQ 278 (C.C.P.A. 1971).  Trademark Act Section 7(b), 15 U.S.C. §1057(b), provides that a certificate
of registration on the Principal Register is prima facie evidence of the validity of the registration, of the
registrant’s ownership of the mark, and of the registrant’s exclusive right to use the mark in commerce
on or in connection with the goods and/or services specified in the certificate.  During ex parte
prosecution, the trademark examining attorney has no authority to review or to decide on matters that
constitute a collateral attack on the cited registration.  TMEP §1207.01(d)(iv).
Accordingly, the request is denied.
 
The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E),
(c). 
 
If time remains in the six-month response period to the final Office action, applicant has the remainder of
the response period to comply with and/or overcome any outstanding final requirement(s) and/or refusal(s)
and/or to file an appeal with the Board.  TMEP §715.03(a)(2)(B), (c).  However, if applicant has already
filed a timely notice of appeal with the Board, the Board will be notified to resume the appeal when the
time for responding to the final Office action has expired.  See TMEP §715.04(a).
 
CONTACT THE EXAMINING ATTORNEY
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§709.04-.05.  Further,
although the trademark examining attorney may provide additional explanation pertaining to the refusal(s)
and/or requirement(s) in this Office action, the trademark examining attorney may not provide legal
advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 



 
/Dezmona J. Mizelle-Howard/
Dezmona J. Mizelle-Howard
Trademark Examining Attorney
Law Office 110
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Dezmona.Mizelle@Uspto.Gov

 
 
 




























































	Reconsideration Letter - 2013-06-24

