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Trademark Trial and Appeal Board
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J. Mtchell Jones of Medlen & Carroll, LLP for Genitope
Cor por ati on.

Jill 1. Prater, Trademark Exam ning Attorney, Law Ofice 115
(Tomas V. M cek, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Bucher, Adm nistrative Trademark
Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Ceni t ope Corporation has appealed fromthe final refusal
of the Trademark Exam ning Attorney to register the design
shown bel ow (hereafter “fingerprint man”) for
“bi opharmaceuti cal preparations used to treat cancer in

humans, nanely, individualized cancer treatnents prepared
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specifically for each individual patient fromwhom tunor

ti ssue has been received.”?!

s

i

s
)

&,/ 7/

P

1

KN

SNy

-

§
6

2

Regi strati on has been refused pursuant to Trademark Rul es
2.56 and 2.88 on the basis that the specinen submtted by
applicant is not acceptable to show use of the mark on the
identified goods because it is in the nature of advertising

mat eri al . ?

1 Application Serial No. 76470648, filed Novenber 29, 2002. The
application was originally based on an asserted bona fide intention
to use the mark; applicant subsequently filed a Statenent of Use in
which it asserted first use anywhere as of July 21, 2003, and first
use in commerce as of Septenber 9, 2003.

2 The appeal brief was prepared by a different Exam ning Attorney
fromthe one who had issued the Ofice actions. In the appea
brief the current Exanmining Attorney cited Section 1(a)(1)(C of
the Trademark Act as well as Trademark Rule 2.56 for this refusal.
However, there is no such section of the Act. Section 1(a)(1)
provi des that the owner of a trademark may request registration by,
inter alia, submitting specinens of the nark, and Section
1(a)(3)(C) provides that the verified statenment in the application
nmust specify that the mark is in use in conmerce.
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Appl i cant and the Exanmining Attorney have filed briefs.?
Applicant did not request an oral hearing.

Wth its Statenment of Use applicant submtted what it
described as “Internet-based display featuring the mark as
used in connection with the goods.” The Exam ning Attorney
found it to be unacceptabl e as evidence of actual trademark
use “because it is nmerely a copy or representation of a

desi gn as used on a webpage,” as well as bei ng unacceptabl e

because it is “in the nature of advertising and pronoti onal
material.” Ofice action mailed March 12, 2004. Applicant

then submtted a substitute specinen, consisting of “an
I nt ernet - based display.” The issue on appeal is whether this
substitute specinen is acceptable to show use of the mark in
connection with the goods. *
Trademark Rule 2.56(b) (1) provides:

A trademark specinen is a |l abel, tag, or

container for the goods, or a display

associated with the goods. The Ofice may

accept anot her docunent related to the
goods or the sale of the goods when it is

3 Wth her brief, the Exam ning Attorney has subnitted additiona
mat eri al s which appear to be taken fromapplicant’s website.
Trademark Rul e 2.142(d) provides that the record in an appeal
shoul d be conplete as of the filing of the appeal. The additiona
docunents submitted with the Exam ning Attorney' s brief are

mani festly untinmely, and have not been consi dered.

“ It is clear that applicant does not assert that its origina
specinen, filed with its Statenment of Use, is acceptable. As
applicant states inits brief, p. 1, “The present appeal involves a
single issue: whether the substitute specinen filed Septenber 3,
2004 is acceptabl e as evidence of actual trademark use.”
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not possible to place the mark on the
goods or packagi ng for the goods.

Trademark Rule 2.88(b)(2), applicable to this application
because applicant filed its specinmen with its Statenent of
Use, requires a specinmen of the mark as actually used in
comerce, and specifically refers to Rule 2.56 for the
requi renents for specinens.

Further, Section 45 of the Trademark Act states that a

mark is deened to be in use in comerce

(1) on goods when—

(A) it is placed in any manner on the
goods or their containers or the displays
associ ated therewith or on the tags or

| abel s affixed thereto, or if the nature
of the goods nakes such pl acenent

i npracticable, then on docunents
associated with the goods or their sale,
and

(B) the goods are sold or transported in
cConMer ce.

Appl i cant asserts that its Internet webpage conprises a
di spl ay associated with the goods, citing Inre Dell, Inc., 71
USPQ2d 1725 (TTAB 2004). The Exam ning Attorney takes the
position that the webpage does not neet the criteria set forth
in Dell, and specifically that it does not provide a neans for
ordering the goods.

In order to determ ne whether applicant or the Exam ning
Attorney is correct, we nust turn to a consideration of the

substitute speci nen submtted by applicant, as shown bel ow
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- Phase 3 Clinical Trial Update:

Gen“{}pe [ﬂrpnr{]ﬁu“ Study Closed to Patlent Reglstration

EECIATE PHE A THANE NTITTTIAE TR

Delivering on the promise of personolzed medicie™

®
% M Wa x Uedrcoted o ireafing cancer ane patient of a fime ™

Personalized Immunotherapy

Friocluct Overview = ¥yVav® Personaliced ITnmmunastherapy

Our lend praduct candidace, MyVax® Personalized Immunatherapy (previously referred to as GTOP-99), is an
investipationnl treatment based on the unique genetic makeup of a patient's tumor and is designed te activate &
patient’'s inomune systen to identify and anack cancer cells, Az such, MyVax® Personalized Immunatherapy is
commsanly referrad to as & patieni-speci fic or personalized immunctberapy, an setive idictype immunotbsrapy, or &
patient-apecific or persenalized cancer vaccine. This type of immunctherapy is intendad to stimubate an sctive and
durable immumne response specifically against an individual paticnt's malignant cells. Each therapy is also
tusmor-apeci fie, w0 that in theory, cells other than those of thse fusnor slould ot be affeced. These ane imporant
differeices compared 5o passive immmunot herapiis for nei-Hodgkin's Bymplsoina (MHL Y, such as monoslossl
amiibodies that, while in clreulatbon, targer cell surface markers present o both maligaent and son-maligesm cells in
every palleril.

WyVax® Personalized Immunotherapy combines a prodein derived from the patient’s cown tumor with an
immunalogic camer protein and is administered with an immurologic adjuvant, The tumar-derived protein that is
unique 0 each patient is the pniibody expressed by the tamar cells. Ench antibady has unique porions, collectively
ks &5 the idiotype, which can be recognizad by the imune system. The antibody that is unigue o a given
patient’s oo is often refermed 10 65 the idiotype protein. Gendtope's fmmunotherapy consists of the idiotype proseln
and & forelgn carrler protein administered with an adjuvant 1o enhaiees the immune respose,

Imanunedegic carrier proteins are themselves strong antigens amd are used e increase the immunogenicity of the
patient-specific idictype. Adjuvants are malecules that atract and activase immune system cells at the sig of
immunization, which enhanees the immune response, Currently, Genitope wses kevhale limpet hemoeyanin, or

(KLH, &5 a carrier grotedn for the idiotypse protein and granulocyte macrophage-colony slimulating o, of
Ghi=CEF, as an adjuvant.

Aitive immumeshernpies, similar o MyYax® Personalized Immunotherapy, for the trestment of MHL hive been
studied in clinical rials since the late 19%0', Results from these irials suggest thar petive immunotherapy may
incluce king-tenm remission and may improve survival of NHL patients. Despite these results, further develcgment
af this immunetherapeutic approach his been limdted by manfacioring daicubiies. We have developed a
proprietary manufaciuring process thal overcomes many of these historical manufaciming hmilatons, MyVaxE
Persomalized Immunotherapy 1% currently i a pivatal Fhase 3 mal and addivional Phase 2 erials foe the treatmen) of
B-cell man-Hodgkin's lymphama

Far more infenmation an personalized immungtherapy and our product, plense see the Patient Backgroander in the
Patierd Resources section of our website,

Copyright 2000- 2004 Gemitope Corpondion. A8 Raghis Beserved.,
Privmey Statempen | Temne & Conditions of Lsz

52% Pemchscol Dnive, Redwood Cicy, CA 98063
(650 JEI-200H] Fax {030) 43 2-20HIZ winw gedulofe.com

http://ww. geni t ope. conf myvax. ht m
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As the specinen shows, it consists of a single webpage
whi ch contains several paragraphs of a product overview for
“My Vax Personalized | munot herapy.” The | ast paragraph of
the text states, “For nore information on personalized
i mmunot her apy and our product, please see the Patient

Backgrounder in the Patient Resources section of our website.”

The underlined phrases are links to other pages on applicant’s
website, although these |inked pages have not been nade of
record. The fingerprint man design appears next to “My Vax.”
In the upper right hand corner is the statenent “Phase 3
Clinical Trial Update: Study C osed to Patient Registration”
followed by “click here for nore information.”

Applicant, relying on Dell, argues that applicant’s
speci nen is acceptable as a display associated with the
goods. In Dell, the Board held that “a website page which
di spl ays a product, and provides a neans of ordering the
product, can constitute a ‘display associated with the
goods,’ as long as the mark appears on the webpage in a
manner in which the mark is associated with the goods.” Id.
at 1727. In support of this conclusion, the Board pointed
out that “[i]t is a well-recognized fact of current
commercial life that many goods and services are offered for
sale on-line, and that on-line sales make up a significant

portion of trade.”
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The present fact situation differs fromthat in the Dell
case because applicant’s speci nen webpage does not provide a
means of ordering the product. On the contrary, the webpage
states that the study is closed to patient registration.
Certainly there is nothing in the speci nen which shows that
one can “click” on a link to order applicant’s product, nor
does it explain howto order it. Conpare Lands' End Inc. v.
Manbeck, 797 F.Supp. 511, 24 USPQRd 1314, 1316 (E.D. Va.
1992), in which the Court found speci nen catal ogs to be
accept abl e di spl ays associated with the goods because “a
custoner can identify a listing and nmake a decision to
purchase by filling out the sales formand sending it in or
by calling in a purchase by phone.” At nost, applicant’s web
page i ndi cating how one can obtain “nore information on
personal i zed i mmunot herapy and our product” may be seen as
pronotional material, but advertising is not acceptable to
show trademark use on goods. See Section 45 of the Trademark
Act; In re MediaShare Corp., 43 USPQRd 1304 (TTAB 1997).
Simlarly, the conpany nane, address and phone nunber that
appears at the end of the web page indicates only |ocation
i nformati on about applicant; it does not constitute a neans
to order goods through the mail or by tel ephone, in the way
that a catal og sales formprovides a neans for one to fil

out a sales formor call in a purchase by phone.
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Appl i cant has explained that its goods are
i ndi vidual i zed cancer treatnents and that, because of this,
applicant’s goods “are not anenable to the type of point-of-
sal e displays that allow direct ordering of the goods by the
general public.” Brief, p. 2.° | f applicant is asserting
that the nature of its product precludes it fromcreating a
di spl ay associated with the goods that satisfies the
requi renents of the Trademark Act, as it has been interpreted
by case |law, then applicant may not be able to rely on a
di spl ay associated with the goods as its evidence of
trademark use, but rather would have to submt evidence of a
different manner of use. Applicant’s apparent recognition
that its webpage does not conply with the requirenments for a
di spl ay associated wth the goods only reinforces our own
conclusion that it is not acceptable.

After considering the substitute specinen submtted by
applicant, and the argunents of both applicant and the

Exam ning Attorney, we find that applicant’s specinen is not

> Applicant has al so explained that because its goods are prepared

specifically for each individual patient, they “are not packaged
and displayed in a traditional manner.” Brief, p. 2. W do not
view this statenent as an assertion that the nature of applicant’s
goods mekes inpractical traditional affixation of the mark to the
goods. In any event, the Exanining Attorney has pointed out that

t here does not appear to be any reason that applicant could not
place its mark on the | abels of its biopharmaceutical preparations,
especially since the individualized treatnment would nost |ikely

i nclude a | abel showi ng the nanme of the person for which the

phar naceuti cal has been prepared.
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a display associated wth the goods, and therefore is not
acceptabl e to show trademark use of applicant’s mark.

Deci sion: The refusal of registration is affirned.



