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denn dark, Trademark Exam ning Attorney, Law Ofice 115
(Tomas VI cek, Managi ng Attorney).

Bef ore Hohein, Chapman and Hol t zman, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Tradenmark Judge:

Ci ba Specialty Chem cal Corporation has filed an
application to register the mark RECYCLOSSORB for goods
amended to read “chem cals, nanely, light stabilizers for
use in the manufacture of outdoor articles, nanely,
pl astic, lunber, crates, druns and the like.” The
application, filed August 7, 2002, is based on applicant’s
clainmed date of first use and first use in comerce of July

1, 2002. The application includes the foll ow ng statenent:
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“The nunbers follow ng the mark are not part of the mark as
shown.” The speci men shows the mark as foll ows:
RECYCLOSSORB ® 550.

In his first Ofice action, the Exam ning Attorney,
inter alia, citing Trademark Rule 2.61(b), noted that the
nunber “550” is not shown in the drawi ng. The Exam ni ng
Attorney, in view thereof, required applicant to state if
it believed that the nunber is nerely a grade designation
or nodel nunber, and to submt evidence show ng use of the
mark with other simlar notations.

In response, applicant stated that “The designation
‘550" following the mark is a conposition description and
is not part of the mark. ... the abbreviation ‘550" is not
being used in a trademark sense. This is the first product
in the RECYCLOSSORB product |ine and, thus, additional
| abel s showing a variety of conpositions is [sic] not
avai l able at this tine.”

In his next Ofice action, and citing Trademark Rul e
2.51' and TMEP §807.14 (3d ed. 2002), the Exanining Attorney
stated that the drawi ng of the mark RECYCLOSSORB differs

fromthe display of the mark RECYCLOSSORB 550 shown on the

! Trademark Rule 2.51(a) states, in relevant part, that “the
drawi ng of the mark nust be a substantially exact representation
of the mark as used on or in connection with the goods and/or
services.”
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speci nens; that the designation “550” identifies a grade
desi gnation or nodel nunber; that applicant stated

addi tional |abels showing a variety of conpositions were
not avail able; and that, therefore, applicant nust submt a
substitute speci nen showi ng use of the mark as it appears
in the draw ng.

In response, applicant restated its previous
expl anation, and submtted evidence in the formof screen
prints fromits website and sone third-party websites as
evi dence that the use of nunbers (or letters) as a
conposition description is the “standard practice of the
i ndustry.” Applicant argued that “The grade designation is
standard in the industry as shown in the attachnents and,
thus, is not part of the mark but only indicates the
specific chem cal product in a series of related chem cals
froma specific source.”

The Exam ning Attorney then made final the requirenent
for a substitute specinen showing the mark as it appears in
the draw ng, explaining that he had considered applicant’s
argunents and evi dence and “found them unpersuasive.” He
again cited Trademark Rule 2.51.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing

was not requested.
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As shown by the prosecution history of this case as
rel ated above, the Exam ning Attorney has refused
regi stration based on his requirenent that applicant submt
a substitute specinen show ng the mark w thout the nunbers
“550” (along with an affidavit or declaration that the
substitute specinmen was in use as of a date prior to the
filing date of the application as required by Trademark
Rule 2.59(a)).

The Exam ning Attorney contends that the mark
RECYCLOSSORB i s not a substantially exact representation of
the mark RECYCLOSSORB 550 shown on the specinens; that the
word and the nunber appear in the sane font, size and col or
on the specinmens; that the word al one does not create a
separate and distinct commercial inpression; and that
al though the registration synbol appears between the word
RECYCLOSSORB and t he nunmber “550,” use of the registration
synbol is inproper where the mark has not been federally
regi stered. The Exam ning Attorney finds applicant’s
evi dence of industry use of nunbers as grade designations
to be unpersuasi ve because here applicant has not used a
second grade designation for its RECYCLOSSORB product |ine;
and that applicant nmay never use its RECYCLOSSORB mark with
any product grade designation other than “550.” He

concl udes that registration nust be refused, based on the
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requi renent for a substitute specinen, inasnuch as the
current specinmens do not show (are not a substantially
exact representation of) the mark as it appears in the
drawi ng, i.e., the word RECYCLOSSCRB al one.

Appl i cant contends that custonmers and conpetitors in
the rel evant industry recogni ze that marks indicating the
source of the goods are followed by grade designations, or
nmore specifically, “a nunmerical or other designation
i ndi cating the specific chem cal product sold under the
specific trademark, in order to distinguish the many types
of chem cals sold under a specific mark” (brief, p. 2);
that the nunber following the mark is essentially “a short
hand designation of the chem cal being sold” (brief, p. 2);
t hat purchasers of these products understand the mark is
the word and not the nunber designation follow ng the word,
and that the mark RECYCLOSSORB creates a separate
commercial inpression wthout the nunber “550.”

We clarify that the only issue before the Board is
whet her applicant’s mark as shown in the draw ng conforns
to the mark shown on applicant’s specinens (that is,
whet her the mark RECYCLOSSORB shown in the drawing is a
substantially exact representation of the mark as used on
the specinens). Because we find that it does, we reverse

the refusal to register.
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As explained in 3 J. McCarthy, MCarthy on Tradenarks

and Unfair Conpetition, 819:59 (4th ed. 2001):

“Mutilation” refers to a situation
where a seller seeks registration of
sonething less than the totality of his
trademark. That is, the seller
“mutilates” his trademark, severs a
part of it, and seeks registration only
of that part. The Patent and Trademark
Ofice may then reject registration,
saying that the applicant is trying to
regi ster sonething less than his ful
trademark, thereby attenpting to obtain
protection for an elenent that is only
his in conbination wth other words or
synbols. (footnote and citations
omtted).

The nunber *“550” is sonewhat spatially separated from
the word RECYCLOSSORB and the encircled “R' is placed
bet ween the word and the nunber. In addition, in this
case, applicant has submtted evidence that generally the
entities in the relevant industry (applicant, as well as
its conpetitors, including GE Specialty Chem cals, Atofina
and Cl ariant) use nunbers to specify the various
conposition descriptions within a line of a particular
chem cal. Applicant’s evidence of pages fromits website
i ncludes several trademarks al nost all of which include at
| east sone, and in nost cases many, listings for a single
mark each with a different nunber (or letter and nunber)
designation (e.g., ATMER, CHI MASSCRB, | RGAFQCS, | RGANOX,

| RGAMOD, | RGASAN, RECYCLOSTAB, TINWIN, UWITEX). The sane
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is true of the evidence for each of the third-party
websites -- CGE Specialty Chemcals, Atofina and Cariant.
Applicant al so submtted photocopies of six |abels show ng
its mark | RGANOX fol l owed by different nunbers (259, 1520,
1330, 1098, 1076 and 1010). It is clear that it is conmon
i ndustry practice to utilize the nunber not as a mark or
part of a mark, but as a chem cal conposition designation
to differentiate between the specific products in a series
of related chenical products.?

Wil e the Exam ning Attorney is correct that applicant
has not yet offered a second product in its RECYCLOSSORB
product line, applicant has clearly stated that its product
sol d under RECYCLOSSORB 550 is the first product in a
product line. Certainly, the evidence fromapplicant’s
website indicates that its various product |ine marks are,
in fact, used with conposition designation nunbers. Such
use is anal ogous to use of a mark followed by a generic

termfor the particular goods. The Exam ning Attorney, on

2 The cases cited by the Exam ning Attorney, including In re
MIller Sports Inc., 51 USP@d 1059 (TTAB 1999), are inapposite
here. The MIller Sports case involved the mark M LLER SPORTS (in
stylized lettering) and a skater design on a black background,

but the applicant applied to register only the skater design and
the partial capital letter “M” The case now before the Board
does not involve the applicant attenpting to register an

i nconpl ete and i nseparable portion of a conposite word and desi gn
mar K.
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the other hand, offers only speculation that applicant w |
not use the mark RECYCLOSSORB for a line of products.

We agree with applicant that its mark is registrable
W t hout the nunber designation. That is, applicant’s
drawi ng presents a substantially exact representation of
the mark as actually used in comerce, and applicant need
not submt a new speci nen showi ng the mark w thout the
nunber desi gnati on.

Decision: The refusal to register based on the

requirenent for a substitute specinmen is reversed.



