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Thi s appeal involves two applications filed by
Manuf act ure Jaeger-LeCoul tre SA! on May 29, 2002 to register
product design marks for “horol ogi cal and chrononetric

i nstrunments, nanely watches.”

1 On July 16, 2003, during the course of prosecution, applicant
advi sed the Examining Attorney that the original applicant had
been acquired by and becane a division of Ri chenont
International, S. A, and that a copy of the assignment had been
recorded in the Assignment Branch of the USPTO on Decenber 20,
2002.
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Application Serial No.76413051,2 for the mark shown
bel ow, includes the follow ng description, as anended:

The mark consists of a configuration of
a rectangul ar watch case in one position
froma series of novenents whereby the
wat ch case may be inverted. The watch
case border design and the terns JAECER-
LECOULTRE and JL are cl ainmed as features
of the mark

Application Serial No. 76413157,2% for the mark shown
bel ow, includes the follow ng description, as anended:

The mark consists of a configuration of
a rectangul ar watch case in one position
froma series of novenents whereby the
wat ch case nmay be inverted. The raised
hori zontal lines and the terns JAECGER-
LECOULTRE and REVERSC® are cl ai ned as
features of the mark.

2 The application was originally filed pursuant to Section 1(b)

of the Act, based on an asserted bona fide intention to use the
mark in commrerce; applicant subsequently filed, on July 16, 2003,
an anmendnent to allege use in which it asserted first use and
first use in comerce between Switzerland and the United States
on June 1, 1997.

% This application was originally based on use in conmerce,
Section 1(a), with 1998 asserted as the date of first use and use
in interstate comrerce. Applicant subsequently anmended the basis
of the application to Section 44(e), relying on its Sw ss
registration and an asserted intention to use the mark in

conter ce.
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Applicant also submtted a statenent in this application
that the lining in the mark is a feature of the mark and is
not intended to indicate color, and that the English

translation of REVERSO is “l reverse.”

Bot h applications contain the follow ng disclainer:
No claimis nmade to the exclusive right
to use the configuration of the
wat chcase, the hour and mnute dials
appearing on the watch face, the crown
for adjusting the hour and m nute dials,
and the watch band apart fromthe mark
as shown.

Regi stration of both marks has been refused pursuant to
Section 2(e)(5) of the Trademark Act, on the ground that the
“pivot notion” portion of the configuration is de jure
functional, and pursuant to Trademark Rule 2.37, on the

basis that applicant has failed to submt an acceptable

description of each mark
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The appeal s were consolidated for purposes of the oral
argunent, and because they involve the sane issues and
evi dence, we are deciding both in a single opinion. Because
the prosecution histories of the applications are very
simlar, with the sane evidence and argunents and even the
sanme sentences used in the Ofice actions and responses in
both, we will discuss themusing the papers and dates in

Application Serial No. 76413051.

Prosecution history

In the first Ofice action, the Exam ning Attorney
sinply requested information, including, inter alia, whether
the mark has been the subject of a design or utility patent.
Prior to receiving a response by applicant, the Exam ning
Attorney issued a second Ofice action in which he refused
registration on the ground that the mark nerely describes
applicant’s watches. After review ng applicant’s response
to this action, the Exam ning Attorney issued another O fice
action in which he stated that it was not clear whether
applicant was seeking to register a two-di nensional or a
t hree-di nensional mark; if the latter, registration was
refused on the ground that the mark was functional or, in
the alternative, not inherently distinctive. An acceptable

drawi ng, a description of the mark, and a discl ai ner were
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also required. If the mark sought to be regi stered was
i ntended to be two-dinensional, a disclainmer was required.
On July 16, 2003, applicant filed a response in which,
inter alia, it indicated that its mark was a three-
di mensi onal configuration of the goods.* As a result, on
January 13, 2004, the Exam ning Attorney issued an Ofice
action in which he nmade final the refusal of registration
pursuant to Section 2(e)(5) of the Trademark Act, 15 U S. C
1052(e)(5), on the ground that applicant’s mark is
functional. The Exam ning Attorney then issued, on July 13,
2004, a further Ofice action in which he found that the
anended description of the mark and the discl ai ner
previously submtted by applicant were unacceptable, and
requi red an acceptabl e description of the mark and an
acceptable disclainer. He also continued the refusal under
Section 2(e)(5). This action included the “six-nonth

response” clause, and appeared to be a non-final action.

* Applicant al so asserted acquired distinctiveness, in connection
with Application Serial No. 76413051, as to “the configuration of
a watch face in one position in a series of novenents whereby the
watch face is reversed as well as the terns JL and Jaeger-Le
Coultre that appear on the watch face” (response filed July 16,
2003) and, in connection with Application Serial No. 76413157,
with respect to “the configuration of a watch face in one
position in a series of novenments whereby the watch face is
reversed as well as the terns Reverso and Jaeger-Le Coultre that
appear on the watch face” (response filed July 14, 2003). The
Examining Attorney accepted the acquired distinctiveness clains
in the Ofice actions mailed January 13, 2003.
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However, applicant appealed fromthis action on January 4,
2005.

We note at the outset that the appeal in both
applications was proper. Trademark Rule 2.141 provides that
upon final refusal by the Exam ning Attorney, an applicant
may appeal to the Trademark Trial and Appeal Board, and that
“a second refusal on the sane grounds nay be considered as
final by the applicant for purpose of appeal.” Requirenents
for an acceptable description of the mark and for an
acceptabl e disclainmer, as well as the refusal under Section
2(e)(5), had previously been raised by the Exam ni ng
Attorney, and it was therefore appropriate for applicant to
treat themas “second refusals on the same grounds” and file
its notices of appeal.

In both of its appeal briefs, which applicant tinely
filed on March 2, 2005, applicant included a proposed
anmendnent of the description of its mark, as well as a new
disclainmer. W point out that the proper procedure to have
such anmendnents consi dered woul d have been for applicant to
have filed with the Board a request for remand, which the
Board woul d then have considered and, if granted, would have
suspended action on the appeal and remanded the application

to the Exam ning Attorney for consideration of such
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amendnents.® Al though proper procedure was not followed in
this case, it appears fromthe Exam ning Attorney’ s briefs
that he has treated the description and the disclainmer as
those that were set forth in applicant’s briefs. It is also
clear fromthe Exam ning Attorney’s briefs that the

Exam ning Attorney did not find the anmended description and
di scl ai mer accept abl e.

At the oral hearing held in this consolidated appeal,
the Board indicated that it had concerns about whether the
descri ptions adequately conveyed what applicant was clai m ng
as its marks, and the Board indicated that it would | ook
favorably on a request for remand if applicant and the
Exami ning Attorney could reach a nutually acceptable
solution with respect to the description and di scl ai ner
requi renments. Applicant subsequently filed such a request
in each appeal, which was acconpani ed by a proposed anended

description and a proposed disclainer. The Board granted

® Inits brief, applicant clains that there was no need to renmand

the file to the Exami ning Attorney because the requirenent as to
an acceptabl e di scl ai mrer and description of the mark were
previously raised by the Examining Attorney in two different

O fice actions. Although the Exam ning Attorney’s repeating

t hese requirenents nmade proper applicant’s notice of appeal,
despite the fact that the Exanining Attorney had not made these
requirements final, the raising of these requirenents did not
avoid the need for applicant to request a renmand, rather than
sinply proffering anended descriptions and disclainmers inits
brief, particularly in view of the fact that applicant did not
subnit a description and disclainer that was in accord with the
| anguage suggested by the Exam ni ng Attorney.
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the requests, but noted that, because of the advanced stage
of the proceeding, if the proposed anendnents were found to
be not acceptable, the Exam ning Attorney need only indicate
this and return the file to the Board.

The proposed disclainer is the same for both
applications. The Exam ning Attorney, on remand, stated
that he "accepts the applicant’s anended disclainmer.” W
view the Exam ning Attorney’s statenent as a finding that
the disclaimer is acceptable, and that the requirenent in
each application for a disclainer has been withdrawn. W
therefore treat the applications as containing the follow ng
di scl ai mer:

No claimis nade to the exclusive right
to use the configuration of the

wat chcase, the hour and m nute dials
appearing on the watch face, the crown
for adjusting the hour and m nute dials,
and the watch band apart fromthe mark
as shown.

Wth respect to the description of the marks, however,
the Exam ning Attorney stated, in both applications, that he
“rejects the applicant’s anended description of the mark.”
In view thereof, we consider the operative description of
each mark to be the one that was set forth in applicant’s

appeal briefs, as these were the descriptions that were the

subj ect of the issue briefed by applicant and the Exam ni ng
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Attorney.® To do otherwise would result in further briefing
on the issue of the acceptability of the | atest proposed
description of the mark. In this connection, we note that,
in his refusal to accept the proposed descriptions, the
Exam ni ng Attorney asserted that each description would be a
material alteration of the respective marks, which would
raise a new issue. The Board s remand of the application
after the appeal had been fully briefed and oral argunent
had been held was limted to a consideration of whether the
proposed anmended description would obviate this requirenent.
Thus, we have given no consideration to the proposed
anendnents to the descriptions in applicant’s requests for
remand. For Application Serial No. 76413051, the issue of
the acceptability of the description of the mark concerns

the foll ow ng description:

® Inthe Ofice action rejecting applicant’s |atest proposed

amendnent to the description of the mark, the Exam ning Attorney
gave extensive reasons as to why the proposed anmendnent to the
description was unacceptable. Applicant clainmed that the
Examining Attorney violated the Board s order by providing such
reasons, since the Board order stated that “the Exam ning
Attorney need only indicate in an Ofice action...that the
proposed anendnents are unacceptable.” The Board thereupon

i ssued an action stating that the Exam ning Attorney did not
violate the Board’' s order by expl ai ning why he found the proposed
anended description unacceptable, and that the Board intended by
t he above-quoted | anguage only to advise the Exami ning Attorney
that he was not required to provide such reasons, not that he was
prohi bited from providing reasons for his decision. However, in
view of the fact that the operative | anguage for the description
of the mark is that set forth in applicant’s appeal brief, the
Exanmining Attorney's coments as to why the |ater proposed
description is unacceptable has no real effect on our deci sion.
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The mark consists of a configuration of
a rectangul ar watch case in one position
froma series of novenents whereby the
wat ch case may be inverted. The watch
case border design and the terns JAEGER-
LECOULTRE and JL are cl ainmed as features
of the mark

while, for Application Serial No. 76413157, the applicable

description is:
The mark consists of a configuration of
a rectangul ar watch case in one position
froma series of novenents whereby the
wat ch case may be inverted. The raised
hori zontal lines and the terns JAECGER-
LECOULTRE and REVERSC® are cl ai ned as
features of the mark.

There are, thus, two issues before us on appeal. One
is whether, in view of the above description in each
application, the Exam ning Attorney’s requirenent for an
accept abl e description nust be affirnmed pursuant to
Trademark Rule 2.37, and the second is whether each applied-
for mark is de jure functional under the provisions of
Section 2(e)(5) of the Trademark Act, and is therefore
prohi bited fromregistration.’

The appeal s have been fully briefed and, as indicated

above, an oral hearing was held for the consolidated

" The Examining Attorney had, in an early Ofice action, stated

that, even if the configuration were not de jure functional, it
was not inherently distinctive. As noted in footnote 4,
appl i cant then asserted acquired distinctiveness, and the
Examining Attorney, in the Ofice action dated January 13, 2004,
accepted applicant’s acquired distinctiveness claim

10
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appeals. In applicant’s appeal briefs, it has raised an
objection to “ten pages fromthe United States Patent O fice
dat abase [submtted with the January 13, 2003 O fice action]
referencing five of Applicant’s United States design
patents.” Applicant points out that copies of the actual
patents were not provided, nerely two-page sumrmaries from
the United States Patent and Trademark O fice (“USPTO)
records and, citing In re Duofold Inc., 184 USPQ 638 (TTAB
1974), asserts that the failure of the Exam ning Attorney to
submt conpl ete copies of these patents bars consideration
of them by the Board. Duofold stands for the proposition
that the Board will not take judicial notice of USPTO
records. Wiile the Board will not take judicial notice of
the contents of the patents thenselves, since they have not
been submtted, the USPTO sunmaries are properly of record
and therefore may be considered by the Board for whatever
limted probative value they may have. W also point out
that, if applicant believed the summaries did not correctly
reflect the subject matter of the patents, applicant could
have submtted the actual patents. However, it does not
appear that applicant believes that the patents underm ne
its position, as it has stated that “none support[s] a

finding of functionality.” Brief, p. 17.

11
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Acceptability of the Descriptions of the Marks

It appears fromthe argunents and evi dence of record,
as well as the statenents nade at the oral hearing, that
applicant seeks to register the configuration of a watch in
whi ch the watchcase can be turned so that the “face” of the
wat ch can be placed directly against the wist, and the
ot her side of the watch, whether consisting of a netal back,
or another watch face, would be the side that can be viewed.
The fact that the watchcase can and does turn is a feature
of the mark. Applicant states inits reply brief that the
mark is “a specific configuration of a particular wistwatch
during its notion.” p. 10. Wile applicant states that it
is not attenpting to register the nmechani smor the neans
that creates the notion, applicant is attenpting to register
the configuration of a watch as it nakes the pivoting
not i on.

We nust confess that, as we view the draw ngs of the
mar ks shown in the applications, we could not determ ne that
what is sought to be registered is a watch that nakes a

pivoting notion.® Because the drawings do not clearly show

8 The issue of the sufficiency of the draw ngs, however, is not

before us. The Examining Attorney had previously required, in
the Ofice actions dated April 4, 2003, an acceptabl e draw ng,
but did not maintain this requirenment. Thus, because the issue
of the acceptability of the drawing in each application has

al ready been consi dered, we have no basis to remand the
applications to the Exam ning Attorney for further consideration

12
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that applicant is claimng a watch with a reversing notion
for the watchcase, it is inportant that the description of
the mark clearly reflects the mark that is being clai ned.
Applicant did not address the requirenent for an acceptable
description of the mark in its appeal brief, apparently
believing that the anmended description of the mark that was
offered in each brief would satisfy this requirenent. The
Exam ning Attorney, in his briefs, does not discuss why the
description of the mark is unacceptable, although he does
clearly state that the refusal under Trademark Rule 2.37
shoul d be affirnmed. The O fice actions in which the
Exam ni ng Attorney repeated the requirenent for an
acceptabl e description state that the description “is

i nadequat e because it does not clearly describe the mark.”

O fice action mailed July 13, 2004.

Application Serial No. 76413051

In the Ofice action mailed July 13, 2004, the
Exam ni ng Attorney suggested the foll ow ng description:

The mark consists of a configuration of
a rectangul ar watchcase wth an attached
wat chband. The wat chcase includes a
border design consisting of nultiple

of this issue. See Trademark Rule 2.142(f); TBMP 81209. 01.
Moreover, at the oral hearing the Exami ning Attorney was
specifically asked about the sufficiency of the draw ngs, and he
stated that he considered them an accurate representation of the
respective marks. Therefore, even if it were pernissible for us
to renmand the applications on this issue, there would be no point
in our doing so.

13
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adj acent circles, a crown for adjusting
t he hour and m nute dials, and a pivot
mechani smthat permts the watchcase to
be turned over, so that either side of
t he wat chcase may be visible based upon
how t he user positions the watchcase.
The watch face displays the wording JL
and JAEGER- LECOULTRE. The wat chcase
border design, the terns JL and JAECGER-
LE COULTRE, and the pivot nmechanismare
clained as features of the mark.

Applicant has explained, inits reply brief, that it has not
adopt ed the Exam ning Attorney’s proposed description of the
mark as a “pivot mechani snf because applicant is not seeking
to register the mechanismthat creates the notion, only the
configuration of the watch as it nmakes the pivoting notion.
Thus, as indicated, the description offered by applicant is:

The mark consists of a configuration of

a rectangul ar watch case in one position

froma series of novenents whereby the

wat ch case may be inverted. The watch

case border design and the terns JAECER-

LECOULTRE and JL are clainmed as features

of the mark

We find that the above description offered by applicant

does not provide adequate notice of the nature of

applicant’s mark.° See Inre R M Smth Inc., 219 USPQ

° Al though the anended description of the mark as proposed by the

applicant after the oral hearing is closer to that suggested by
the Exanmining Attorney, it refers to a pivot notion, rather than
a pivot nechanism and it includes a reference to “nultiple

adj acent jewels,” which were not in the Exam ning Attorney’s
suggestion nor, in fact, were jewels nentioned by either
applicant or the Exami ning Attorney in prior incarnations of the
description, or suggestions regarding the description. As we

st at ed above, because we remanded the application to the
Examining Attorney only to consider whether the anendnent woul d

14
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629, 633-34 (TTAB 1983), aff’'d. 734 F.2d 1482, 222 USPQ 1
(Fed. GCir. 1984) (" ...registration of the instant
configuration without any formal description of applicant's
mar k or explanation of the el enents which applicant clains
function as its mark woul d, we believe, hinder conpetitors
who woul d not know if the features which they are using in
t heir products, whose overall configurations are not
dissimlar fromthat of the applicant, subject themto a
suit for trademark infringenent.”) One sinply reading the
description of the mark, in conjunction with view ng the
drawi ng, woul d not understand the mark to be what was
di scussed by applicant at the oral hearing. |In particular,
one woul d not recognize that the clainmed mark includes not
only a watchcase that can be reversed by a series of
movenents, but also that the particular novenents that are
involved in reversing the watchcase are clainmed as features
of the mark

The requi renent for an acceptabl e description of the
mar k, made pursuant to Trademark Rule 2.37, is therefore

af firned.

obvi ate the requirenment for an acceptabl e description, and not,
after briefing and oral argunment had been conpleted, to reopen
exam nation and briefing, we have not considered the
acceptability of the proposed anendnent.

15
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Application Serial No. 76413157

The Exam ning Attorney suggested the follow ng
description in the Ofice action nmailed July 13, 2004:

The mark consists of a configuration of
a rectangul ar watchcase wth an attached
wat chband. The watchcase includes three
rai sed horizontal |ines above and bel ow
the watch face, a crown for adjusting
the hour and mnute dials, and a pivot
mechani smthat permts the watchcase to
be turned over, so that either side of

t he wat chcase may be visible based upon
how t he user positions the watchcase.
The watch face displays the wording
JAECGER- LE COULTRE and REVERSO. The

rai sed horizontal lines, the term
JAECGER- LE COULTRE and REVERSO, and the
pi vot mechani sm are clained as features
of the mark

As with Application Serial No. 76413051, applicant has
stated in its reply brief that it has not adopted the
Exami ning Attorney’ s proposed description of the mark as a
“pi vot mechani sni because applicant is not seeking to
regi ster the nechanismthat creates the notion, only the
configuration of the watch as it nmakes the pivoting notion.
Thus, as indicated, the description at issue, i.e., the one
offered by applicant in its appeal brief, is:

The mark consists of a configuration of

a rectangul ar watch case in one position

froma series of novenents whereby the

wat ch case nmay be inverted. The raised

hori zontal lines and the terns JAECGER-

LECOULTRE and REVERSC® are cl ai med as
features of the mark.

16
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For the sanme reasons we set forth in finding that the
description in Application Serial No. 76413051 is
unacceptable, we also find that the proposed description of
the mark in this application is not acceptable.

Thi s description does not provide adequate notice of
the nature of applicant’s mark.® One reading the
description of the mark, in conjunction with view ng the
drawi ng, woul d not understand that the particul ar novenents
that are involved in reversing the watchcase are cl ai ned as
features of the mark. W also point out that the use of the
“® registration synbol is not appropriate to include in the
description of a mark

Accordingly, the requirenent for an acceptable
description of the mark, nade pursuant to Trademark Rul e

2.37, is affirned.

0 W note that the anended description of the mark as proposed

by the applicant after the oral hearing is closer to that
suggested by the Exanining Attorney, but as we pointed out in our
di scussion regarding Application Serial No. 76413051, that
description refers to a pivot notion, rather than a pivot
nmechani sm whi ch was not in the Exam ning Attorney’ s suggested
description. As stated previously, the application was remanded
to the Exanmining Attorney only to consi der whether the anendnent
woul d obviate the requirenment for an acceptabl e description, and
not, after briefing and oral argunment had been conpleted, to
reopen exam nation and briefing. Therefore, we have not

consi dered the acceptability of the | atest proposed anmendnent.

17
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Functionality of Proposed Marks

Al t hough applicant has not submitted satisfactory
descriptions of the marks, as we stated previously, the
argunents and evidentiary subm ssi ons nmade during
exam nation/ prosecution, and at the oral hearing, have nade
it clear to us what the true nature of the marks are. In
particular, we note that Exhibit 15 of applicant’s July 16,
2003 response is an article which, as the Exam ning Attorney
poi nts out, “contains a series of sequential photographs
showi ng how t he watch case can be turned over to display a
second watch face.” Brief, unnunbered p. 4. Thus, we can
make a determ nation as to whether applicant’s mark is
functional and therefore prohibited fromregistration by
Section 2(e)(5) of the Trademark Act.

Section 2(e)(5) of the Trademark Act prohibits the
registration of a mark that conprises any matter that, as a
whol e, is functional. 15 U S.C. 81052(e)(5). InlInre
Morton- Norwi ch Products, Inc., 671 F.2d 1332, 213 USPQ 9
(CCPA 1982), the Court of Custons and Patent Appeals (the
predecessor to our primary reviewi ng Court) set out four
factors to consider in determ ning whether a configuration
is de jure functional

(1) the existence of a utility patent

disclosing the utilitarian advantages of
t he design;

18
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(2) advertising materials in which the
originator of the design touts the
design’s utilitarian advant ages;

(3) the availability to conpetitors of
functionally equival ent designs; and

(4) facts indicating that the design
results in a conparatively sinple or
cheap net hod of manufacturing the

pr oduct .

In Traf Fi x Devices Inc. v. Marketing Displays Inc., 532
US 23, 58 USPQ2d 1001 (2001), the Suprene Court discussed de
jure functionality in the context of a trade dress
infringenment case. (The term*“trade dress” is often used to
refer to product features, such as configuration marks, to
whi ch trademark rights are clained. See Anerican Flange &
Manuf acturing Co., Inc. v. R eke Corp., _ USPQd__ (Ops.
91153479 & 91154680 (TTAB June 5, 2006)). It stated that a
prior, expired utility patent:

is strong evidence that the features
therein clainmed are functional. |If
trade dress protection is sought for
those features the strong evi dence of
functionality based on the previous

pat ent adds great weight to the
statutory presunption that features are
deened functional until proved ot herw se
by the party seeking trade dress
protection. Were the expired patent
clainmed the features in question, one
who seeks to establish trade dress
protection nust carry the heavy burden
of showing that the feature is not
functional, for instance by show ng that
it is merely an ornanental, incidental
or arbitrary aspect of the device.

19
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Traf Fi x Devi ces, supra, 58 USPQ2d at 1005. The Court al so

said that the functionality of the spring design in that
case “means that conpetitors need not explore whether other
spring juxtapositions m ght be used,” and that there was no
need to engage in specul ati on about other design
possibilities. This statenment raised a question about

whet her the Mdrton-Norwi ch factor of the availability of
alternative designs still played a role in the functionality
anal ysi s.

Subsequently the Court of Appeals for the Federal
Circuit, our primary review ng Court, explained that the
Suprene Court’s decision in TrafFix did not alter the
Morton-Norwi ch analysis. “Nothing in TrafFi x suggests that
consideration of alternative designs is not properly part of
the overall mx, and we do not read the Court’s observations
in Traf Fix as rendering the availability of alternative
designs irrelevant.” Valu Engineering Inc. v. Rexnord
Corp., 278 F.3d 1268, 61 USPQR2d 1422 (Fed. Cir. 2002). The
Federal G rcuit recognized the Suprene Court’s finding that
once a product feature is found functional based on other
considerations, there is no need to consider the
availability of alternative designs, but said that the

availability of alternative designs could still be a

20
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| egitimate source of evidence to determ ne whether a feature
is functional in the first place.

In view thereof, we consider whether the applied-for
configuration is de jure functional by |ooking to the
Mort on- Norw ch factors.

Appl i cant has supplied certain background information
about how its watch configuration cane to be designed.
According to applicant, in 1931, in response to the request
of British polo players, applicant comm ssioned Rene-Alfred
Chauvot to design a watchcase that woul d protect the
ti mekeepi ng nmechanismof a wistwatch. The watch that he
desi gned becane known as the “Reverso,” and according to
applicant it “has remained essentially unchanged for over
sixty-five years.” Response filed July 16, 2003.

In both applications, the portion of the configuration

which is under dispute in ternms of its functionality is the

1 The advertising materials submitted by applicant show sever al

versions of the watch; therefore, although applicant has stated
that the “Reverso” watch has remmi ned essentially unchanged, we
nmust assune that applicant is referring either to a specific

wat ch style known as the “Reverso” per se, which is different
fromthe styles shown in the drawi ngs of the applications, or to
the reversing wat chcase feature of its various watches. |In this
connection, we note that there are several styles of watches
shown in applicant’s literature which are identified by such
nanes as “Reverso Florale Tiaré,” “Reverso Florale,” “Reverso
Neva,” “Reverso Duetto,” and “Reverso Sun Moon,” as well as
“Reverso” per se. Further, applicant’s response includes the
statenent, “The case for the Reverso, a feature of which is the
subject of the instant application”; this is a further indication
that the configuration for which registration is sought is not
the specific watch style known as the “Reverso.”

21



Ser Nos. 76413051 and 76413157

part of the watchcase that can be turned in order to effect
a reversing notion by which one side of the watchcase is
flipped to the other side. Al though the draw ngs include
depictions of the faces and bracelets for the watches, it is
clear that the primary feature applicant seeks to register,
and the feature that the Exam ning Attorney contends is
functional, is the reversing nature of the watchcase. Thus,
it is this feature that we consider in our application of

the Morton-Norwich factors. |If that feature is de jure

functional, applicant’s marks cannot be registered. Inre

R M Smth, Inc., supra; Petersen Mg. Co. v. Centra

Purchasing, Inc., 740 F.2d 1541, 222 USPQ 562, 569 (Fed.

Cr. 1984); American Flange & Manufacturing Co., Inc. v.
Ri eke Corporation, supra.

The first factor is the existence of a utility patent.
Appl i cant has nmade of record a utility patent, No.
1, 930, 416, which issued on October 10, 1933 to Rene Alfred
Chauvot, the designer of applicant’s Reverso watch. The
patent is for a “sliding and pivoting wistlet watch” whose
novenents make “it possible to wear sane either with the
di al exposed or entirely protected.” The drawing of the
i nvention shows a configuration of a watch that can be noved
in the sanme manner as the configuration in the subject

trademark applications. The invention states that its
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object “is to provide an extrenely sinple construction of
this kind of watch, particularly suitable for people
practising sports or doing manual work.” The patent goes on
to state that by turning over the watchcase in this fashion,
“It is possible to place the watch in its support, dial
uppernost, as in ordinary watches, or to place it face
downwards in such a way that it becones as a netal case
entirely closed and in the inside of which all the delicate
parts of the watch are perfectly protected.” 1In discussing
the way the novenent works, the patent points out that “the
fact that during the sliding novenent the watch case is
slightly raised in relation to its support is very inportant
inthat it facilitates the pivoting. It is easier to pass
with the finger under the case in order to turnit.” It is
clear that the features fundamental to the invention

di sclosed in the patent have been carried forward into each
of the configurations sought to be registered as trademarks.
See In re Visual Communications Co., 51 USPQRd 1141 (TTAB
1999).

Applicant has al so nade of record a Swi ss patent, No.
159982, for the sanme device, which issued to Rene Alfred
Chauvot in 1933, and which states, inter alia:

The advantage of this watch resides in
the fact that, in one of the positions

of the case that is being turned over,
in which the watch face cones to be
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| ocated inside the support, the latter
is entirely protected; the entire device
t hen has the appearance of a snmall netal
box that protects all the sensitive
parts of the watch, while, in its other
position of being turned over, it
presents the appearance of a norma

wri stwat ch.

..t is intended to be worn like a
normal wristwatch which, however, has
the advantage that it can be turned over
in a so-called protection position when
there is a risk of it being subjected to
shocks or inclenment weather, for

exanpl e, when its wearer engages in
sports or manual | abor.

As noted previously, in TrafFix the Suprenme Court
stated that great weight is to be accorded a utility patent,
including an expired utility patent, in the anal ysis of
whether a mark is de jure functional. Despite this,
applicant argues that its expired utility patent does not
require a finding that the reversing novenent of the
wat chcase is functional. Rather, applicant asserts that
t echnol ogi cal advances since the tinme the patent was issued,
in particular, advances in the design of watch crystals, has
made the utilitarian advantages disclosed in the patent
superfluous and obsol ete. Applicant has conceded that, at
the tine the patents issued, the ability to reverse the
wat chcase was a de jure functional feature of the watch

“Applicant concedes that in, say, 1933, its design was

functional.” Reply brief, p. 4. Applicant has al so
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explained that “[o]riginally, the Reverso was designed as a
means for sportsnen, specifically polo players, to protect
the delicate tinme keeping nechanismof their watches from
any damage that m ght occur during the course of a match.”
Response filed July 16 2003, p. 9. However, applicant
asserts that intervening changes in watch technol ogy have
rendered the design of no significant utilitarian advantage.
As the Suprene Court stated in TrafFix, 58 USPQ2d at

1005, and as quoted at |ength supra, the existence of an
expired patent is stong evidence that the features therein
clainmed are functional. Applicant has acknow edged that it
has a “heavy burden” under TrafFix to rebut the evidence of
functionality shown by the expired patent. Reply brief, p.
4. To do so, applicant has explained that “in 1932, one
year after the original Reverso design was manufact ured,
wat ch manufacturers, including Jacques David LeCoultre
[ applicant’s predecessor], began using scratch resistant,
virtual ly unbreakabl e, sapphire glass in the crystals of
hi gh quality watches.” Response filed July 16, 2003, p. 13.
Applicant submtted an excerpt from “Reverso The Living
Legend” that includes the foll ow ng statenent:

By now the production of sapphire gl ass

for watch applications had becone

operational. Jacques-David LeCoultre

was in fact one of the first in the

industry to use this inprovenent. As of
about 1932 a “de | uxe” version of the
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Reverso was already fitted with sapphire
gl ass. Although this m ght appear to
deprive the still-young “reversible

wat ch” of its raison d étre, its Art
Deco shape was highly fashionabl e and
custoners |iked the discreet charm of
its reverse

I n addi tion, applicant has provided an excerpt fromthe
gl ossary on the Macy’'s website that defines “sapphire
crystal” as “the hardest crystal available for watches and
used in high-quality tinme pieces, sapphire crystal is
virtually scratchproof and shatter-resistant,” while the
website The Village Jewel | ers. com says “Transparent sapphire
is used for scratch-proof watch gl asses.”

The Exam ning Attorney, on the other hand, has
submtted pages fromthird-party Internet websites, as well
as newspaper articles, that indicate that the reversing
ability of applicant’s watch still protects the watch and
thereby retains its utilitarian val ue.

The Reverso is the perfect accessory as
it is capable of standing up to the
rigours of many a sport. The watch is
nmounted on a solid carriage so that it
can be turned over to protect the glass
and di al .

“New Straits Tines,” (Mlaysia) Nov. 2,
2002

This is a recently introduced version of
the class JLC Reverso. Like its
predecessors, it has the novenent

nmount ed on a hinged nechanismso that it
can be rotated to protect the crystal
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and dial during sports activities, or in
this case, to provide two different
di al s.

The Wat chsel | er

Reverso Gran’ Sport

A reinvention of the Reverso watch-the
Gran’ Sport is designed for vigorous
activity.

The Jaeger LeCoutre Society

...they conceived and pioneered the idea
of the Reverso watch, which allows the
wat ch face to be pivoted and turned
upsi de down so the dial of the watch
faces the wist and the back of the

wat ch faces upwards. This is so the

wat ch remai ns undamaged if using for any
kind of activity.

Third party advertisenent for “Jager
[sic] Le Coultre Master Reverso Gran
Sport”

[ websi t e address not provi ded]

In addition, an advertisenment on the E-Bay website for the

Rotary Reverso Elite, described as a “cheaper alternative to

the LeCoultre Reverso,” states:

ot her

Li ke the LeCoultre Reverso the ROTARY
REVERSO ELI TE watch flips over to
protect the face if you are
participating in sone kind of vigorous
activity where the face of your watch
may be in danger, but you don’t want to
take it off or you have no place to
store it away ORif you want to show off
t he spectacul ar novenent exposed by an
observati on back.

It appears fromapplicant’s statenents, as well as

materials of record, that sapphire glass for watch

crystals prevents scratching and shattering, such that, with

the advent of the use of such crystals, there was an
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alternative to reversing the watchcase in order to protect
the crystal. The fact that applicant’s own watches use
sapphire crystals so that, when in the reversed position,
sonme of the watches reveal a second face, while in others
the crystal allows the wearer to see the nechani sm
denonstrates the protective quality of the crystal.
However, while applicant may enpl oy sapphire glass for the
crystal in its watch, the configuration it seeks to register
is not limted to watches with such crystals. Thus,
conpetitors mght wish to nmake a reversing watch that does
not use a sapphire glass crystal, relying on the reversing
ability of the watchcase alone to provide protection for the
wat ch crystal and nmechani sm

Moreover, we note that, notw thstanding the protection
provided by the crystal, applicant still touts in sone of
its advertising the protection provided by the reversing
nature of the configuration. For exanple, applicant’s
brochure, “The Manufacturer’s Book of Ti nepieces,” (Exhibit
14) contains an advertisenent for the Reverso Art Deco, a
watch reported to first have been introduced in 1992. 1In a
bullet Iist of information about the watch is the heading

“Special features of the case,” followed by the statenent
“Pivoting case optinmally protects the wistwatch; sapphire

crystal back; solid silver dial.” Thus, the reversing
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feature was still being touted as providing protection to
the watch in 1992, sixty years after applicant has argued
herein that the feature becane obsolete. Mreover, it
appears that newspaper reporters and sellers of the watch
are under the inpression that the reversing feature stil
has a protective function.

In view of this m xed information, and considering the
heavy burden on applicant to rebut the evidence of the
utility patent that the design protects the watch nmechani sm
we cannot say that applicant has shown that the reversing

nature of the watch is now non-functional .

2 Further, in viewof this mxed information, it is not
necessary for us to consider applicant’s argunment that, despite
the expiration of its utility patent over 50 years ago,
conpetitors have chosen not to copy the configuration. In any
event, we point out that inlIn re Caterpillar Inc., 43 USPQd
1335 (TTAB 1997), the applicant nade a sinilar argunent, nanely,
that in the tinme since its patents expired, no one else in the

i ndustry had adopted the particular design for its tractors and
that, if conpetitors considered applicant's design to be
superior, then others in the industry would have adopted the
design for their own conpeting tractors. The Exam ning Attorney
rai sed a nunber of contrary theories, including: 1) since
applicant continued to assert rights in the configuration design
conpetitors nmight be unwilling to get into a dispute with the

i ndustry | eader; 2) conpetitors mght believe that the |evel of
sal es of el evated sprocket tractors did not justify, despite the
functional superiority of applicant’s design, a redesign of their
own conventional tractors; and 3) that, because a | engthy period
of research and devel opnent is necessary to nmanufacture new heavy
machi nery, insufficient time had el apsed fromthe expiration of
the utility patent six years earlier. (This latter explanation
woul d not apply in the present situation, since the patents had
expired nore than 50 years ago.) The Board recogni zed that it
could only speculate as to why no one el se had adopted the
design, but that “[w hatever the reason, although no one in the
i ndustry apparently has copi ed the el evated sprocket
configuration design, this fact is outwei ghed by the clear
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Mor eover, even if, arguendo, sapphire glass crystals
now fulfill the protective function of the reversing
wat chcase, it is not clear to us that the availability of

this alternative is sufficient to overcone the evidence of

evi dence of functionality of the configuration.” 43 USPQRd at
1340.

Because there are many reasons why a conpetitor may choose not to
copy a utilitarian design, we cannot conclude that a previously

patented configuration is no longer functional fromthe fact that
conpetitors have not copied it. Mreover, the two cases cited by

applicant, In re Honeywell, Inc., 8 USPQ2d 1600 (TTAB 1988), and
In re Zippo Mg. Co, 50 USPQ2d 1852 (TTAB 1999), are readily
di stingui shable fromthe present situation. In Zippo, the Board

found that the clainms in the patent were for the interna
mechani sm of the product, and did not relate to the configuration
for which registration was sought, which accommodated the

i nternal mechani sm but was not shown by the patent to have
utilitarian value. |In the present case, on the other hand,
appl i cant seeks to register the configuration of a watch that
makes a particular reversing notion, and it is a configuration of
a watch that can nmake this reversing notion that is the subject
of the patent. Zippo also referred to a difference in
circunstances fromthe tine the applicant’s |ighter had been
found functional by the Court in 1963 in Zi ppo Manufacturing
Company v. Rogers Inports, Inc., 216 F. Supp 670, 137 USPQ 413
(SDNY 1963), and the Board’'s decision in 1999, specifically,

evi dence of several alternative designs, as a result of which the
Board found that other manufacturers could conpete effectively

wi t hout adopting applicant’s design. Zippo was decided prior to
the Suprene Court’s decision in TrafFix and it is doubtful, in
view of the Court’s statement therein, that if Zi ppo were decided
today the Board would have relied so heavily on the evidence of
alternative designs to distinguish the Southern District’s
decision. As for Honeywell, the Board nmade the comment therein
that a nunber of years had el apsed since the expiration of a
design patent, rather than a utility patent; further, this
conment was made in terns of whether the Board could revisit the
i ssue of the registrability of a configuration that had

previ ously been found de jure functional. In the actual analysis
of the Morton-Norwi ch factors, the Board specifically found that
applicant’s expired utility patents did not denonstrate the
utility of the circular, round cover, that the clains rel ated
only to the inner workings of the thernbstat. |n the present
case, of course, the expired utility patents are for the
configuration that applicant seeks to register.
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functionality shown by the utility patent. That is, we
cannot determne fromthe record herein whether sapphire

gl ass crystals would add nore to the cost of manufacture of
wat ches than it would otherw se cost to manufacture watches
that have the reversing apparatus/ notion clainmed by
applicant. GObviously using sapphire glass for a watch
crystal adds a certain cost to the manufacture of a watch.
Equal Iy obvi ously, manufacturing a watch with the reversing
apparatus woul d be nore expensive than nmaking a watch that
does not have this apparatus. 1In this connection, we note
applicant’s assertion that its watches “are assenbl ed by
hand by highly skilled watchmakers.” Response filed July
16, 2003, p. 12. However, even though applicant chooses to
assenble its watches by hand, we do not know whether it
woul d be possible to enploy a nore autonmated nmanufacturing
process, such that it mght provide a cost benefit to use
the reversing apparatus rather than to use a sapphire gl ass

3

wat ch crystal.'® However, we need not engage in such

specul ati on because, as discussed bel ow, the reversing

13 |t appears that manufacturers of high-end watches generally

use sapphire glass crystals. Even applicant uses such a crystal
on its Reverso watch and therefore, it is certainly possible
that, even if the reversing nechani smwere | ess expensive to
manuf act ure, wat chmakers would still use the sapphire gl ass
crystal
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apparatus/notion offers benefits other than that of
protecting the watchcase.

Therefore, even if, arguendo, we were to find that the
reversing feature of the watch is no | onger necessary to
protect the watch crystal or watch nmechanism the inquiry
does not end there. The fact that applicant’s watch can be
reversed provides a significant conpetitive advantage ot her
than protecting the watch crystal or nmechanism Under the

second Morton-Norwi ch factor, we consi der whether or not

applicant’s advertising materials tout the design’s
utilitarian advantages. As applicant’s adverti sing
materials show, the ability to reverse the watch face all ows
one to change the appearance of the watch. For exanple, one
nodel of applicant’s watch presents a watchface with a style
for day, while when the watch is reversed it can be used for
evening. Watches with dual dials, on front and back, can

al so be used to show different tinme zones. Another version
of the watch nmay be used with the watch side up, or can be
reversed to ook like a bracelet with an engraved case.
Applicant’s website, wwv. jaeger-|lecoultre.com advertises
the Reverso Duetto as: Exclusively fem nine, the Reverso
Duetto mrrors a vision of tinme dedicated to beauty and a
passion for fine watchmaking. ..Wth subtle duality, it

reveals its everyday charmon one side and flirts with the
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evening glow on the other. (Exhibit 5). Applicant’s
brochure (Exhibit 14), states that with the use of the
sapphire case-back, the Reverso was “re-invented” in 1991
“to use the second side either for additional functions or
as a ‘living’ work of technical art.”

Articles about the Reverso by third parties al so point
out the advantages of the reversing capability:

Havi ng another side opens all sorts of
creative design opportunities, and JLC
has exploited them aggressively, with
nunmer ous Reverso nodels. The netal back
is often engraved, although there are
al so enanel ed backs (in a series show ng
pi ctures of the four seasons, for
exanpl e) and j ewel ed backs.

* k%
O, the reverse side can be used for
anot her dial, as in the Duetto, which
has dressy and sporty dials. The Duo
uses the back to show another tinme zone,
along with a night-or-day indicator on a
24-hour subdial, in place of the snal
seconds dial. Also, the front dial is
white, and the back is black, giving you
a choice of color.

* k%
The front dial is silver in color.with
bl ack nunerals and markers. ... Both the
mai n and seconds di als echo the
rectangl e of the case—note that the tick
mar ks and the nunerals follow a
rectangul ar | ayout.
... The back dial is black, and | ooks to
me even nore Art Deco than the front.
Now the dial is round and the hands are
thicker. ...So, the back side, in
addition to being for a different tine
zone, al so doubles as the night side.
In addition, since the dial is another
color and has a different design,
reversing the Duo al so gives you a

33



Ser Nos. 76413051 and 76413157

change of pace. Truly two watches in
one.

* %k %
| find the idea of a watch with two
faces, set to different tinme zones, very
conpel i ng...

* k%
What | |ike about the Reverso is that it
is incredibly well finished, it has two
time zones, and it has both dressy and
| ess-dressy faces.

M J. Rochkind, Review of the Jaeger-Le

Coul tre Reverso Duo © 1998,

www. basepat h. com

.the watch’ s special about-face feature

appeal ed to non-athletes, too. People

started nonogrammi ng the case backs and

even illustrating them

The Jaeger-LeCoultre Reverso,

www. bi dt heewel | . com
In addition, The Watchsell er advertisenent, quoted
previously, points out that the reversing novenent of the
Reverso provides two different dials.

We al so note that advertisements for the third-party

Rotary reversible watch, which applicant describes as an
alternative design, touts the fact that the reversible case

reveals “a second dial or a decorative case back.”

The third Morton-Norwi ch factor is the availability to

conpetitors of functionally equival ent designs. Applicant
states that it has identified three watch manufacturers that
mar ket watches with rotating cases, and asserts that each
wat ch “has a case notion that is entirely different from

that of Applicant’s mark.” Brief, p. 13.
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The first watch is the Cartier Bascul ante watch. The
adverti senment shows that this watch pivots in a vertica
notion, as opposed to the horizontal notion used in
applicant’s watch. The second watch is called the Doppi o,
and applicant describes the notion as “a novenent forward
and out of the case and a subsequent pivoting or tw sting of
the watch face.” Response filed July 16, 2004. Although
the notion is not identical to that used by applicant’s
watch, it is essentially a horizontal turn. The third watch
is the Rotary reversible watch. Applicant describes this
wat ch’s notion as being “a forward and twi sting notion
simlar to that of de Gisogono’s Doppio and not at all |ike
Applicant’s mark.” Id.

Essentially, then, applicant has provided only two
alternative designs to the applied-for configuration.
Moreover, it appears to us that, while there nmay be m nor
variations in how the watch may be reversed, there are only
two basic ways: horizontally or vertically. W note that
applicant considers that the sliding notion of its watch as
the case is reversed is unique. However, in practical
terns, if applicant were to obtain a registration for its
wat ch configuration and the notion that it makes, it would

effectively preclude any other watchmaker from being able to

regi ster a watch configuration that turned in a horizontal
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manner. And such a registration mght well be used to

precl ude anot her wat chmaker from using a watch configuration
with a horizontal reversing notion. |In any event, even if
we were to consider the three watch configurations submtted
by applicant as alternative designs, there are still a very
limted nunber of designs available to conpetitors. See In
re Lincoln D agnostics Inc., 30 USPQ2d 1817 (TTAB 1994)
(seven alternative designs considered very limted).

Mor eover, applicant’s expired U.S. utility patent shows
the functional superiority of its particular design in
reversing the watchcase. As noted previously, the patent
points out that “the fact that during the sliding novenent
the watch case is slightly raised in relation to its support
is very inportant in that it facilitates the pivoting. It
is easier to pass with the finger under the case in order to
turn it.” Thus, the notion nmade by the watch in reversing
t he wat chcase—a notion that applicant has nmade clear it
seeks to register as part of the configuration—+s dictated
by functional considerations. Applicant’s expired patent
al so states, as noted previously, that the object of the
invention is “to provide an extrenely sinple construction of

this kind of watch.”
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Applicant’s own literature also refers to the
superiority of its design in that the watchcase can be

reversed using a small turning radius:

One need only consider the small “turn”
whi ch affords so nuch pl easure but which
has its price—nechanically speaking. |If

it were any ot her way, the “genius

wat chmakers” in Le Sentier would not
have wat ched so casually the many
attenpts that have been nmade to imtate
t he uni que Reverso principle in nore
than sixty years.

“Reverso—fhe Living Legend,” p. 174
(Exhi bit 10)

The fourth Morton-Norwi ch factor i s cost—ahether the

asserted functional feature is a result of a cheaper or
sinpl er nethod of manufacturing the product. W cannot
determ ne fromthe evidence of record that this is the case.
As noted above, applicant’s expired utility patent stated
that the object of the invention is “to provide an extrenely
sinple construction of this kind of watch.” However, it is
clear fromthe materials that are of record that applicant’s
wat ch i s expensive, and that to create it applicant uses
mast er wat chmakers, and the work is done by hand. As stated
previ ously, we cannot ascertain whether applicant’s
reversing watch configuration can only be manufactured by

hand, or whether it is applicant’s choice to manufacture it
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4 Because we cannot determ ne whet her

in this manner.?
applicant’s reversing configuration can be manufactured nore
easily or cheaply, and because the evidence we do have shows
that the actual manufacture of applicant’s product is done
by hand, we treat this factor as neutral.

Al t hough this |last factor does not show that

applicant’s configuration is de jure functional, it is not

necessary that all four Morton-Norwi ch factors be net in

order to find a configuration de jure functional. See In re
Edward Ski Products Inc., 49 USPQd 2001 (TTAB 1999). Here,
the evidence shows that the ability of the watch
configuration to reverse provides the ower with, in effect,
two different watches, either by creating a watch with a
different style on each side, or a watch show ng different
time zones on each side, or a watch with a tinmepiece on one
side and an decorative piece of jewelry on the other. |If
applicant were to obtain exclusive rights to this two-

wat ches-i n-one configuration, conpetitors would be at a
significant, non-reputation-rel ated di sadvantage. As we
have al so stated, applicant’s patent shows the utilitarian

advant age of the manner in which its watch makes the

4 As we al so stated, supra, we cannot ascertain whether the cost

of sapphire glass crystals to protect the watch crystal or watch
mechani sm woul d be | ess expensive than the cost of nmanufacturing
the watch using the reversing configuration
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reversing notion, such that, even if we were to consider the
Cartier, Doppio and Rotary watches to be three different
alternative reversing watches, they cannot be said to be
equal alternatives. Accordingly, in viewof all the

evidence with respect to the Mdirton-Norwi ch factors, we find

that applicant’s configuration is de jure functional, and is

not entitled to registration.

Deci sion: For each application, the requirenent for an
accept abl e description of the mark and the refusal on the

basis that the configuration is functional are affirned.
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