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BOX TTAB -- NO FEE
TRADEMARK
1880-0124T

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

APPLICANT: UMICORE

APPL. NO.: 76/361,192

FILED: January 23, 2002

MARK: "UMICORE"

CLASS: Intl, Classes 1, 2, 6, 9, 14, 40, 42
TRADEMARK

ATTORNEY: Verna Beth Ririe

LAW OFFICE: 105

REQUEST TO REMAND TO TRADEMARK ATTORNEY

ATTN: ROCHELLE RICKS
Assistant Commissioner for Trademarks June 23, 2004

2900 Crystal Drive
Arlington, Virginia 22202-3513
Sir:

Further to your telephone conversation with Todd Hardy of our office on
June 22, 2004, this is a request that the Trademark Trial and Appeal Board
suspend the appeals proceedings and remand the above-identified application to

the Examiner for consideration of the Amendment filed on December 4, 2003.
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It is noted that a Communication was mailed by the Trademark Trial and
Appeal Board on May 11, 2004, vacating the holding of abandonment, re-
instituting the appeals proceeding and resetting the due date for submitting the
appeal brief.

It is noted, however, that the filing of an appeal brief should not be
necessary. Since amending the Identification of Goods was the only issue raised
by the Trademark Attorney in her January 24, 2003 Office Action and October 7,
2003 Communication, and the Amendment filed on December 4, 2003 addressed
this issue, it is believed that all the requirements of the Trademark Attorney have
been complied with for the purpose of placing the present application in
condition for publication. Therefore, it is believed that it is not necessary to file an
Appeal Brief,

Again, it is respectfully requested that the Trademark Trial and Appeal
Board suspend the appeals proceeding and remand this application to the
Trademark Attorney for consideration of the Amendment filed on December 4,

2003.
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Please charge any fees or credit any overpayment pursuant to 37 C.F.R. §

2.6 to Deposit Account No. 02-2448,
Respectfully submitted,
Certificate of Transmissin

 nerehy Cetly hat tis comespandence i being BIRCH, STEWART, KOLASCH & BIRCH, LLP
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L . Ms. Rochella Ricks From: Jarnes M. Stattery
Trademark Trial and Appeal Beard

U.5. Patent and Trademark Office

Faxs (703) 746-7116 Date; June 23, 2004
Phone: Pagest 4  (ineluding cover sheat)
Your Refa Ouwr Ref:  1880-0124T

Re: 115, Appl. No. 76381182 oo
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P.O. Bax 747
Falls Church, Virginia 22040-0747

Phane: 8000 = -
e %) 2089080 Birch, Stewart, Kolasch & Birch, LLP
{703) 698-8580 (GIV)

Fax

Te: Ms. Rochelle Ricks From:  James M. Slattery

Trademark Trial and Appeal Board

LIS, Patent and Trademark Office

Fax: (703) 7467116 . Date:  June 23,2004 Resendt 8/5’[ o4
Phone: Pages: 4 (ncluding cover sheel)

Your Ref.: Our Ref:  1880-0124T

Re: LS. Appl. No. 76/361,192 cc:

] urgent [C] For Review [:I Please Comment [ ] Please Reply [] Please Recycle

This transmisslan Is Infanded for tha sole use of the Individual and entity to whem it Is addressed, and may contain infermation that
ia privileged, confidential, and exempt from disclosure under applicable law. You are hareby notified that any disseminatian,
distributian, or duplication of this transmisslon by sameona cther than the intended addresssa or its designated agent |5 strictty
protibited. If your receipt of this transmissian is in emor, please notify this fim immediately by collact cak t (703) 205-8000, and
send the onginal transmisslion to us by retum mail at the address above,

Comments:

PAGE 1/5* RCVD AT 8/5/2004 3:14:39 PM [Eastem Dayfight Time] * SVR:USPTO-EF XRF-210* DNIS: 7467116 * CSID:7032058050 * DURATION {mm-s):01-20



BOX RESPONSES -- NO FEE
TRADEMARK
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANT: UMICCRE
APPL. NO.: 76/361,192 SN~ -
FILED: January 23, 2002 L
MARK: “UMICORE"
INT'L CLASSES: 1,2,5,9, 14,4) and 42
TRADEMARK
ATTQRNEY: Vema Beth Ririe
LAW OFFICE: 103
AMENDMENT
Assistact Corumissioner for Trademarks December 4, 2003

2900 Crystal Drive
Arfington, Virginia 22202-3513

Sir:
Iz response to the Trademark Atiorney's Commanication dated Qctober 7,
2003, the iclowing amendments and remarks are respectiully subrmited In

connection with the above-identified applizaiicn.

IN THE APPLICATION:
Page 1
Ir the second paregraph, deicte the entire identification of Goods and

Recitation of Services and substittie therefor the following:

(AR AL A

12-04-2003
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International Class 1

Chemicals used in the metal plating industry, namely, temnpering
and soldering preparations for use in metalworking or soldering in
the nature of abrasives, acids, actinium, caustic alkali,
alkaiine-carth metals, alkaline iodides for induatrial pLIposes,
alkaline metals, salts of alkaline metals, alkalis, alumina, antimony,
antimony oxide, antimony sulphide, silver mitrates, silver salt,
solutions for silvering, lead arsenare, arsenic, arsenious acid,
bacteria, galvanizing bath sclutions, bsrum, barium cormnpounds,
agghatinants for congcrete, manganese dioxide, bismuih, basic gallate
of bismuth, carbide, and ceraric giazings; chemical preparations for
use in the manufaciure ¢f metal 2iloys; chemice: reegents for
performing analyses in laboratcries; industrizl chemicals, namely,
chloring, cobsit oxide for use in ceramics and chemicals; corrosive
catalysts or use in the metalworking industry; chemicais for use i
the manufacture of paints, vitriol, and ensmei: bichloride of tin, iron
salts, and binding and moiding cherucais for use in the metal
foundry industry; gadclinium, geliwm, germanium tetrachloride,
germamiwm  dioxide and salis for use in optics and plastic
galvanizing bathe and galvanizing preparations; polvzthylene
terephtaiate for use in chemicais for freproofing preparations. lodine
for use i the chemical mGustry; lenthenum, Hthium, magnesium
carbonate, meagnesitc, mugnesium chiosde, 1 iangarale, mangsnese
dioxide, mersury, mercuric oxide, and mercury salts for use in the
manufacture ¢f pharmacsuticals, chemicals and batteries;
merailoids, tempering chemicals for use in metal hardening in the
metalworking industry; metal annealing chemicals, salts from rere
carth metals, saite of precious metais, and mineral acids for use in
nuciear reactors; chemicals for use in tke manufactizre of mardants
for metals; neodymivum, nitrates, geld saits, chromivm oxide, lead
oxide, paladious chlorides, persuiphuric acid and phoesphatcs for
ase in e manwaciure of ferlilizers; lead acetate, water purifying
chemicais for use in waler purificetion installations; rasnium,
rahidiam,  samarivm, scandivm, sciscium, sodium selenite,
chemical saits for use in the menuiactare of fertilizer; metal piating
compositions in the nalure of silver saits, geld saits, salts for
galvanic cclls, silicon, sodiur, sodiium salts, calcined soda and
caustic sods for industrial operations; sulphur, fowers of sulpher,
strontiurm, suiphales, sulphides, Fiziphurous acid, sulphuric acic,
wilerium, chemicel vulcanization accelerators, yiterbivm, yitrium,
arconia, siver nitrate, nickel suplates, zine selenide, gzallium
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arsenide, thalium salts, and nigh purity cobalt, all for use in the
optical, chemical and agricuitural industries, and i electronics;
chemicals used in photography, namely, silver nitrate.

International Class 2

Paints, vammishes, lacquers, preservatives against rust, mordants,
metals in loil and powder form for painiers, decoraiors, wrinters and
artists, namely, sluminuam paints against corrosion aluminum
powder for inhibition, earrosion aluminum puwder for inhibitants in
the nature of a coating, rust preservatives in the nature of a coating,
silver emulsion pigments; silver paint for artist use on ceramics,
sdver leaf foll, silver paste in the nature of & paint-type coeung for
printirg, silver powder, bactezicidal interior paints, white and blue
coovants for use i the manufecture of pants, wood prescriatives,
paint ior use in the manufacture of ceramics, cobalt oxide colorants
for use I the ceramic pigments. paint for use in gilding, clear and
zinc oxide pigmented ceatings uscd =1 the nature of paint, Ltharge
piginente, coatings used as a protectant for meials, meta: foll for
painters, decorafors, printers and artists, aluminum pigmenis,
enameis Ii the naturs of house and industrial paint, hacteria! house
paints, fireproof house paints, vigments, hright platinum paint for
ceramics, protective paint-type ccatings for metais and titanivam
dioxide pigments.

intervaticnal Class 6

Cemmen metals and their alicys unwrought or semi-wrought, in
igois, namely, zias, cobslt, copper, nicke), lead ore, silver-nickel
alloys, comman metal alloys, aluminurm, antifricion common inctai,
berylliam, brenze, cadmium, chromium, Un, galena ore, germerium,
celtium, indium, iron, steel, orass, magnesium, manganese,
prrephoric metals, melyddenurm, aickel, nisbium, laralum,
titanium, tungster, vanadium, wolfram, and zirconium: mieta!
buiiding marenisl, namely, fascia; transportabie buildings of metal;
metal tracks for sl vehicles; non-eiectric cables and wire of
common meial; ironmonge:y in the nalure of me:al nordware,
nameiy, nuts and washers; pipes snd iubes of metal; metal safes;
tinfoil; wirc of common mctai: bungs of metal; flange coliars of meal
for armewur plating: cEps of metal for cabics and pipes; rings of metai;
aluminum foil; aluminum non-insulated wire; copper wire; wire,
except fuse wire, of common metai alloys; metal Junctions for pipes;
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zinc and cepper in sheet form for covering roofs; nmamenia) and
decorative articles for buidings in ziie, copper and other metals;
namely coor and window frames, parts of mofs, weather cocks and
gutters; meta scaffolding: manually operated metal water ripe
valves; melal cornice mouidings; metal cornices; elbows of matal for
pipcs; metel roof coverings; mets! hardware, nameiy, clamps and
hooks; non-insulaled copper wire: metal gutter pipes; metal gutlers,
metai building malerial, namely, fascia and wall linings; metal clips
for cables and wires; junclions of metal for pipes; metal cladding for
construction and building; metal tubes; tiles of meral; pipe muffs of
metal; fercules of metal; metat tailding material, namely, iron slabs;
metal £5tings for coffins, namely, hinges; hand-operated metal reels
for flexibie hoses; metal fittings for windows, namely, ciasps; metal
weather vanes; pre-fabricated meta! bulidings, namely, porches;
metal buildizg flashing; metal building material, rnarely, siwmninum
sheets and plates; Sucts of meral for ventilating and air conditioning
installations; low melting Doint mcta) alioys for lens blockinig and
turbine blade manufacturing; and sculpturss made of NOn-Presious
rmeal,

Iniemetonal Class 9

P

Scienulic apparatus and instrilments, namely, lasers nol, for medica]
purposes and laser accessories, nemely, infrared lasers, fiber optics
ior use in lasers, fiber optics, fiber-ontic cables, thenmal irnaging
systems comprised of Jher optic light and image conduits, aptical
leises and coated cptical lenses, optical lens sights, sptieal
inspection subassemblies for indusivial use composed of optical
beam sputters and cpticai murtors, sclar collector cells, and parels,
optical icnses composed of chsicogenide glass, silicon and
germanium  wafers, silicon iusulafing and multi-laver waters,
scrmiconductors and semiconductor substrates, and germanium
substretes for space solar ceilector cells.

International Clags 34

Precions mctals and their allovs, namely, silver, iridium, gold,
wsmmium,  pailacdiam, piatinm, rhedium  and  ruthenivm; ond
precicus slones, namely, diamonds.
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International Class 40

Trcatment of materials, namely, ithe custom manifacturc of metal
building materials; chromium plating; tin plating; blacksmithing
laminating of metal platcs; metal casting; silver plating; destruction
of waste and trash; giiding: water treatment: eleciroplating;
geivanizing, fireproofing of clotk; incinerstion of waste and trash;
metal plating, metal iempering; nickel piating; gold plating, recyciing
of weste and trash; cadmium plating bumishing by akrasion;
optical glass grinding; producticn of energy; waste and trash refining
treatment in oil; soidenng; vulcanization; custom manufaciure of
dust and zinc powder: and custorm manufacture of zine oxide.

Internationai Class 42

Legal services; sciensifie and indusaial research; enginsering: patent
licensing; chemics! research; chemist services; consuitation zervices
ir: the field of architectara: design; intellectuat property consultation;
constriction:  drafiing; consultanicy in the field  of computer
hardwers; consuitancy in the fielg of comphliance with environmentat
prolection laws; industrial design; material testing; conducting of
technical project feasibility stucies; geclogical surveying, underwater
cxploration; enginecring drawing; geoicgical prospecting; intellectual
property licensing: computer software design for others; research
and development of new products or sthers; srd tecknical research
in the ficid of metallurgy.

REMARKS
The Appiicant thanks the Trademark Attorney for ihe very thorough
consideration giver: the present application and rhe courtesy extended during ain

intervicw with regard o the prescat applicetion.
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Identification of Goods and Recitation of Services

The Trademark Attorney objccted to the wording  “silver salts” and
“selenium” in Internaticnal Class 1 as being indefinite. During an interview with
the Trademark Attomney, it appears that the Trademark Attorncy accepted the
rest of the Identification of Goods and Reciiation of Services. As set forth
hereinabove, the Applicant hags deleted the terms “silver salts® ard “selenium®
frem the Identification of Goods ir Interrational Clags 1. The Identification: of

Geods is now believed to be definite and accurately identifles <h

{4

goods ¢f the
Appiicart.

Oz October 2C, 2003, = Reques: for an Extsnsion ¢f Thire for Piling an
Appeal Brief was filed before the Tradermark Trigl anc Appcal Board. "he
Appheant requested an additivnal wwvo iz, month extension of time, 1 order 10
amend :he Identification of Goods as requestsd by the Trademerk Attornes

Therciore, the present Amendmer® is within the time peried allowable for the

Apglicant to fle z response to the Tradernark Attorney’s action of Cciober 7,

It 18 believed that the present application is in condition for publication. An

carly Notice of Publication is respectiuily requests

=N



ttorney Docket No. 1880-0124T
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Law Office 105
. Page: 7
Please charge any fees or credit any overpaymcent pursuant o 37 C.IR
§2.6 te Deposit Acccunt No. 02-2448.

Respectfully submitted,

BIRCH, STEWART, KOLASCH & BIRCH, LLP

By BN %

mes M, Slariery
%g"stm,lu N 28, JBC

P.G. Box 747
Falls Church, Virginia 22040-G747
Teisphone: '703 203-8000



