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: . 1. Filing date, serial number, mark and
CORRESPONDENT EMAIL,ADDRESS: , ' applicant's name. .
. . o ) 2. Date of this Office Action.
"3. Examining Attomey's name and
Law Oftice number.
4. Your telephone number and e-mail
address.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Grange Insurance Association - L BEFORE THE
Trademark: GRANGE INSURANCE - TRADEMARK TRIAL
GROUP - ) o
Serial No: 76/279718 . s AND
Attorney: Claire Foley =~ ‘A ; APPEAL BOARD
Address: Chrlstensen O Connor Johnson : ON APPEAL
Kindness®
1420 Flﬁh Avenue
Suite 2800

Seattle, WA "98101 |
EXAMIN ING ATTORNEY’S APPEAL BRIEF
The applicant has appealed the trademark examining attorney’s final refusal to register the mark
GRANGE INSURANCE GROUP which will be used with property and casualty insurance

underwriting services. The examining attorney refuses registration on the Principal Register



o °
because the apphcantvs mark is lII(ely tI) be éonfused with the marks in Reglstratlon No. 1,535,724,
GRANGE INSURANCE YOUR PARTNER IN PROTECTION and design, Registration No.
1,604,932, GRANGE LIFE INSURANCE YOUR PARTNER IN PROTECTION and design,
Registration No. 1,636,326, GRANGE LIFE INSURANCE and de51gn and Reglstratlon No.
1,663,622, GRANGE INSURANCE and de51gn All four marks are used for insurance
underwriting services. Trademark,Act Section 2(d), 15 U.S.C. §1052(d); TMEP §1207.01.
 ISSUE

The sole issue on app_e’al[i"s whethéer the apﬁlica’nt’s mark, GRANGE INSURANCE GROUP, is
confusingly similar to Ihe Inarks m Regivstration No. 1,535,724, GRANGE INSURANCE YOUR
PARTNER IN PROTECTION and de51gn Reglstratxon No. 1,604,932, GRANGE LIFE
INSURANCE YOUR PARTNER N PROTECTION and design, Reglstratlon No. 1,636,326,
GRANGE LIFE INSURANCE 'e}nd demgn, and Registration No. 1?663,622, GRANGE

INSURANCE and design, when used with identical services.
FACTS -

On July 3, 2001, the applicant soﬁght to reglster the proposed mark GRANGE INSURANCE
GROUP for insurance underwrltmg serv1ces in Internatlonal Class 36. In an office action dated
August 28, 2001, the exammmg attorney refused registration under Trademark Act Section 2(d)
because the mark was confusIngly sirIlilar to the marks in Registration No. 1,535,724, GRANGE
INSURANCE YOUR PARTNER IN PROTECTION and design, Registration No. 1,604,932,

GRANGE LIFE INSURANCE YOUR-.PARTNER IN PROTECTION and design, Registration No.




® L
1,636,326, GRANGE'LIFE INSL%IRAN,CE_‘anc.i deéign, and Registrétion No. 1,663,622, GRANGE
INSURANCE and désién, becaijse the recitaeion of services was indeﬁnite,vand because the
wording “INSURAN¢E GROUP” required a disclaimer under Trademark Act Section 6. In a
response dated March..4, 2002, th} applicant provided an acceptable recitation of services and the
required disclaimer and agguéd th;lt the mark wels not confusingly similar to the cited marks. The
refusal to register urnd;er Trademz;:rk Aet Section 2(d) was made final on June 4, 2002, and this

appeal ensued.
:©  ARGUMENTS

The examining attorney must ana%_lyze eech case m two steps to determine whether there is a
likelihood of confusioﬁ. V‘Firs‘t, thje examinihg éttorney must look at the tmarks themselves for
similarities in appearance, :sound c?)nnotation and commercial impression. /n re E. . DuPont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C C.P.A 1973). Second, the examining attorney
must compare the goods or- serv1ces to determme if they are related or if the activities surrounding
their marketing are such that confusion as to origin is likely. In re August Storck KG, 218 USPQ
823 (TTAB 1983); In re lnternatzona/ Telephone and Telegraph Corp., 197 USPQ 910 (TTAB
1978); Guardian Produ:ctS;Co_. v, Scoff Papel Co., 200 USPQ 738 (TTAB 1978). TMEP

§§1207.01 et seq.

I. Relatedness of the services
In the present case, there is no question that the services offered by both the applicant and the

registrant under their respective marks are related because the services are identical. Both parties




use the mark in relation to insurance underwriting services in the fields of property and casualty

insurance.

II. Similarity of tl;_e_ nlgrks :

The examining attorney must corrfi)are the rnarke for similarities in sound, appearance, meaning or
connotation. In re E.VI. DuPont:‘fle Nenzours & Co 476 F.2d 1357, 177 USPQ 563 (C.CP.A.
1973). Similarity in a»ny one of theee elenlen‘rs is sufficient to find a likelihood of confusion. /nre
Mack, 197 USPQ 755 (TTAB 1977) TMEP §§1207.01(b) et seq. While the examining attorney
must look at the marks in their entrretres under Sectron 2(d), one feature of a mark may be
recognized as more signiﬁcant n ereating a commercial impression.- Greater weight is given to
that dominant feature in determrnmg whether there is a likelihood of confusion. /n re National
Data Corp., 224 USPQ 749 (Fed. Crr 1985) T eklromx Inc. v. Daktronics, Inc., 534 F.2d 915, 189
USPQ 693 (C.C.P.A.1976). In ref.j.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988). TMEP
§1207.01(b)(viii). As rhe appl_icenti? states in the brief and in the response to the office action,
“INSURANCE” is highly descriptivé if not generic and is not afforded any significant protection.
The word “GRANGE” is the dominzirnt feature of the ‘marks at issue. While two of the registered
marks contain a slogan, the word “(SéRANGE” is the rr/ord that clearly indicates the source of the
services. It is presented in large type-,ziand when grouped with words such as LIFE INSURANCE”
and “INSURANCE,” it stands out to i.ndicate the source and nature of the services.

The examining attorney rnnst vconsider? the marksiin their entireties in determining whether there is
likelihood of confusion. A disclaimer does not remove the disclaimed portion from the mark for
the purposes of this analysiis. In re National Daia Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir.

1985); Specialty Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281



(Fed. Cir. 1984); In re MCIConiMunicalions Corp., 21 USPQ2d 1535 (Comm’r Pats. 1991). So,
while “INSURANCE,” “LIFE INSURANCE,” and “INSURANCE GROUP” may all be

disclaimed, they remain part of ‘the mark, -emphasizing the source and. nature of the services

performed ~ Grange In-surancga Grdup and Gféngé Life Insurance.

The registered marks all cc;ntain théa same design ‘ele_ment — a waving flag with the letter “G” in the
upper left corner. ThlS dAoes' notfdimin'ish the similarity between the applicant’s mark and the
registered marks. When a mark corfs,ists éf a word portion and a design portion, the word portion is
more likely to be impreésed upon’ a;purchaseg’; mémory and to be used in calling for the goods or
services. In re AppetitbfProﬁsionS Co 3 USPQ2d 1553 (TTAB 1987); Amoco Qil Co. v. Amerco, .
Inc., 192 USPQ 729 (TTAB 1976). TMEP §1207.01(c)(ii). In the case at hand, the literal portions
of both marks are nearly identical in appearance, sound and meaning. The addition of the design
element to the registeregi» marks doe} not ob\;iate the similarity between the marks. Coca-Cola
Bottling Co. v. Joseph E. Sedgmm & Sons, Inc., 526 F.2d 556, 188 USPQ 1‘05 (C.C.P.A 1975).
TMEP §§1207.01(b)(vi—ii) and 12_07.0%_1 (o)1), I%urthermore, the applicant has presented their mark
in typed form, which penﬁits rthefn tﬁoépresent the mark in virtually any manner, including one with

design and stylization elements similar to those of the registrant. TMEP §1207.01(c)(iit).

Two of the registered marks, ’Nos:} 1,53‘-5,77'24 and 1,604,932, contain the slogan “YOUR
PARTNER IN PROTECTION.” This, however, does not significantly diminish the likelihood of
confusion. If the goods or services of ‘the ',;espective parties are closely related, the degree of
similarity between marks required to sui‘)port a finding of likelihood of confusion s not as great as
would apply with diverse goods or services. ECI Division of E Systems, Inc. v. Environmental

Communications Inc., 207 USPQ 443 (TTAB 1980). TMEP §1207.01(b). Furthermore, the slogan




is paired with words that indicate the source of the services, words which are virtually identical to
the mark proposed by the applidant. The -dominant feature of the registered marks remains the

word “GRANGE.”!

1. Absence of actuél confﬁsio;r is not diSpositive

The applicant asserts that thefe hasibeen'no actual confusion during the period of cEntemporaneous
use. However, the test :under Sect@%)n Z(d) of; the Trédemark Act is whether there is a likelihood of
confusion. It is unnecéssa_r-y to sho;v actual confusion in establishing likelihéod of confusion. See
Weiss Associates Inc.:'vﬁ HRL Associates Inc., 902 F.2d 1546, 1549, 14 USPQ2d 1840, 1842-43

(Fed. Cir. 1990), and cases cited thé:_ein. TMEP §1207.01(d)(11).

CONCLUSION

The applicant’s mark, GRANGE INSURANCE GROUP, is confusingly 31m11ar to the marks in
Registration No. 1,535,724, GRANGE INSURANCE YOUR PARTNER IN PROTECTION and
design, Registration No; 1’-604?932i_ GRANGE LIFE INSURANCE YOUR PARTNER IN
PROTECTION and design, =Registre;tion No. 1,636,326, GRANGE LIFE ’INSURANCE and
design, and Registration No. 1,663 622 GRANGE INSURANCE and design because it has a
highly similar appearance, sound meamng and overall commercial impression, and because it is

used on services which are identical to those of the registrant. For the foregoing reasons, the

' The applicant asserts that because The National Grange Order of Patrons of Husbandry (The “National
Grange”) has entered into a licensing agreement with the applicant, the applicant has the right to use the word
“Grange” in its trademarks. While this licensing agreement might have some relevance if the cited registered
marks were owned by the National Grange, a license from a third party does not convey any rights to the
applicant with regard to registered marks cited in this case. The fact remains that there are four previously
registered marks which are confusingly similar to the mark proposed by the applicant.



examining attomey,réépectﬁllly r?quests that the refusal to register on the basis of §2(d) of the

Trademark Act, 15 U.S.C. §1052(di); be affirmed.

~ Respectfully submitted,

Trademark Examining Attorney
. Law Office 114
(703)-308-9114 x122

K. Margaret Le
Managing Attorney



