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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Gregory
Serial No. 76277664
Paul J. Vincenti and Stacey T. Kelly of Vincenti &
Vincenti, P.C. for Rogan S. G egory.
Robert d ark, Trademark Exam ning Attorney, Law Ofice 108
(Davi d Shal l ant, Managi ng Attorney).
Bef or e Hohei n, Holtznman and Rogers,
Adm ni strative Trademark Judges.
Opi ni on by Rogers, Adm nistrative Trademark Judge:
Rogan S. Gregory (an individual) has applied to
regi ster ROGAN as a mark for goods identified as
"bracel ets, rings, chains and pendants" in International
Class 14, "leather handbags and wallets, fabric handbags”
in International Cass 18, and "pants, shirts, footwear” in
International C ass 25. The application is based on

applicant's stated use of ROGAN as a nmark in comrerce since

Mar ch 2000, such date being applicable to all classes.
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The exam ning attorney has refused registration under
Section 2(e)(4) of the Trademark Act, 15 U S.C
81052(e)(4), on the ground that ROGAN is primarily nerely a
surnane. The second office action alerted applicant to the
possibility of registering a surnane as a mark under
Section 2(f) of the Trademark Act, 15 U. S.C 81052(f), or
on the Supplenental Register. Applicant did not attenpt to
amend the application, either to seek registration under
Section 2(f) or on the Supplenental Register. Wen the
refusal of registration was then nade final, applicant
appeal ed. Applicant and the exam ning attorney filed
briefs. Applicant's counsel and the exam ning attorney
al so appeared at an oral hearing.! W affirmthe refusal of
regi stration.

As a prelimnary matter, we note the exam ning
attorney's subm ssion, with his brief, of photocopies of
pages from what appear to be certain dictionaries, with an
inplicit request that we take judicial notice of these
items. However, neither the photocopi ed pages nor the
exam ning attorney's brief specifies the dictionaries from

whi ch the copies were nade. Because this made it

! Examining attorney Jane C. Kang issued the first and second
of fice actions, which included all evidence introduced by the
O fice during exam nation. Exam ning attorney Robert d ark

i ssued the final refusal and brief, and argued the appeal.
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difficult, if not inpossible, for the applicant to discern
the source of these materials, we deny the exam ning
attorney's request that we take judicial notice.

The exam ning attorney's contributions to the record
in this case include evidence that a search of a
conput eri zed dat abase of tel ephone listings by the
exam ning attorney returned 1,087 residential listings of
individuals with the surname ROGAN (a printout of
approxi mately 25 percent of the retrieved listings was
i ncl uded, showing |istings throughout the United States);
15 article excerpts fromthe NEXI S database, each of which
refers to an individual with the surnane ROGAN (the
exam ning attorney's search in the database for ROGAN
reportedly retrieved 19,552 articles including the term; a
printout of the first 10 "hits" or web site links froma
search of the Internet for web pages with the term ROGAN
(utilizing the Google search engine); printouts of
approxi mately a dozen web pages featuring information on
individuals with the surname ROGAN, and a geneal ogy web
page (http://genforum geneal ogy. comrogan/) featuring |inks
to messages posted by nunerous individuals regarding the
nanme ROGAN in their famly histories (e.g., "Rogans in
Mai ne," "Thonmas Carr Rogan Il1 from Chi cago, was ny

father,” and "Re: adoption of Caroline Rogan").
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The applicant's contributions to the record include a
declaration fromapplicant attesting to the facts that
ROGAN is his first nane, not his surname, and that it is
not the surnanme of anyone connected with the design,
manuf acture or production of ROGAN products; a declaration
of applicant's counsel Stacey T. Kelly, used to introduce
searches fromthe website ww. hanrick. com nanmes. htm
illustrating the geographic distribution of the surnanes
ROGAN, HACKLER, KELLY and SMTH in the United States; a web
page showing the results of an "atlas query" that lists
various place nanmes (Rogan in the Ukrai ne; Rogana in
Tennessee; Rogans Hill in Australia; and Roganville in
Texas); two web pages featuring recipes for an Indian dish
naned "rogan josh" (described as "one of the classic Mgu

di shes, "?

it my be prepared with Ianb or beef and is
reported to translate as "red neat"); and one web page
featuring a variation on rogan josh listed as "chicken
rogan. "

The USPTO has the burden of establishing a prima facie

case that a termis primarily nerely a surnane. 1Inre

Et abl i ssenents Darty et Fils, 759 F.2d 15, 225 USPQ 652,

2 W take judicial notice of the following: "Mgul, n. 1. one of
t he Mongol conquerors of |India who established an enpire that
| asted from 1526 to 1857. 2. one of their descendants. ." The

Random House College Dictionary 858 (rev. ed. 1982).
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653 (Fed. Cir. 1985). Moreover, “[t]he question of whether
a word sought to be registered is primarily nerely a
surnane within the neaning of the statute can only be
resol ved on a case by case basis,” taking into account a
nunber of various factual considerations. Id.

There are five accepted factors to be considered in
t he anal ysi s:

(1) I's the word a comon or rarely used surnane?

(2) Does anyone connected with the applicant have that

sur nane?

(3) Does the word have neaning other than as a

sur nane?

(4) Does the word | ook and sound |ike a surnanme?

(5) Is the word presented in use in a stylized form

di stinctive enough to create a separate non-surnane

I npr essi on?

In re Benthin Managenent GnhbH, 37 USPQ2d 1332, 1333-34

(TTAB 1995) (Examining attorney's refusal to register
BENTHI N reversed, because it was a rare surnane, did not
| ook and sound |ike a surname, and was set forth in a
hi ghly stylized oval design).
In this case, there is no stylization or design
i nvol ved; applicant seeks nerely to register ROGAN in typed

form Thus, the fifth factor is not a factor in this case
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and we exam ne the record in light of the first four
factors.

As to the first factor, applicant argues that the
exi stence of nearly 1100 listings of ROGAN i n tel ephone
directories in the United States is evidence that the
surnane is rare, because this is a very small percentage of
the asserted 90 mllion listings covered by the database
drawi ng these directories together, and because applicant's
searches of the hanrick.com website show that individuals
with the ROGAN surname are scattered in small nunbers
around the United States. In addition, applicant argues
that the Board previously has found HACKLER to be a rare
surnane despite the presence of a greater nunber of
listings in the Phonedi sc dat abase than were found by the
exam ning attorney's search for ROGAN in this case (1,295
listings for HACKLER out of what was then approxi mately 80
mllion total listings, conpared to 1,087 |istings for
ROGAN out of what are now reported to be approxinmately 90

mllion total listings).® See Inre United Distillers plc,

56 USPQ2d 1220 (TTAB 2000) .

3 W accept for the purpose of the conparison, applicant's
contention that the ReferenceUSA database used by the exam ning
attorney in this case fornmerly was known as the Phonedi sc

dat abase.
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W do not viewthe United Distillers decision as
setting a per se benchmark stating that unless there are
many nore than 1300 |listings in a database of tel ephone
listings a surnanme nust be found to be a rare. First, we
note that the decision is somewhat equivocal on the
rareness factor, for it initially states that HACKLER "is a
rare surnanme” but later refers to "this relatively rare
surnane"” (enphasis added). More inportantly, the decision
does not rely solely on the database figures to reach a
conclusion on the rareness factor. The United Distillers
decision also relied on the absence of any significant
nunber of listings for the HACKLER surnane fromtel ephone
directories for certain major netropolitan areas (the
bor ough of Manhattan in New York City and t he Washi ngt on,
DC/ Northern Virginia areas). United Distillers, 56 USPQd
at 1221. Simlarly, in the Benthin decision, the
concl usi on regardi ng rareness was based not only on a | ow
nunber of database listings (slightly over 100) but al so on
t he absol ute absence of listings fromthe Boston, Manhattan
and Phil adel phia directories. Benthin, 37 USPQ2d at 1333.

We concl ude that the question whether a surnane is or
is not rare is not to be determ ned solely by conparing the
nunber of listings of the name to the total nunber of

listings in a vast conputerized database. G ven the |arge
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nunber of different surnanes in the United States, even the
nost common surnames woul d represent but small fractions of
such a database. Another issue to be considered, in
assessing howrarely is a nane used, is the nedia attention
or publicity accorded public personalities with the nane.

A surnane rarely appearing in birth records may nonet hel ess
appear nore routinely in news reports, articles and the
like, so as to be broadly exposed to the general public.

In the case at hand, the record reveals that the (now
former) Director of the United States Patent and Tradenark
Ofice is Janmes Rogan. Moreover, the record reveal s that
M. Rogan was the majority |leader of the California State
Assenbly before being elected to represent a U S. House
district in Southern California; that he received press
attention for his role as an inpeachnent manager during the
i npeachnent trial of former President Cinton; and that he
subsequently received additional press attention for his
role as a candidate for re-election in what was reported to
be, at that tinme, the nost expensive race ever for a seat
in the U S. House of Representatives. |In addition, the
record reveals that a Salt Lake City council man i s naned
Tom Rogan. We think it is fair to conclude that |arge
nunbers of individuals in the Southern California and Salt

Lake City areas woul d be exposed to the nanes of these
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el ected officials, whether during an el ection canpaign, in
a polling place, or in news reports on governnent
activities.

Qutside of politics, the record reveals that WI ber
Rogan is enshrined in the National Baseball Hall of Fane;
that the author Barbara Rogan has witten seven books
published in 35 editions and ei ght | anguages and is an
instructor at Hofstra University on Long Island; that Seth
Rogan is a conedi an and actor who has made many public
appear ances; 4 that Joe Rogan is an actor and comedi an who
has appeared on the tel evision program "News Radi o"; and
that Joe Rogan is the host of an NBC tel evision show
entitled "Fear Factor."®

The existence of these individuals with the surnane
ROGAN | eads us to conclude that the nane may be rare when
viewed in terns of frequency of use as a surnanme in the

general popul ation, but not at all rare when viewed as a

“ A web page "bio" lists his name as Seth Rogen (with an "e"),

but the web page address |lists the nane as Rogan (with an "a") as
does one of the NEXIS article excerpts, which refers to Seth
Rogan in a list of celebrities. Thus, we conclude that the Rogen
spelling is a typographical error. Wre it clear that Rogen is
the correct spelling, we would, of course, not consider this item
of evidence in regard to the rareness factor. Discounting this
itemwoul d not, however, change our decision.

It may be that Joe Rogan from "News Radi 0" and Joe Rogan from
"Fear Factor" is the sane individual. W cannot tell fromthe
record.
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nane repeated in the nedia and in terns of public
perception. Accordingly, we conclude that ROGAN i s not a
rare surnanme. W are not persuaded ot herw se by
applicant's evidence showi ng that KELLY and SM TH are nuch
nore conmon surnanes than HACKLER or ROGAN

As to the second factor, applicant asserts that ROGAN
is his first name and not the surname of any individual
i nvol ved in design, manufacture or production of
applicant's products. On the other hand, applicant does
not claimthat he pronotes recognition of the ROGAN nane as
a first nane. While the exam ning attorney has conceded
that this factor favors applicant, we find the factor
neutral. 1In a situation wherein an individual applicant,
or an officer or enployee, for exanple, of a corporate
applicant, actually has the surnane proposed as a nark,
this would certainly weigh against the applicant. Benthin,
37 USPQ2d at 1333 (even though Benthin was ultinmately found
not primarily nerely a surname, the second factor weighed
agai nst the applicant because Benthin was the surnane of
applicant's Managing Director). |In contrast, that a
proposed mark is not the applicant's surnane, or the
surnane of an officer or enployee, does not tend to
establish one way or the other whether the proposed mark

woul d be perceived as a surnane.

10
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Applicant and the exam ning attorney obviously differ
on the question of whether ROGAN has significance other
than as a surnane. The exam ning attorney asserts that
ROGAN has no neani ng ot her than as a surnane. Applicant
relies on the fact that ROGAN is his first nane; on the
Internet "atlas query"” and his contention that the results
of this query show that ROGAN is the root of certain place
nanmes; and on the evidence that there is an Indian dish
known as "rogan josh."

Applicant has not put anything in the record to show
how conmonly ROGAN is used as a first nanme rather than a
surnane, while we have a good deal of evidence of its use

as a surnane. Cf. In Re Harris-Intertype Corporation, 518

F.2d 629, 186 USPQ 238, 240 (CCPA 1975) (dictionary listing
of HARRI S as given nane noted that it is derived froma
surnane). As to the results of the atlas query, we agree
with the exam ning attorney that the apparent existence of
a place naned "Rogan” in the Ukraine and "Rogans H IIl" in
Australia is not evidence of whether consuners in the
United States will perceive ROGAN as having a non-surnane

meaning. In re Sava Research Corp., 32 USPQ2d 1380, 1381

(TTAB 1994). On the other hand, while the existence of
pl aces nanmed "Rogana" and "Roganville" in, respectively,

Tennessee and Texas, can be considered as evi dence because

11
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these uses are in the United States, the existence of
Roganvill e may actually support the conclusion that "Rogan"
woul d be viewed as a surnane by individuals in that place
(or famliar with it). Harris-Intertype, 186 USPQ at 239
(CCPA 1975) (cities, counties, streets, |akes and ot her
things may derive their names from an individual's nane).®
Moreover, there is nothing in the record to show that any
of these places are so well known that the geographic
significance of, for exanple, Roganville as a place nane
woul d over shadow t he surnane significance of the term

ROGAN. Cf. Inre Colt Industries Operating Corp., 195 USPQ

75 (TTAB 1977) (significance of FAI RBANKS as a wel | - known

city in Alaska at | east equal to its surname significance).
We al so accord little weight to the existence of the

I ndi an dish "rogan josh.” There is nothing in the record

to indicate whether the dish is actually avail abl e at

I ndian restaurants in the United States and, if so, how

widely. The web site setting forth a recipe for "chicken

rogan” appears to be a web site based in the United Ki ngdom

(www. m ket ayl or. org. uk/ m sc/ reci pes/rogan. htm ), and al so

i s unsupported by evidence that diners or cooks in the

United States would be famliar with it.

® Wil e Roganville has the | ook of a place name created by
coupling "Rogan" and the conmmon suffix "ville," Rogana is

12
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We conclude that the clearly dom nant meani ng of ROGAN
is as a surnane and woul d at nost have but some obscure
association with mnor localities or Indian food. This
factor therefore favors the exam ning attorney's refusal of
registration

We cone, then, to the last factor to be discussed,
i.e., whether ROGAN has the | ook and sound of a surnane.
Wien a term does not have the | ook and sound of a surnane,
it clearly aids the applicant. On the other hand, when it
does | ook and sound like a surnane, such a finding nerely
tends to reinforce a conclusion that the termis primry
significance is as a surnane.

We concl ude that ROGAN has the | ook and sound of a
surnane. It would not be perceived as an initialismor
acronym see Sava, supra, and does not have the appearance
of having been coined by conbining a root el enent that has
a readily understood neaning inits ow right with either a
prefix or a suffix. Rather, ROGAN appears to be a cohesive
termw th no neaning other than as a surnane. |In fact, the
evi dence regarding the nunber of individuals having ROGAN
as a surnane, including those who, as politicians or

celebrities, have received nore attention than the average

different. 1t does not have the | ook of a place nanme nade by
coupling "Rogan" with the letter "a.

n

13
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i ndi vi dual naned ROGAN, al so supports the findi ng ROGAN
| ooks and sounds |ike a surnane.

Bal anci ng the various factors, we find that ROGAN i s
not a rarely used surnanme, has the | ook and sound of a
surnane, and its primary significance as a surnanme i s not
out wei ghed by ot her meani ngs which may be ascribed to the

term See Harris-Intertype, supra, and In re Ham | ton

Pharmaceuticals Ltd., 27 USPQd 1939 (TTAB 1993).

Deci sion: The refusal of registration under Section
2(e)(4), on the ground that ROGAN is primarily nerely a

surnane, is affirned.
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