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Mat t hew J. Pappas, Tradenmark Exam ning Attorney, Law Ofice
105 (Thomas G Howel |, Managi ng Attorney).

Bef ore Seeher man, Hohein and Bucher, Adm nistrative
Trademar k Judges.

Opi nion by Bucher, Adm nistrative Trademark Judge:

G bson Guitar Corp. seeks registration on the
Principal Register of the mark LP for goods identified in
the application as “stringed nusical instrunents — nanely,
electric guitars,” in International Cass 15.1

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to

regi ster applicant’s mark based upon Section 2(d) of the

! Application Serial No. 76230196 was filed by G bson Guitar
Corp. on March 26, 2001 based upon applicant’s allegation of a
bona fide intention to use this mark in comerce.
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Trademark Act, 15 U. S.C. 81052(d). The Trademark Exam ning
Attorney has taken the position that applicant’s mark, when
used in connection with electric guitars, so resenbles the
si x marks shown below in registrations owned by the sane
party,? as to be likely to cause confusion, to cause

m st ake or to deceive:

for “percussion nusical instrunents,”
LATIH_._ in International O ass 15;

PERCUSSION Reg. No. 0880477 issued on Novenber
11, 1969, section 8 affidavit
accepted and section 15 affidavit
acknowl edged; second renewal in
1999; the word “Percussion” is
di sclai ned apart fromthe mark as
shown;

for “percussion nusical instrunents,
bags for nusical instrunent

equi pnent,” in International C ass
15;

Reg. No. 1292158 i ssued on August
28, 1984, section 8 affidavit
accepted and section 15 affi davit
acknow edged; renewal in 2003;

for “hand percussion instrunments,” in
I nternational C ass 15;

Reg. No. 2329912 issued on March
14, 2000; the words “Music

Col l ection” are disclained apart
fromthe mark as shown;

2 The prosecution history of this case reveals that this case

was suspended for a period of tine while applicant sought to
negoti ate a consent agreenent with registrant, although
ultimately it was not successful in this effort.

-2 .
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LP ASPIRE

submtted briefs.

heari ng.

for “percussion instrunents, nanely,
congas, bongos, tinbales, druns,
cowbel I's, bl ocks, tanbouri nes,
chinmes, bells, triangles, shekeres,
gui ros, shakers, maracas, cl aves,
castanets, whistles, cynbals, gongs,
sticks, beaters; nounts, brackets,
stands, percussion tables for use
therewi th; bags and carrying cases
for carrying and storing nusica
instrunents,” in International C ass
15;

Reg. No. 2386372 issued on Sept 12,
2000;

for “percussion instrunents, nanely,
congas, bongos, tinbales, druns,
cowbel I's, bl ocks, tanbouri nes,
chinmes, bells, triangles, shekeres,
gui ros, shakers, maracas, cl aves,
castanets, whistles, cynbals, gongs,
sticks, and beaters, nounts,
brackets, stands, and fitted bags and
fitted cases all for use with

per cussi on instrunents, and
percussion tables,” in Internationa
d ass 15;

Reg. No. 2391247 issued on Cctober
3, 2000; and

for “mnusical instrunents, nanely,
percussion instrunments,” in
I nternational C ass 15.

Reg. No. 2557301 issued on April 2,
2002.

Appl i cant and the Trademark Exam ni ng Attorney

Appl i cant did not request an oral
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Applicant argues that when its LP mark is used in
connection with guitars, it does not create a |likelihood of
confusion with registrant’s use of its LP derivative marks
in connection with percussion instruments for a variety of
reasons:

e The goods are not sufficiently simlar to support
finding a likelihood of confusion.

e LP on guitars neans LES PAUL to guitar purchasers,
while LP on druns neans LATIN PERCUSSI ON to purchasers
of percussion instrunents such as druns.

» Because of these different associations, the marks are
sufficiently different to allow applicant’s mark LP to
register in connection with electric guitars while
registrant’s LP formative marks are registered in
connection with percussion instrunents.

* There have been thirty-four years of contenporaneous
use w thout actual confusion.

* There is no likelihood of confusion with the
regi stered marks because registrant’s products are
al ways ot herwi se branded as LATI N PERCUSSI ON whi |l e

applicant’s products are branded as LES PAUL
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By contrast, the Trademark Exam ning Attorney takes
the position that the dom nant portions of the marks are
identical; that “the dom nant letters LP ...have cone to be
recogni zed by consunmers as indicative of registrant’s
famly of marks in the nmusic industry”; that as used,
applicant’s typed draw ng coul d be presented in any style
of lettering, including ones nost simlar to registrant’s
designs; that the goods thensel ves and the channel s of
trade are closely related; and that a bold assertion by
applicant’s president that based on his personal know edge,
“no consumer has been confused” despite thirty four years
of concurrent use, is not definitive in this limted, ex
parte context.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing upon the issue of |ikelihood of

confusion. Inre E. |I. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co., 544

F.2d 1098, 192 USPQ 24 (CCPA 1976).
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Accordingly, we turn first to the du Pont factor
focusing on the rel atedness of applicant’s goods to the
goods in the cited registrations.

The Trademark Exam ni ng Attorney argues that
applicant’s guitars are closely related to registrant’s
percussion instrunments. The record contains third-party
regi strations and webpages denonstrating that both of these
types of nusical instrunents are manufactured and market ed
by entities utilizing a single trademark to indicate the
source of both types of goods.® Hence, the Trademark
Exam ni ng Attorney concludes “ ...it is highly likely that
purchasers of nusical instrunents, upon seeing highly
simlar marks used on and in connection wth closely-
rel ated goods, would believe that the goods emanate from
the sanme source.” Trademark Exam ning Attorney’s appeal
brief, pp. 6 — 7.

By contrast, applicant argues that its goods “are not
sufficiently simlar” (applicant’s brief, p. 12) to
registrant’s goods to support a likelihood of confusion in

this case:

3 Copi es of the webpages were attached to the Ofice action

of May 20, 2002 and the third-party registrations were attached
to the Ofice actions of May 20, 2002 and Cctober 7, 2004
(denying applicant’s request for reconsideration of the final
refusal).

- 6 -
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The exam ner said that others sel
drunms and guitars nmaking the goods
sufficiently simlar to create a |likelihood
of confusion. The exam ning attorney uses
the “emanation rule.” However, the
“emanation rule” creates a per se rule that
any goods and services that could emanate
fromthe same source are related for the
pur poses of 82(d). Such a finding creating
a per se rule is inproper. See, e.g.,
| nformati on Resources Inc. v. X*Press
I nformati on Services, 6 USPQd 1034, 1038
(TTAB 1988) [regardi ng conputer hardware and
conputer software]; Hi-Country Foods Corp.
v. H Country Beef Jerky, 4 USPQR2d 1169,
1171 (TTAB 1987) [regarding food]; Inre
British Bulldog, Ltd., 224 USPQ 854, 855-56
(TTAB 1984) [regarding clothes]. Therefore,
to find the goods sim|ar because others
make both goods is inproper. To be honest,
emanati on nay be a proper approach is [sic]
many instances. However, where the marks
have been used in connection with the goods
for such a long period of tine confusion-
free, the analysis is inproper. Therefore,
t he conbi nation of the extended concurrent
use wi thout confusion conbined with the
differences in marks and goods justifies a
reversal of the refusal to register.

There are a nunber of reasons why we di sagree with
applicant on this point.

First, the Trademark Exam ning Attorney has properly
pl aced into the record third-party registrations that are
based on use in comerce. Although they are not evidence
that the marks shown therein are in use on a comerci al
scale or that the public is famliar with them they do

have probative value to the extent that they nmay serve to
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suggest that such goods are of a type which may enanate

froma single source. See In re Albert Trostel & Sons Co.,

29 USPQ2d 1783, 1785-86 (TTAB 1993). Applicant argues that
this “emanation rule” creates an “i nperm ssi bl e per se
rule.” W disagree. An exanple of an inpermssible per se
rule in this case would be if the Trademark Exam ning
Attorney, in his attenpt to justify the rel atedness of

t hese respective goods, had nerely concluded ‘that electric
guitars and percussion instrunents are rel ated because both
are classified in International Cass 15.° By contrast,

under Al bert Trostel, supra, these third-party

regi strations have probative value for the very purpose the
Trademar k Exam ning Attorney placed theminto the record —
nanmel y, they suggest that these respective goods are of a
type that may emanate from a single source.

Second, in addition to the third-party registrations,
the Trademark Exam ning Attorney has made of record pages
taken fromvarious websites. These materials show marks
that are in use on a commercial scale for guitars and

druns. 4

4 Gretsch Musical Instrunents: Honme of that Geat Gretsch
Sound! http://ww.gretsch.conlintro. htm

Yamaha Musi cal Products: [two of five product groups:
“Quitars and El ectric Basses” and “Drum Sets and Percussi ons”]
http://ww. yanaha. com

- 8 -
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As a final observation on the rel atedness of electric
guitars and percussion instrunents, in addition to the
probative evidence drawn fromthe third-party registrations
and several webpages, it is comon know edge that any rock
band needs, at a mninmum a guitar and a set of druns.

Furthernore, as to the du Pont factor focusing on the
simlarity of established, |ikely-to-continue trade
channel s, the record denonstrates that guitars and
percussion instrunents are sold through the sane channel s
of trade, and that both products would be sold to the sane
cl ass of ordinary consuners.

We turn next to the du Pont factor focusing on the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound and connotation. Al
six of the marks in the cited registrations contain the

letters “LP’" as their dom nant el ements.®> NMoreover, we

Al t hough being sold under a separate product nark,
applicant’s own website has a |link under the heading “Druns” to
the “Slingerland Druns.”
http://ww. gi bson. cont product s/insti ndex/index. htm
> Al t hough the Trademark Exam ning Attorney argues that
consuners have conme to recognize the letters “LP” as “indicative
of registrant’s famly of marks in the nusic industry,” sinply
using a series of simlar marks does not of itself establish the
exi stence of a famly, and the Trademark Exam ning Attorney has
not nmet the burden of denonstrating a famly of marks. J & J
Snack Foods Corp. v. MDonald' s Corp., 932 F.2d 1460, 18 USPQd
1889 (Fed. Cir. 1991). Thus, in reaching our conclusion on
i kel i hood of confusion, we have not treated the registered
mar ks as being part of a famly.

-9 -



Seri al

No. 76230196

agree with the Trademark Exam ning Attorney that Reg. Nos.
1292158 and 2391247 are the nost simlar to applicant’s
mark, consisting of just the letters LP on a background
circular “carrier” device. Because they are the nost
simlar, we have chosen to focus primarily on these two
mar ks in assessing the likelihood of confusion herein. A
circle background is one of the nbst comon and ordinary
background designs used in trademarks, and as such, has no
real trademark significance. Accordingly, applicant’s mark
is not only identical to these registered marks in sound
and connotation, but it is extrenely simlar in
appearance.® Hence, when conpared in their entireties, we
find that applicant’s mark creates a sim/lar overal
comercial inpression to the marks in the cited

regi strations.’

6 We should also note that as a consequence of applicant’s

mar k havi ng been depicted as a standard character drawing, it
may be di splayed in any reasonable format, including having it
appear within a circle background as shown in several of the
cited registrations. See |INB National Bank v. Metrohost Inc.,
22 USPQ2d 1585, 1588 (TTAB 1992), citing Phillips Petrol eum Co.
v. C J. Wbb, Inc. 442 F. 2d 1376, 170 USPQ 35, 36 (CCPA 1971).
“[ T he argunent concerning a difference in type style is
not viable where one party asserts rights in no particul ar
display. By presenting its mark nerely in a typed drawi ng,
a difference cannot legally be asserted by that party...
Thus, ...the displays nust be considered the same.”
Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939 (Fed.
Cir. 1983). (italics in original).
! In limting our discussion to Registration Nos. 1292158 and
2391247, we do not nmean to inply that there is no |ikelihood of

- 10 -
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Moreover, as to connotation, we disagree with
applicant’s argunent that the mark LP has different
connot ati ons when applied to these different goods. Apart
from any arguabl e associations with, or abbreviations for,
“Les Paul” or “Latin Percussion,” LP appears to be totally
arbitrary as applied to nusical instrunents. Accordingly,
this is clearly not a case where the termintrinsically has
a different connotation as applied to the respective
goods. 8

On a related du Pont factor — the nunber and nature of
simlar marks in use on simlar goods — we al so point out
t hat, based upon the record before us, we nust consider LP
to be a strong mark. This is because there is no evidence
of third-party use or registration of LP marks for simlar
goods.

A critical part of applicant’s argunent that confusion
is not likely hereinis that in the real world, there are
di fferent associations connected with each of these

respective marks. Specifically, applicant argues

confusi on between applicant’s mark and the remaining cited
registrations. On the contrary, we find that these marks are

al so confusingly simlar.

8 Contra In re British Bulldog, Ltd., 224 USPQ 854, 856 (TTAB
1984): “‘PLAYERS for shoes inplies a fit, style, color, and
durability adapted to outdoor activities. *‘PLAYERS for nen's
underwear inplies sonmething else, primarily indoors in nature.”

- 11 -



Serial No. 76230196

strenuously that LP nmeans LES PAUL for guitar purchasers,
whil e LP nmeans LATI N PERCUSSI ON for purchasers of
per cussi on instrunents.

In this context, it behooves us to determ ne fromthe
record whether, as used in connection with guitars, the

letters “LP” would be viewed as being interchangeable with

LES PAUL.

In the reference work G bson Les Paul Book, we note

the followi ng entries:

“GQ bson catalog 1981 (left) On display are
the LP XRI and XRI'l, which were rather
unexci ting nodels devised by one of G bson’s
regi onal sales teans..”; and

LP XRI/XRI/XRII

LPXRI 1981-1982 ‘XR-I' on truss-rod cover ...
LPXRIl 1981-1982 ‘XR-II’ on truss-rod cover ...
LPXRIIl 1982 ‘XR-III’ on truss-rod cover ...

Fromthe publication G bson Guitars: Les Paul Model s

(1970), we see the follow ng types of usage of LES PAUL and

LP:

LES PAUL CUSTOM—HI gh | npedence [sic]
...The LP-Customis popular with rock groups ...
LES PAUL PERSONAL—tow | npedence [ si c]

[no use of “LP Personal” in wite up]
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LES PAUL PROFESSI ONAL—+tow | npedence [ si c]

The Les Paul Professional has many of the sane
exciting features found on the LP Personal:

LES PAUL BASS—tow | npedence [si c]

The frequency response, range of harnonics and

crisp, clear tones of the LP Bass w |l exceed
that of any electric guitar on the narket to
dat e.

LP-12 AMPLI FI ER

G bson’s new Les Paul Anplifier is specially
desi gned ... Those who have heard the LP-12 cal
it the “Monster” ...and with good reason...

From a nunber of copies of actual invoices, we note

the foll owi ng types of usage of LP:

6/ 21/ 2000 L&V Musi ¢ ( CHATTANOOGA, TN)
Product No. Model Description
ENS- HSCH1 LP STD HCSB CH HDWE ..

1/9/ 2001 Giggs Music, Inc. (Daveneort, |A)
Product No. Model Description
ENC- HSGH1 LP Cust Fl anetop HCSB GOLD HDW ..°

The followi ng table of the annual production of LP
guitars over a period of nore than a dozen years, taken

from G bson Electronics: The Classic Years, shows the LP

letters (like the SGterm as a nodel designation:

° El sewhere in the record, it is clear this is a technical,

abbrevi ated designation for “Les Paul Standard Heritage Cherry
Sunburst with Chrone Hardware.”

10 El sewhere in the record, it is clear this is a technical,
abbrevi at ed designation for “Les Paul Custom Fl anetop Heritage
Cherry Sunburst with Gold Hardware.”

- 13 -
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Model 1954 1955 | 1956 | 1957 | 1958 | 1959 | 1960 | 1961 | 1962 | 1963 | 1964 | 1965
LP CUSTOM 94 355 489 | 283 | 256 | 246 | 189 * - - - -
SGE LP CUSTOM - - - - - - 513* | 298 | 264 | 130 | 236

I n various docunents that applicant placed into the
record, short blurbs about each of the different guitars
within a collection invariably use a guitar designation
(e.g., LESPAUL CUSTOM) in bold, upper case letters. Bel ow,
foll owi ng the descriptive paragraphs, the literature
enunerates, in nmuch smaller print, the various colors and
other listed features available on the particul ar nodel
(e.g., LP Custom Ebony Finish, LP Custom Wite Finish, LP
Custom Heritage Cherry Sunburst Finish, etc.); or show LP
as a nodel designation

LES PAUL CUSTOM:  Model LP Custom ...

LES PAUL CUSTOM LITE: Model LP CustomlLite ...

LES PAUL STANDARD: Mddel LP Standard ..

LES PAUL STUDIO: Mbdel LP Studio ...

LES PAUL REISSUE GOLD TOP:  Model LP Reissue Cold Top ...
LES PAUL REISSUE: Model LP Rei ssue ...

LES PAUL JUNIOR DOUBLE CUTAWAY: Mbdel LP Jr. DC ...

Wil e the record does indicate that the letters “LP
made an appearance on the headstock of the “Artist” series
guitars (1979 — 1981),' we disagree with applicant’s
contention that this mninmal usage of the LP designation as

a trademark on the guitar peg heads of one guitar series

1 G bson Guitars: 100 years of an Anerican icon: Artist
(1979 — 1981), Active electronics, “LP" on the peghead.

- 14 -
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for less than two years'? “has hel ped to associate the LP
acronymw th G bson Guitar’s famus LES PAUL guitars.”
(applicant’s response of Decenber 17, 2001).

Simlarly, while the declaration submtted by
applicant states that applicant has been using the LP
desi gnation “on hangtags since April 2001,” no such
hangt ags appear to have been made of record. Moreover, to
the extent that the designation is being used on the
hangtags in the manner of a nodel designation — simlar to
that on price lists, invoices, printed literature and
el sewhere in the docunents of record, as seen supra — this
woul d not help to associate the LP designation with the LES
PAUL trademark

Therefore, having carefully reviewed all the evidence
of record, we cannot conclude that consuners, seeing LP
used in connection with guitars in the manner shown in the
docunents of record, would i nmmediately understand it to
mean “Les Paul .”

Fame is not a relevant factor in this case.
Cenerally, the du Pont “fane factor” focuses on the fanme of

the registrant’s cited mark(s) — a factor about which we

12 We also note that this particular inmage (as specifically

referenced in the declaration) is not legible in the photocopied
i mages contained in the evidence of record.

- 15 -
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have no evidence herein. On the other hand, to the extent
that applicant’s LES PAUL mark can be considered “fanous,”
that is not relevant to our determ nation where the mark
that applicant seeks to register is LP, and the facts of
the case do not support the conclusion that the designation
LP will be perceived by prospective purchasers of electric
guitars as being interchangeable with the LES PAUL mar K.

Appl i cant al so argues that the du Pont factor focusing
on the length of tinme during and conditions under which
t here has been cont enporaneous usage w t hout evi dence of
actual confusion is supportive of its position that
confusion is not likely. Again, we disagree. This
application is based on intent-to-use, not use. To the
extent that applicant may have used the LP termas a node
designation or as an abbreviation, it does not support the
conclusion that there have been thirty-four years of use of
applicant’s LP designation as a trademark contenporaneously
with registrant’s cited LP marks.

Applicant al so argues that registrant’s products
al ways include the nane LATIN PERCUSSI ON whil e applicant’s
products al ways include the nanme LES PAUL. However, in
determ ning |likelihood of confusion, we nmust consider

applicant’s mark as shown in the drawing of its application

- 16 -
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conpared with registrant’s marks as shown in its
registrations. This is because a registration gives the
registrant the prima facie right to use the marks as shown
on its registration. Applicant’s corollary argunent that
there is no confusion under real world “marketing
conditions” suffers the very sanme weakness, in that there
is no requirement that applicant-turned-registrant nust use
its house mark, LES PAUL, with its LP designation or that
regi strant nust use its house mark, LATIN PERCUSSION, with
its various product trademarks as registered.

In sunmmary, we find that the marks, and particularly
applicant’s mark and the marks in Registration Nos. 1292158
and 2391247, are substantially identical as to overal
conmercial inpression, that LP appears to be a strong mark
inthe field of nusical instrunents, that the goods are
closely related, and will nove through the sane channel s of
trade to the sane cl asses of consuners.

Finally, to the extent there is any doubt on the issue
of likelihood of confusion, we follow the well-established
principle that such doubt nust be resolved in favor of the

registrant and prior user. In re Mayco Mg., 192 USPQ 573,

576 (TTAB 1976).
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Decision: The refusal to register applicant’s mark

under Section 2(d) is hereby affirned.



