IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
- BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:’ ) T T
Nutrition 21, Inc. ) :
Serial No. 76/170416 ) Law Office: 115 12-09-2002 :
Filed: Noveimber 22, 2000 ) Examining Attorney: U.S. Patent & TMOfc/TM Mail Rept Dt. #78
Trademark: DIACHROME ) Alicia P. Collins

)

Commissioner of Trademarks
Box TTAB

2900 Crystal Drive :
Arlington, VA 22202-3513

APPEAL BRIEF FOR APPELLANT
Applicant héreby éppéakls to the Trademark Tn'ai and Appeal Bo3
decision of the exan?ining éttpmey, dated April 10, 2002, finally refysjhg registration of
the above;identiﬁed trademark. Applicant respectfully requests that the refusal be
reversed, on the grounds that; there is no likelihood of confusion between Applicant’s
mark and the mark gcited by the examining attorney.
I; BACKGROUND
The subject applicatién was filed by Nutrition 21, Inc. on November 22, 2000, for
the mark DIACHROME, for “dietary and nutritional supplements,” in class 5. In the first
office action, dateq April 23, 2001, the examining attorney refused régistration under
Sectioﬁ 2(d) of thez"Trademarkr Act, 15 U.S.C. §1052(d), stating that Applicant’s mark,
when used on or m connectfo;i with the identified goods, so resembles the marks in the
Registration Nos. 2,003,843 and 2,030,812, as to be likely to cause confusion, to cause
mistake, or to deceive.
In a second office action, dated April 10, 2002, the examining attorney withdrew

the Section 2(d) refusal with respect to the Registration No. 2,003,843. The examining
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attorney maintained the :Section Z(d) refusal with respect to Registration No. 2,030,812,
for the rnarl-(r DYNA CIiROME, for “chromium sold as a component of dietary
supplementsi.”

1. ARGUMENT
A. The E*amining Attorney’s Basis For Finding A Likelihood of Confusion

In the first »ofﬁcie action, thé examining attorney concluded that Applicant’s mark
is substantially similar gto the citedrma‘lrk‘ in sound, appearance and ovefall commercial
impression: The examining attorney also stated that the fact that Applicant’s mark is a
single term: while vthe c;ited mark is composed of two terms does not alter the commercial
impression of the marKs so as to o,bviaté a determination of a likelihood of confusion.

In the second ojfﬁce actidn; the examining attorney rejected Apblicant’s argument
that the marks are not jconfusingly similar because the prefix to each mark (DIA- and
DYNA-)hasa di‘ffereht connotation and because the common portion of the marks
(CHROME) is a weak:.- term, and maintained her position that the two marks are
sufficiently similar in;sound to support a finding of a likelihood of confusion. In a
footnote, the examinifig attorney stated Applicant that there was no evidence of record
concerning the apparént weakness of the term CHROME, with respect to the goods in
question. :

Tﬁe examinin%g attorney clearly erred in relying only on an asserted similarity in
sound and appearance, withouf regzird to other circumstances, in finding a likelihood of

confusion in this case. Specialty Brands v. Coffee Bean Distributors, Inc., 223 U.S.P.Q.

1281, 1282 (Fed. Cir. 1 984) (Similarity between the words in the respective marks is only

part of the inquiry into a likelihood of confusion). After properly taking into account all
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appropriate considerations, therefore, it is clear that the finding of a likelihood of

confusion in this case should be reversed.

B. The Examining ‘Attorney Erred in Disregarding the Weakness of the
Common “Chrome” Portion of the Subject Marks

The first error committed by the eﬁamining attorney was in focusing solely on the
prefix of th'_é,subj ect marks, aﬁd in disregarding, entirely, the highly suggestive nature,
and therefore the inhere;t weakngss, of the common “‘chrome” portion of the marks.
Regardless (;f whether t:flere was any “evidence” of record, as to the Wegkness of the
registered rr;ark, the engrnining attorney clearly erred in refusing to consider the issue.
Moreover, the éxaminif;g attorney Was plainly incorrect in deterrnining“that there was no
evidence of the mérk’s;weakness.

A portion of a élark may be weak, not only because it is commonly used, but also,
in the sense that such portion is highly suggestive. It is well settled. that highly suggestive
terms, because of thei-ri connotation (and possible frequent registration) per se, and as

components of marks,jfor the same or similar goods, have been considered to fall within

the categor:y of weak ﬁiarks. Plﬁs »Products v. Redken Laboratories, In¢., 199 U.S.P.Q.
111,116 V(TT'AB 1978). Thus, the addition of other matter, to a highly suggestive or
laudatory term, Whethl:r such matter be equally suggestive or even descriptive, may be
sufﬁcient‘ »tov distinguiiéh between them énd to avoid confusion. Id. At 116-117.

The examining attorney thefefore clearly erred in dismissing this fundamental
principle from consideration, by merely stating, in a footnote, that there was no evidence
of record that the “chrome” portion of the registered mark is weak. Indeed, it should
have been obvious to the examining attorney that, as applied to “chromium sold as a

component of dietary supplements,” the “‘chrome” portion is, at the very least, highly
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suggestive, if not outright descriptive. In fact, the primary dictionary definition of the

term “chrome” is “chrorﬁium”. Merriém-Webster’s Collegiate Dictionary, Tenth Edition,
2001 (See Exhibit A attafcihed hereto).' |

Likewise, as appiied to Applicant’s goods, the term “chrome” is also highly
suggestive. Indeed, the fexamining attorney went so far as to make of record an excerpt
from Applicant’s website which identifies chromium picolinate as an ingredient of the
dietary supplement in c;)nnecti‘on,with which Applicant’s mark is used.

Thus, the exam{ning attorney cleérly erred in disregarding Applicant’s contention
that the common “chrdifhe” portion of thé subject marks is weak because it is highly
suggestive of the goods on which the marks are used. As such, the examining attorney
has also thereby erred m failing to account for this fact in determining whether
registration of Applice{nt’s mark would result in a likelihood of confusion.” Moreover,
because the “chrome” f:’portion of registrant’s mark is highly suggestive, it cannot be relied

upon to pfeclude the régistration by others of similarly suggestive, but otherwise

distinguishable trademarks for chromium products. See, e.g., Sunbeam Corporation v.

Green Bay Tissue Mifls, Inc., 199 U.S.P.Q. 695 (TTAB 1978); Plus Products v. Medical

Modalities Associates, Inc., 211 U.S.P.Q. 1199, 204 (TTAB 1981).

' The Board may take judicial notice of dictionary definitions. University of Notre Dame
du Lac v. J.C. Gourmet Food Imports Co., Inc., 213 U.S.P.Q. 594 (TTAB 1982), aff’d,
703 F.2d 1372, 217 U.S.P.Q. 505 (Fed. Cir. 1983).

? In addition, by making the second office action “final”, the examining attorney never
gave Applicant the opportunity to respond to her short-shrift, and clearly improper
rejection of this significant point.
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C. The Prefixes of the Sub ject Marks Distinguish Them

The e‘xamini:ng at:torney al$o erred in rejecting Applicant’s argument that that the
marks are not confusinglfy similar becailse the prefix of each mark (DIA- and DYNA-)
have different connotatiéns, and iﬁ finding that the fact that Applicant’s mark is a single
term, while 't‘he cited mark 1s corﬁjﬁosed of two terms, does not alter the commercial
impression of the marks so as to obviate a determination of a 'likelihood‘ of confusion.
The examining attorneyfjtherefore erred in concluding that Applicant’s mark is
substantially; similar to the cited fnark in sound, appearance and overall commercial
impression, especially when fhe fxighly suggestive nature of the common portion of the
marks is properly takens‘into account,

1. . The M;?rks Have Different Connotations

As Applicant afgued in response to the first office action, Applicant’s mark, as a
whole, has a differencé connotation than that of the cited mark, since the connotation of
the prefix of each marli is differ_ent. Specifically, the term “DYNA” is a used to refer to
power. (See dictionar; defmition, filed of record with Applicant’s response to first office
action). Thisisa com;mon meaﬁing for this term as used as a prefix in words such as
“dynamite,” “dynamo?” and “dynamic.”' |

On the other hjand, the preﬁx “DIA” in Applicant’s mark does not have any such
meaning. “DiA” is d;éﬁned as being a prefix meaning “through, across, from point to
point” (See dictionary deﬁnition; filed of record with Applicant’s response to first office
action). Furthermore; the “DM” of Applicant’s mark is suggestive of “diabetes”, as
evidenced by the facf that Applicant’s DIACHROME product is recommended for use in

dietary suppiernents for the diabetic market (See excerpt from Applicant’s website, made
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of record by examining alittorney in response to second office action). Thus, the marks
DIACHROME and DYNA CHROME clearly have different connotations.

In ad&ition, it must be considered that these prefixes are themselves suggestive,
and that this is further e\;idence that th? marks, as a whole, are highly suggestive. As
discussed above, the ad(}_ition ofa ‘suggesﬁve prefix (“dia”), to the highly suggestive
common component (“chrome”), is sufficient to create a different connotation for
Applicant’s mark than that evbked by the suggestive prefix and the highiy suggestive
common portion of the gegistered mark. This, in turn, is sufficient to distinguish between
the marks and to ax)oid. gonﬁJSion. Plus Products, 199 U.S.P.Q. at 116-117.

2. The Ma;rks Are Visuélly Distinct

The examining ’attorriey’s~ conclusion that the overall impression of the marks is
similar is also 'erroneoﬁs because she has erred in finding that the letters “YN” in the
registered mark “does g;lot alter the commercial impressions of the marks so as to render
them dissimilar.” To t}xe contrary; when the subject marks are perceived in their
entireties, as they must— be, it is_élear that they are visually and audibly distinct, since the
terms DIACHROME and DYNA CHROME are different in sound and appearance.

First, the preﬁ?} “DIA” is visually distinct from the prefix “DYNA”. Contrary to
the examiniﬁg attorney’s assertioh, the presence of the “YN”, instead of “I”, creates an
entirely different visual appearance. In short, the term “DIA” does not look like the term
“DYNA”. Furthermoire, and again contrary to the examining attorney’s conclusion, the
overall commercial impression of a mark having two terms is different from the overall

commercial impression of a mark having one term. See, e.g., Northwestern Golf

Company v. Acushnet Company, 226 U.S.P.Q. 240, 243 (TTAB 1985) (finding that

11148260.01




when considering the ma_l;_rks in their entirety, POWER-STEP and POWER KICK when

used on golf clubs “are distinctly different in sound and appearance”); Brewski Beer Co.

v. Brewski Brothers‘Inc.‘,z‘:47 U.S.P.Q.2d 1281, 1286 (TTAB 1998) (As between the
marks BREWSKY’S anci BREWSKI BROTHERS, the presence of the word
BROTHERS is ;1 distingg;ishing element).’

Thus, when theséfvisual di‘stinct.ions are combined with the difference in
connotation of the to two prefixes, and when all of these differences are considered in
combination with the hié};ly sﬁggcstive nature of the “CHROME” portion of the marks,

the proper conclusion is;_that there does not exist a likelihood of confusion. See, e.g.,

Land-O-Nod Co. v. Pau:igiﬁson, 220 U.S.P.Q. 61 (T.T.A.B. 1983) (no likelihood of
confusion found in CHIROPRACTIC ‘Vs._?CHIRO-MATIC for mattresses on grounds fhat
“chiro” is weak as suggéstive of healthful support).

3. AThe Marks Are Audibly Distinct

It is clear, then, ;that the onlgl arguable basis supporting the examining attorney’s
finding that the overall i’mpressioﬁ of the marks is similar, is the argument that the marks
sound alike. Yet even this aséertéd basis is questionable. Clearly, in pronouncing the
marks, the accent on thé: letter “N” in the registered mark distinguishes it audibly from
Applicant’s mark, whicjh does not include the letter “N”, and therefore cannot have an
accent on that letter.

While In re Energy Telecommiunications & Electrical Association, 222 U.S.P.Q.

350 (TTAB 1983), cited by the examining attorney, does state that slight differences in
sound are insufficient fo avoid a finding of likelihood of confusion, clearly the slight

difference in sound was the only distinguishing factor in that case. In this case, Applicant
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does not contend that a sl{ght differ.encei in sound is sufficient, by itself, to distinguish the
marks. 7

First, as noted, the difference in sound is not slight, since the presence of the letter
“N” in the registered mark creates an accent that is entirely absent from Applicant’s
mark. Further, even if the_% marks DIACHROME and DYNA CHROME can be said to
sound alike, that alone cannot support a finding of likelihood of confusion between these
marks, given the visual differences in the prefixes of the marks, the highly suggestive |

nature of the common portions, the further suggestiveness of the prefixes themselves, and

the differences in connotzition. See, e.g., Federated Foods, Inc. v. Fort Howard Paper
Co., 192 U.S.P.Q. 24 (CCPA 1976) (“Hynap” and “Hy-Top” have different visual, aural,

and suggestive impressions and would not be likely to cause confusion even if applied to

identical goods); Sears M;)ngage Corp. v. Northeast Savings F.A., 24 U.S.P.Q.2d 1227
(TTAB 1992) (APPROVZ&LFIRST not likely to be confused with APPROVAL PLUS,
since marks do not closely resemble eaéh other in appearance or pronunciation, and since
meaning is different).

Thus, to the exten;t;-that a slight difference in sound is the only basis supporting the

examining attorney’s finding of a likelihood of confusion, such finding is clearly

erroneous, in view of the f’requirement, as set forth in Specialty Brands, 223 U.S.P.Q. at
1282, that a similarity befween thétv\}ords in the respective marks is only part of the
inquiry into a likelihood ;)f confusjbn. Accordingly, taking into account all appropriate
considerations, any similérity in the pronunciation of Applicant’s mark and the registered

mark is insufficient to support a finding of a likelihood of confusion.
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D. The Examining Attorney Failed to Give Due Consideration to the Relevant
Purchasers of the Subject Goods )

In additioh to all c;f the foregoing, yet another reason weighs against the
examining attorney’s finding of a likelihood of confusion in this case. Under In Re E.L

Dupont Denemours & Co:, 177 U.S.P.Q. 563, 567 (CCPA 1973), the buyers to whom the

goods are sold (i.e., the rélevant class of purchasers) is a factor to be considered in the
likelihood of confusion analysis. In this case, the examining attorney determined that
purchasers are likely to bé confused, but did so without making a proper determination as
the actual class of such purchasers. Indeed, the examining attorney’s conclusion is shear
speculation. |

Although Applicant has filed for use of the mark on nutritional and dietary
supplements, -the examihihg attorney made of record excerpts from Applicant’s website,
and correctly recognized fhat Applicant sells the subject product as a bulk ingredient to
nutritional supplement mémufactures who incorporate the ingredient into dietary
supplements (See excerpt; from Applicant’s website, quoted by the examining attorney in
the Office Actioh of Aprii_ 10, 2002, and attached thereto). Indeed, the website excerpt
specifically. identifies Apf)licant’s DIACHROME product as a “new proprietary
chromium based ingredient”, and 1ists it, under the heading “key ingredients”, as being a
combination of chromiurﬁ picolinate and biotin.

Similarly, registrant’s goodé_ sold under the DYN CHROME mark are “chromium
sold as a component of diétary supplementé.” As such, and as the examining attorney
recognized, the purchasers of the registrant’s goods are also manufacturers of dietary

supplements.
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Thﬁs; while both Applicant’s mark and the registered mark could appear on the
packaging of th¢ dietary sﬁbplemeﬁt product, as an:indicator of the source of the
chromium ingredient therein, the dietary supplements themselves would be sold under
another’s mark, i.e., the mark of the source of the dietary supplement itself, i.e., the
manufacturer, or a distributor or retailer, such as General Nutrition Centers, TwinLabs
etc. (See excerpt from Applicant’s wébsite). Thus, the purchasers of the goods at issue,
i.e., chromium ingredients, are fhe manufacturers of the dietary supplements themselves,
not the consumers who purchase the dietary supplements.

This is a signiﬁcar;i consideration in this case, since such manufactures are
sophisticated, in that they must obviously be careful and discriminating in connection
with the ingredients which they purchase for use in making their end products. Such
manufacturers would cleaﬂy be acutely dware of the ingredient suppliers they use, and
therefore would not likely;be confused as to the source of the chromium ingredients they
are purchasing. -

Thus, contrary to th¢ examining attorney’s speculation, there is no evidence that
the relevant purchasers Wo:uld likely,believe. that chromium sold under the hlark
DIACHROME originates ffom the séme source as chromium sold under the name DYNA
CHROME. Rather, given éfhe highly suggestive nature of these marks; as applied to
chromium, the natural perception of the relevant purchasers is far more likely to be that
the chromium sold under these mérks emanate from competitive sources, rather than the
same source. The examining attorney’s unsupported speculation to the contrary should

therefore be rejected. See In re Bed & Breakfast Registry, 229 U.S.P.Q. 818 (Fed. Cir.

1986) (Speculative assumption an inadequate basis for legal conclusion).

10
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III. CONCLUSION
When all of the foregoing reasons are considered together, the refusal to register

under Section 2(d) was clearly erroneous and should be reversed.

Dated: December 9, 2002 - ~ Respectfully submitted:
KATTEN MUCHIN ZAVIS ROSENMAN

Attorneys for Applicant
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