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©C 19 A Trademark Law Office: 115
M Serlal No.: 76/159,040
gV

Mark: KONTROL

5 IN THE UNITED STATES PATENT AND TRADEMARY OFFICE

3 || Applicant:  Univar USA Inc. (formerly known  Attorney Docket No, UNVLI25325
a8 Vopak USA Inc.)

Serial No.:  76/159,040 Trademark Attorney: J.S. DeFord
31 Piled; November 3, 2000 - Law Office: 115
6 1| Mark: KONTROL International Class: _
7 REQUEST FOR RECONSIDERATION ;
8 ' Seattle, Washington 98101
9 Octaber 31, 2002

101} TO THE COMMISSTONER FOR TRADEMARKSS:
11 Responsive to the Final Office Action mailed May 3, 2002, Applicant respecifully requests that

12 |} the Examining Attomey reconsider his final decision to refuse registration of the-above-referenced

13 1} mark imder Trademark Act Section 2(d), 15 U.S.C. § 1052(d) on the basis that the Applicant's mark,
14 i when used on or in connection with the ideptified goods, 86 resentbles the marks in U.S, Regiswation
15 |t Nos. 1,693,958 and 2,042,589 as to be likely 0 cause confusion, or to cause mistake, or to decejve.
14 |1 Applicant's request for reconsideration is filed in accordance with T.MLE.P. § 715.

17 Contemporaneously with this Regquest, Applicant files a Notice of Appeal to the Trademark

18 || Trial and Appeal Board.

19 REMARKS
20 Applicant submits this request for reconsideration fo submit additional evidence and arguments

21 || against the Examining Attomney's conclusion that there is a likelihood of confusion between the
22 || Applicant's mark and the prior cited registrations. The FExavining Attorney's refusal is well
23 | intentioned, but fails to take into consideration the reality of the markerplace. Consumers are

24 1} well-conditioned to seeing the term "control” in association with pesticide and insecticide products, and

25 || therefore are unlikely to associate the term with 2 single product or source,
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5 111 The Term "Control” Is Comﬁnonlv Used With Insecticides and Pesticides. and Consuxﬁers

3 Will Differentiate Between Different Sources Based on Other Differences in Marks.

. Terms in comumon use as marks are not entitled ta the same scope of protection as g strang or

s || distinctive mark. See MeCarthy on Trademarks and Unfatr Competition, § 11:36. Commonly uscd

6 marks are often regarded as relatively “weak" marks gnd given a relatively narrow scope of protection,

7 || See Simp{sx Electric. Heating Co.. v. Ramey Co., 2320.G. 1259, 1916 CD. 1974 {Commusstoner

¢ || Patents 1916). Sce American Steel Foundries v, Robertson, 260 U.S. 372, 70 L. Ed. 317, 46 S. Cr 160

g (1926); see also discuéﬁon in Royal Peirolewm Corp. v. River States Oil Co., 136 USPQ:79 (T.T.AB.
10 || 1962). The term “control" is & commonly used term in association with insecticides aud pesticides and :
. therefore is regarded as a relatively "weak" mark and consequently given a relatively narrow scope of |
1o || protection ageinst alleged infringement,

" Applicant attaches as Exhibit A nine additional registrations which include the term "contro)”
wu il and registered for nserticides and pesticides. Bvidence of third party use of similar marks on similar
s goors 1s admicesible and relevant to show that the mark is relatively weak and entitled n only a narrow
16 || scope of protection. McCarthy § 11:88 ociting to Tektronix, Jne v. Daktronix, Inc, 534F.2d 915,
17 189 ULS.P.Q. 693 (C.C.P.A. 1976) and others.
18 It is well established that marks are to be taken in their entireties. T.M.E.P. § 1207.01(c)(ii)
19 siting to Massey Jr. College Inr. v. Fashion Institute of T echnology, 492 F.2d 1399, 181 USP.Q. 272
20 (C.CPA. 1974). The f‘ﬁnr that the term “control" is disclaimed in many of these Tegistrations is an
21' acknowlcdgement of the weakness of the mark. Consumers in. the merketplace are accustomed to
” seemg the term “control” as a mark or as & portion of @ mark. The common use of the term has
” conditioned customers such that they have "been cdveated to distinguish between different [such]
2 marks on the basie of minute distinctions." Standard Rrands, e v. RJR Fooa"s, Ine., 192 U.S.D.Q. 383
55 || (LT.AB.1976).

.
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) The Bramuning Attorney overjooks thess additional regisirations and their use i the
3 || marketplace. Consumers conditioned to seeing the word “control® in association with insecticide and
4 || pesticide produets are therefore more likely to look at other distinguishing feamres in distinguishing the
5 || Applicant’s mark from the cited registored marks and the attached registrations. ’
6 112 Mere Phonetic Similarity of a Single Term Is Not Sufficient to Support Determination of
] Likelihood of Confusion Between "Kontyo)" and the Prior Cited Registrations.
¢ The: Examining Attorney places great weight on the fact that Applicant's mark KONTROL is
¢ || Phonetically equivalent to the "control" element in the cited registrations.
10 Phonetic similarity is merely one element in the determination of 2 likelihood of confusion. See }
11 || MeCarthy § 23:22 and the cases cited therein including Lehow Brothers, Inc. v, Lebole Euroconf Sp.A., !
15 {1 393 F. Supp. 205, 212 U.S.P.Q. 693 (B.D. Penn. 1980) (similar pronuncistion does not prove likelihood
j3 || of confusion if other factors weigh mare heavily); Crown Radio Corp. v. Soundscriber Corp.,
1o || 506F.2d 1392, 184 U.SP.Q. 221 (C.CP.A. 1974) (likelihood of confugion cannof be predicated. ox
'15 andifory response alane).
1'6 Even if the martks are phonetically similar, other elements of difference may lead to & final
- finding of no likelihood of confusicn. McCarthy at 23:22, rating to Standard Bronds, frzc. v. Eastern
8 Shore Canning Co., 172F.2d 144, 80U.S.P.Q. 318 (47 Cir. 1949), cerr. denied, .337 U.S. 925, ;
15 || 93 L.Ed 1733, 698.Ct 1 171, R1USP.Q 573 (1949) (uo likelihood of copfusion between
20 V8 vegetable juice and VA tamato juice),
2 All of the marks discussed have additional terms or design elements or bath. Applicant's mark
2 is the: only mark to use the "K" in its mark "f_:ON'IROL” and this distinguishcs -Applicant's mark from
2 the cited re gisnatiqns.
" There is no mechanical test for determining likelihood of confusion. The issue for the }
25 1! Examining Attorney is not whether the actual goods ate likely 10 be confused, but instead, whether
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there is a Hkelihood of confusion as to the source of the goods because of the marks used on those

2
5 || goods. Jn re Rexel Inc., 223 U.SP.Q. 830, 831 (T.T.A.B. 1984) and the cases rited therein; In ra Shell
4 || Ol Co., 952 F.2d 1204, 1208, 26 U.S.P.Q.2d 1687, 1650 (Fed. Cir. 1993) »nd the cases cited thersin.
<. SUMMARY AND CONCLUSION
¢ Applicant respectfully requests the Examining Attomey reconsider and withdraw the final
. refusel of registration and allow this application to proceed to publication without further delay. The
5 mark KONTROL is commonly used with insecticides and pesticides and consumers differentiate this
g || mark fom other marks which also employ the term "control" including the cited marks
10 PRO-CONTROL, aud CONTROL & Design. The mere fact that there is a degree of phonetic
. similarity batween the marks is not sufficient to suppart the canciusion fhar consumers are likely to be
2 confused as to the source of the goods associated with these respective marks. When these marks are
1 taken in their real world context, there is no likelihood of confusion as to source, Applicant submits
1q || that the registration of the mark KONTROL is not likely to cause confusion within the meaning of
5 § 2(a) of the Lanham Act, 15 U.S.C, § 1052(d), and therefore not barred by the prior Registrations,
)y Nao. 1,693,958, fot the mark PRO-CONTROL, and No, 2,042,589, for the mark CONTROL & Design.
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The Examining Attomey must go beyond a mere mechanical apphcation of the mirs in making
his final determination that a likelihood of confusion exista between Applicant's mark KONTROL and -
the prior cited regjstrations for PRO-CONTROL and CONTROL & Design. A visit o his local home
improvement super-store will illustrate that “cortrol” js not and should mot be associated with one
product or sowrce. Consumers who sce the Applicant's goods, bearing the KONTROL merk, on the
shelf surrounded by other similer praducts bearing marks incorporating “"control" are not likely to be
confused as to the sonme c;f those goods. Applicant's mark KONTROL-is cepeble of registration and
no likelihond of confusian exists in the marketplace.

Respectfully submitted,

CHRISTENSEN O'CONNOR
JOHNSON KINDNESSHLC

ooy 5

Cindy L. Caditz
"Telephone No. 206.682.8100

T herehy rertify that this Request for Reconsideration and Exhibit A in U.S. Trademark
Applicatinn Serial No. 76/159,040 is being deposited with the U.S. Postal Service in & scaled envelope
a8 first class mai] with postage thereon fully prepaid and addressed to Box Responses - No Fec,

Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513, on the below date.
Date: OQ;‘Z!& 43’ ZOQL glgég::?: gi "g, é:{; Z
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(TARR rontmins cureent staus, correspondence address and attorney of record Sfor this mark.
Use the "Back" button of fhe Internet Browser 1o rerurn fo TESS)

et
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CAMICIDE

HONIE PEST CONTROL  $

Ward Mark CAMICIDE HOME PEST CONTROL

Goods and Services IC 005, US 006 018 044 046 051 052. G & S: inscoticide for domestic use. FIRST
USE: 19950901, FIRST USE IN COMMERCE: 199606101

Corw Drawlng - (5) DESIGN PLUS WORDS, LETTERS, AND/OR. NUMBERS

Code :

lggf;f“ Bearch 032302 032324 032325 050525 260302 260328 261107 2611721

Serjal Number 75071542 .

Filing Date March 12, 1996

Published far :

Opposition December 24, 1996

Registration

Number 2045 827

Registration Date March 18, 1997 : .
Owner " (REGISTRANT) Campbell Chemicals, Inc. CORPORATION MISSOURI 333

Letfingwell, Suite 127 P,0, Box 3829 St. Louis MISSOURI 63127
Atterney of Record JILL M FARMER
Prior Registrations (0624267 _
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 1JSE "HOME PEST
CONTROL" APART FROM THE MADRI A S SOV
Type of Mark TRADEMARK
Register PRINCIPAL

hutp://tess.uspto. gov/bin/gate. exe M=doc & statc=itsalg.4.1 71940
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B o OrRERStorecord:] | Record 5 out of 5

. chetk Statue, g . '
Check Statue M TARR contains courrent staius, correspondence address and aftorney of record Sfor this mark.
Use the "Back” bution of the Internet Browser to return fo TESS) ‘

Typed Drawing

“Word Mark BIRTH CONTROL FOR ROACHES ‘
Godds and I 005. US 006. G & S: INSECTICIDE. FIRST USE: 19850314 FTRST USE 1N
Services COMMERCE: 19850314

sk Drawing (1) TYPED DRAWING
Serial Number 73639433

Filing Date Jannary 12, 1987

Published for

Opposition May 26, 1987

Registration

Number 1452885

Registration Date August 1R, 1987 ‘

Ownecyr (REGISTRANT) SANDOZ AG (SANDOZ LTD., SANDOZ 8.A.) CORPORATION

SWITZERLAND LICHTSTRASSE 35 RASLE SWITZERLAND :

Assignment , ,

Recorded ASSIGNMENT RECORDED

Attorney of

Record HAROLD MILSTEIN

TypeofMark.  TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead :
Indicator LIVE

htrp:/ftess.uspto.gov/bin/gate.exe?f=doc&state=its31g.4.5 A 71610
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J(TARR COBLULRS turrent stafus, correspondence address and anorney ef record for
this mark Use the "Back" betton of the Internet Browser ro regurn To TESS)

Typed Dm\ﬁng

Word Mark  GLOBAL SOLUTIONS FOR MCSQUITO CONTROL

Goods and  IC 003. US 006 018 044 046 051 052, G & S: Liquid pesticides for use in aerosol
Services sprrying for mosquitoss; Larvicides in pelflet, eranule and briquatte form for control of
mosquito larvag, all for domestic and agricultural usc '

IC 0Q7. LIS 013 019 021 023 031 034 035. G & §: Pawer operated guns for the
chstribution of pesticides in granulsr, briquetts and pellet form; Nozales for use in
Arrosol spray generators for mosquitoes; Power operated liquid power guns for use in
thr acrasol spraying of mosquitoes; Power operated hincar flow control system for use
m the spraving of mosquitoes which synchronize the chomical outpnit of the spray with
the speed of the vehicle carrying the spraving equipment

IC 00R. TUS 023 028 044, G & S: Hand operated serosol spray urits for mosquito
contral ,

IC 009. US 021 023 026 035 038. G & S: Lab equipment nsed n mosquito control,
namely, ohill tables, magnifier lamps, and olfactometers

IC 021. US 002 013 023 029 030 033 040 050. G & §: Insect traps and aecessories
thercfor, namely, trap collection nets, net props, plastic killing jars with connecting
sleeves, and single ring net bags o

Mark

Drawing (1) TYPED DRAWING

Cade
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X
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Serial
Numbey 76001179

Filing Date  March 16, 7000
Filed ITU  FILED AS ITU

Published

for Decergber 12, 2000

Qpposition

Owner (APPLICANT) CLARKE MOSQUITO CONTROL PRODUCTS, INC.

CORPORATION ILLINOIS 159 Garden Avenue Rosells ILLINOIS 60172

Attorney of 0 Bock
Record

Disclaimer  NO CLAMM I& MADE TO THF. FXCLUSIVE RIGHT TO USE "MOSQUITO
CONTROL" APART FROM THE MARK AS SHOWN

ﬁf;_"f TRADEMARK
1Y

Register ~ PRINCIPAL

LiveDead
Indicator

LIVE

" TESS - Docurnent DiSplayZ of 2
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ekl (TARR confains current stavus, correspondence address and aftornay of record for

zhis mark. Use the "Buck” burtan of the Internet Browser o refurn to TESS)

T)'péd Drawine

YWord Mark

PCT PEST CONTROL TECHNOLOGY

Goods and IC 016. US 002 005 022 023 (29 037 038 050. G & §: magazines in the feid
© Services of the pest control industry, envirarynental issues, scientific developments in the

corpposition and use of pesticides and insecticides and other pest contral topics.
FIRST USE{ 1972120}, FIRST USE IN COMMERCE: 19721201

N z ing- .

Sl DAYING (1) TYPRD DRAWING

Seria] Number 74524174

Filing Date May 12, 1994

Pumiihed for November 21, 1995

Opposltion

Change In . .

Registration CHANGE IN RFGISTRATION HAS OCCURRED

Registration <

Number 1235660

Registration Date  Fobruary 13, 1994 .

Owner (REGISTRANT) GIE, INCORPORATED PUBLISHERS CORPORATION
OHIO 4012 Bridge Avenue Cleveland OHIO 441132 .

Type of Mark TRADEMARK . _ ' ‘

Register - PRINCIPAL-2(F)-IN PART

Live/Dead e -

Indicator LIVE

TESS - Document Displayl of 2
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Distinctiveness
Limitation - as to "PFEST CONTROL TECHNOLOGY"
Statement

TESS - Document Display?2 of 2.
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iRecord 4 out ¢f 8

B TARR contains cxurrent stamis, correspondence pddress nnd vttorney of record for
this mark. Use the "Back” button nf the Internet RBrawser to return fa TESS)

ACTION PEST CONTROL :
3: application of pesticides in the feld of residential and’

Word Mark
- Goods and 1IC 037. US 103. G & S:
Servires commercial pest control. FIRST USE: 19910501. FIRST USE IN COMMERCE:
19910501

ok Drawile () DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 452314 032324 260521
Code
Serial Number 74435725
Filing Date September 15, 1993

Published for .
‘Opposition August 5, 1994
Registration

o
Number 1861203

"Registration Date November 1, 1994
(REGISTRANT) Action Pest Contral CORPOR ATION INDIANA P.O. BO‘(

Owner
5467 Evanswville INDIANA 47716
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "PEST

'CONTROL" APART FROM.THE MARK AS SHOWN

TESS - Document Display] of 2

Disclaimer
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TypeofMark  SERVICE MARK
Register PRINCIPAL '
Affidavit Text  SECT 15, SECT 8 (6-YR). |

Live/Dead )
Tndicator LIVE

doie

6/13/0 1,

TESS - Decument Display? of 2
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Please logout when you are done 1o reJease system resowrces allocated for you.

J._iRecord 5 out of 8

st TAKR contuing curyent status, corvespondence address and attorney of record for
this mark. Use the "Back" bution of the Internat Browser to return to TESS)

il

1 RbcasTe LETE W Tie,

Ward Mark  VIKING TRRMITE AND PEST CONTROL
IC 042, US 100 101. G & 8: laym care services directed 1o controlling pasts and

Goods and
Services weeds with pesticides and herbicides; taden datection services. FIRST USE:
19801117. FIRST USE IN COMMERCF. 19941201

IC 037.US 100 103 106. G & S: pest contrnl services directed to insects, rodents,
deer, pigeons, bats and the like; contra) of odors from termifes or pests; building-
cleaning services to contrel pests and maintain sanitary ronditians, including steam

cleaning; providing repair and/or rebutlding of residential stoictures damaged by
wermites or pests. FIRST USE: 19801117, FIRST USE. IN COMMERCE: 19941201

Mark )
Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Senrch 50113 090525
Code

Seria} .
Number . 74676610

Filing Date  May 15, 1995

Published for
Oppoaitiqn July 30, 1996

TESS - Docuraent Displayl of 2
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Reglstration
Number 2009658
REGISTANOD 1 trher 22, 1596
Date ,
Onvwner (REGISTRANT) Viking Termite and Pest Control, Inc. CORPORATION NEW

JERSEY 711 East Main Street Bridgewater NEW JERSEY 08807

Attorney of
Record

Disclaimer ~ NO CLAIM IS MADE TC THE EXCLUSIVE RIGHT TO USE "TERMITE AND
PEST CONTROL® APART FROM THE MARK AS SHOWN

The mark "VIKING TERMITE AND PEST CONTROL" is lined for the color red,

Robert S. Raymar

Description of

Mark

Type of Mark SERVICE MARK
Register PRINCITAL
Live/Dead '

Indicator LIVE

TESS - Document Display2 of 2
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i

Flease logout when you arg done to releass systern resources allocated for you,

" 5 Tist At:

(TARR contuins current statis, correspondence address and attorney of recerd for
this mark. Use the " Buck” buiton of the Internet Browser to returi to TESS)

e
HOME SAVING

\ TERMITE
COHTROL NS,

S

—— ..

- Word Mark  HOME SAVING TERMITE CONTROL, INC.

Goodsand  IC 037. US 100 103 106, G & §: pest conrol services in the nature of identifying,
Services slimimating, exterminating, controlling »ad preventing infestadons and infections of
. wood destroying pests or organisms, and in connection therewith 10 make inspections
and inspection reports, resormmendations, estimates and bids, either oral or writter; to
make atructural repairs or replacemeits; and to 1use insecticidas, pesticides, fumigants
- and allied chemicals and substances as required to make perform said services, FIRST
USE: 19771100. FIRST USE IN COMMERCE; 19780000 '
Marlc
. Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Code - :
Dasign -
Search Code
Serial
Number

Filing Date  November 18, 1994

L

(31501 031519 051524 240907 260128 '

74600373

TESS - Document Displayl of 2
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Registration "
Number 1935436
Registration B
Date November 28, 1995 ‘ |
Ovwner (REGISTRANT) Home Saving Termite Conmol, Inc. CORPORATION

CALIFORNIA 8854 Elizabeth Lake Road Leona Valley CALIFORNIA 9355]

Attorney of Scott W, Keliey

Record ‘ :
Disclaimer  NO CLADM IS MADE TO THE EXCLUSIVE RIGHT TO USE TFRMTIE
CONTROL INC." APART FROM THE MARK AS SHOWN
Type of Mark SERVICE MARK S

Reglster PRINCIPAL

Lw?{Dead LIVE
Indicatar

TESS - Document Display? of 2
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- -P=st Gontrol
Word Mark EARTH TOUCH ORGANIC PEST CONTROL,
Gnnds and IC 005. US 006 012 044 046 051 052. G & S: pesticides for domestc use.,
Servicrs FIRST USE: 19960401, FIRST USE IN COMMERCE: 1996040}
?;:; Draving 5 DESIGN PLUS WORDS, LETTERS, ANDIOR NUMBERS
Design Search
Code 010701
Serial Number 74556397
" Filing Date Angust 2, 1994
Filed ITU FILED ASTTU

Published Tor Decernher 12, 1995

Oppositicn
Registration
Nuraber . 2029137
Registration Date January 7, 1997 ) .
Owner (REGISTRANT) EARTH TOUCH FRANCHISE CORPORATION
. CORPORATION NEW MEXICO 4203 Lead SE Albuquerque NEW MEXICO
27108 _

TESS - Document Displayl of 2
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. Allorney of "
Record .T,Jco L. Miller ' )
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ORGANIC
PEST CONTROL" APART FROM THE MARK AS SHOWN
TRADEMARK

Type of Mark

Register PRINCIPAL

LiveDead
Indicator LIVE

TESS - Document Display2 of 2 .
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il TA KR contuins current status, correspondence address and uttorney of record for
this mark, lse the “Back" button of the Internst Browser fo return to TESS)

Typed Drawing
Word Mark POLY CONTROL

Goods and IC 003. UB 006. G & S: chemicals; namely, stickers and drift contro} agenta for

Services pesticidex, FIRST USE: 19820610. FIRST USE IN COMMERCE.: 19820610

Sk Drawing 1) TypED DRAWING '

oda _

Serial Number 74148342

Filing Date Mazch 18, 1991

Fublished for oy er 23, 199

Opposition

. Registration <q-

N 1671533

Registration Date January 14, 1992

Owner (REGISTRANT) T L B Internationat Chemical, nc. CORPORATION
FLORIDA P.0. Rox 6006 Vero Beach FLORIDA 32960
(LAST LISTED OWNER) BREWER INTERNATIONAL, INCORPORATED
CORPORATION FLORIDA

Asslgnmeht

Recorded ASSIGNMENT RECORDED

gttomey of Corroll F. Palmer

Recnrd ‘ : . :

Disclaimer NO CLAM IS MADE TO THE EXCLUSIVE RIGHT TO USE "CONTROL"

APART FROM THE MARK AS SHOWN
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Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Tex? SECT 15. SECT 8 (6~YR).
Live/Dend
Indicator LIVE
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" File Nou UNVL-2-75328 Qate; 1002
Serial Ne.: 76/169,04D

Atty/Secy: CLG/EEE:jh
Applicant: Unlvar USA inc.
Mark: KONTROL

n received in the US. Patent and Trademark Office on the

im0l Class(es): 5
Tha folipwing have tes)
data stampat nereon via fiestolaes matl, with a sipned Centificate of Mailing:

mequest for Reconsidaration (5 pages)
Exhiblt A (17 pages)




