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Before Wal ters, Chapman and Rogers,
Adm ni strative Trademark Judges.
Opi ni on by Rogers, Adm nistrative Trademark Judge:

Flash & Partners S.r.l., a joint stock conmpany of
Italy, applied to register the stylized mark set forth

bel ow for a wide variety of clothing itens in C ass 25.

The application was based on the stated intention of the

! Exanmining attorney Janes Marcus issued the initial and final
refusal s, and deni ed applicant's request for reconsideration.

Ms. Gold issued two actions after the appeal was suspended and
the application was remanded for further exam nation; and she
later filed the Ofice's brief for the appeal.



Ser No. 76006037

applicant to use the mark in commerce. The application
subsequent|ly was assigned to Fashion Goup S.N. C. D
Bertoncello Maria Luisa & Mchela & C. and the assi gnnent
has been recorded in USPTO records at Reel 2517, Frame

0851.

NORTH LITTLE ITALY

There were many office actions and responses during
prosecution of this application, both before applicant
filed its notice of appeal and after it requested a remand
of the appeal to make further evidentiary subm ssions and
argunents. Suffice it to say that the original exam ning
attorney made final a refusal of registration, which we
di scuss bel ow, and applicant obviously has appeal ed. The
only issue to be decided on appeal is that refusal of
regi stration, made under Section 2(e)(3) of the Lanham Act,
15 U S.C. 8§ 1052(e)(3). Before addressing the refusal,
however, we discuss anendnents of the identification of

goods and mark.
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As filed, the application listed the follow ng
identification of goods: "dresses, coats, overcoats,
rai ncoats, jackets, sports jackets, trousers, jeans,
shorts, skirts, track suits, sweaters, shirts, t-shirts,
cardi gans, dressing gowns, night gowns, pyjanas,
petticoats, socks, stockings, tights, gloves, scarves,
foul ards (neckerchiefs), belts, waistcoats, bathing suits,
hats, caps, shoes, boots, sandals, slippers.” Wen the
identification of goods information in the application was
entered into USPTO records, the Ofice inadvertently
omtted the first five itens -- "dresses, coats, overcoats,
raincoats, jackets."

The original exam ning attorney, in the first office
action, required applicant to make two m nor anmendnents to
the identification. Specifically, he required "pyjamas" be
anended to "paj anas" and required "foul ards (neckerchiefs)"
be amended to "foul ards, neckerchiefs.” The exam ning
attorney then set forth, in one bl ock paragraph, the
identification listed in USPTO records (not the
identification listed in the application) but with the
changes included. Applicant, in response, adopted the
exam ning attorney's proposed anended identification.
Applicant did not point out that "dresses, coats,

overcoats, raincoats, jackets"” had been omtted. Further,
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in briefing this appeal, both applicant and the exam ni ng
attorney have recited the adopted anended identification as
the operative identification. Accordingly, we consider the
anended identification adopted by applicant to have entered
the two m nor changes required by the exam ning attorney
and to have effectively deleted "dresses, coats, overcoats,
rai ncoats, jackets" fromthe identification as filed.

As for the mark, though no nention of a deficiency in
the drawi ng was made prior to appeal, on renmand the
substituted exam ning attorney asserted first, that the
mar Kk drawi ng was of poor quality and woul d not reproduce
wel |, and second, that it inpermssibly conbined stylized
|l ettering and typed lettering. This exam ning attorney
required the applicant to submt an anmended draw ng
"entirely in special form" Applicant then submtted an
anmended draw ng entirely in typed formrather than in
special form The exam ning attorney nonethel ess accepted
this amendnent. Thus, the mark involved in this appeal is

now NO-L-1TA NORTH LI TTLE | TALY.?

2 W note applicant's statenent, in footnote 2 of its main brief,
"that its mark is NOL-1TA stylized, and not NOLITA, such that
this stylized, distinctive and arbitrary depiction of the nark
is, in and of itself, a basis for overconing the Exam ner's 2(e)
refusal .” W take this not as a reference to the mark in the
original drawing or as any indication that applicant now contends
that NORTH LI TTLE I TALY is not part of its mark, but nerely as a
contention that the NOL-ITAterminits mark is "stylized" as
conpared to a presentation of that term as NOLI TA
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In view of the above-di scussed circunstances, the
refusal to register now before us is a refusal to register
NO L-1 TA NORTH LI TTLE I TALY for "sports jackets, trousers,
j eans, shorts, skirts, track suits, sweaters, shirts, t-
shirts, cardigans, dressing gowns, night gowns, pajanas,
petticoats, socks, stockings, tights, gloves, scarves,
foul ards, neckerchiefs, belts, waistcoats, bathing suits,
hats, caps, shoes, boots, sandals, slippers.” The refusal
is based on Section 2(e)(3) of the Lanham Act, and the
exam ning attorney's contention that the mark, when used,
woul d be geographically deceptively m sdescriptive of
applicant's clothing goods.

As both the applicant and the exam ning attorney
acknow edge:

[ T] he PTO nmust deny registration under

81052(e)(3) if (1) the primary significance of

the mark is a generally known geographic

| ocation, (2) the consumng public is likely to

believe the place identified by the mark

indicates the origin of the goods bearing the

mar k, when in fact the goods do not cone from

that place, and (3) the m srepresentati on was a

material factor in the consuner’s deci sion.

In re California Innovations, Inc., 329 F.3d 1334, 66

UsP2d 1853, 1858 (Fed. Cir. 2003). See also, In re Les

Halles De Paris J.V., 334 F.3d 1371, 67 USPQ@d 1539 (Fed.

Cir. 2003), and In re Consolidated Specialty Restaurants,

Inc., 71 USPQRd 1921 (TTAB 2004).
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Summary of Argunents

In particular, the exam ning attorney contends that
that NO-L-1TA is shorthand for "North Little Italy" or
"North of Little Italy"; that applicant's coupling of NORTH
LITTLE I TALY with NOL-1TA reinforces the perception of the
hyphenated term as shorthand for the full phrase; that
"NoLIta" is a geographic termdesignating a particular
nei ghbor hood or small section of the borough of Manhattan
in New York City;® that the area is known for retailing of
trend-setting fashions; that the area and its association
with trend-setting fashions and fashi on designers woul d be
known by consuners of applicant's identified goods; that
origin of such goods in the place identified by the term
“"NoLIta" would be a material factor in the purchasing
deci sions of consuners; and that applicant's goods w |l not
cone fromthe place known as "NoLlta."

Applicant "does not dispute the evidence [rmade] of
record [by the initial action refusing registration] that
the "Nolita' termmy refer to an area of New York GCty,"

and has stated "that neither Applicant nor its goods cone

3 The exam ning attorney contends that whether displayed as

NCLI TA, NOL-I1TA, or in any conbination involving upper and | ower
case letters, the termhas the same connotation. The record in
this case reveals that various presentations of the termare

enpl oyed, we use NO L-ITA when referring to the termin
applicant's proposed mark and "NoLIta" when referring to the area
i n Manhatt an.
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fromany locale known as 'Nolita.'"* Response to office
action, April 19, 2001. Applicant, however, does dispute
that "NoLIta" is anything nore than a designation of a
"smal|l area [of New York City] recently 'dreaned up' by
real estate brokers" so as to "brand"” the area and thereby
i ncrease property values. Brief, p. 8 (enphasis by
applicant). In essence, applicant contends that the nane
for this area of New York City is a "passing fancy" and

al ready "on the wane," so that it cannot truly be

consi dered a "general ly known" geographic term?® In

“ Further, in arguing that the refusal is inplausible, applicant
contends that because "ltaly is a world famous center for fashion
desi gn and manufacture[] ...an effort to conceal the Italian
origin of the Applicant and its goods in favor of a

m srepresentation of U S. origin would not be of any benefit to
the Applicant."

*Inits brief, applicant asserts that "Nolita is not a
continent, country, province, state, city, town, or topographical
feature." P. 7. It first nmade this observation in its request
for reconsideration of the final refusal, where applicant also
posited that a neighborhood in a city nmay not qualify as a

geogr aphi c |l ocation under the Trademark Act. W disagree. See
Les Halles, supra, which vacated and remanded a Board deci si on
finding that LE MARAIS for a restaurant in New York was
geogr aphi cal ly deceptively m sdescriptive. The Federal Crcuit's
deci si on, however, clearly was based on the question whether
there was a sufficient services-place association for consuners,
bet ween the New York restaurant and a nei ghborhood in Paris,
France, and the related question whether, if such association
existed, it would be material to patrons of the restaurant. The
court did not question the Board's finding that the primary
significance of the "Le Marais," neighborhood is that of a

geogr aphi cal place. See also, In re Gale Hayman Inc., 15 USPQd
1478, 1479 (TTAB 1990) ("A geographically descriptive

term can indi cate any geographic | ocation on earth, including
streets and areas of cities.").
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addition, applicant contends that "NoLIta" does not appear
in an ot herw se conprehensive on-line database of the
United States Ceol ogi cal Survey or in geographical

di ctionaries.

Inits request to suspend the appeal and remand the
application for consideration of additional evidence,
applicant contended for the first tine that "Nolita" is a
given nane and that the termcannot, therefore, "primarily
and directly denote a geographical place" (enphasis by
applicant). |In support of this contention, applicant
submtted various articles retrieved fromthe NEXI S
dat abase and a few web pages retrieved fromthe Internet.
Applicant has not, in either of its briefs, reiterated or
in any way argued this contention.

Applicant also contends that "Little Italy”" is a term
used for sections of nunerous cities and that the phrase
"north of Little Italy” is also wi dely used, in discussions
of these places. Thus, applicant concludes "there is no
one place exclusively referred to as 'Little Italy' or
"north of Little Italy."™ Brief, p. 10. For this reason,
appl i cant concludes that prospective purchasers of its
identified goods woul d not make a goods-pl ace associ ati on
bet ween the goods and the New York City nei ghborhood of

"NoLlIta." Applicant's other argunment why there is no
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goods- pl ace association is based on the issuance, by the
USPTO of two registrations for, respectively, NOLI TA and
NO LIM TS, NO BOUNDARI ES, NOLITA as marks for various hair
care products, as well as the issuance of a Notice of

Al | owance on an intent-to-use application to register

NOLI TA for jewelry.® Applicant has argued at |ength why
jewelry and hair care products should be considered fashion
itens or trends and asserts that the USPTO s issuance of
the two registrations, and the Ofice's approval of the
application, stand as evidence that the term NOLI TA i s not
primarily geographically m sdescriptive or primarily

geogr aphically descriptive because there is no goods-pl ace
associ ati on.

Finally, applicant contends that, even if we assune
that we are dealing with a geographic termfor a pl ace
general ly known and that prospective purchasers of the
goods listed in applicant's application would associ ate
such goods with the place nanmed in applicant's proposed
mark, there is no evidence such association will materially
af fect purchasing decisions. Specifically, applicant

argues in its main brief that the exam ning attorney did

® The two registrations are owned by the same entity, have
virtually identical identifications of goods and |list the sane
dates of use. The application, still pending, is owed by a
different entity.
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not even address the nmateriality issue which was

hi ghlighted by our reviewing court in the California

| nnovations case; and in its reply brief applicant
deconstructs the specific itens of evidence on which the
examning attorney relied in her brief. Applicant asserts,
in essence, that there is no direct evidence of
materiality; and that any evidence asserted to establish a
goods- pl ace associ ati on does not establish such a strong

association that materiality could be inferred.

Exam ni ng Attorney's Evi dence
The exam ning attorney nust establish a prinma facie
case that the mark is primarily geographically deceptively

m sdescriptive. See In re Pacer Technol ogy, 338 F.3d 1348,

67 USPQd 1629 (Fed. GCr. 2003). A prinma facie case
"requires 'nore than a nere scintilla of evidence, in

ot her words, 'such relevant evidence as a reasonable m nd
woul d accept as adequate to support the finding.'" 1Inre

Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQ2d 1370, 1371

(Fed. Gir. 2004) (citations omtted).

To support the initial refusal of registration, the
original exam ning attorney introduced certain web pages
and "five (5) representative Lexis/Nexis articles.” The

first web page is the "Nolita Nei ghborhood Gui de" avail abl e

10
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at "www. pl easantconcepts.com"” This page says the

nei ghbor hood has boutiques and galleries, but does not
specifically nmention fashion or clothing itenms. The four
bouti ques and shops listed on the page include one which
mar ket s "noderni zed cl assics" but does not explain what
these are, another that markets "handbags and accessories,”
a third that markets "handbags” and a forth that is |isted
sinply as a "honme" boutique and which we assune woul d st ock
itens for one's hone. The second web page [part of the
text is cut off in the printout] features a "Soho and
Nolita Tour"™ from"Big Onion WAl king Tours," and references
"fashionabl e galleries and boutiques" but does not
specifically nmention clothing and, noreover, |unps the
"SoHo" and "NoLlIta" nei ghborhoods together, so that we are
unable to glean fromthis page whet her one nei ghborhood or
bot h woul d have the galleries and bouti ques.

As for the five article excerpts retrieved by the
exam ning attorney's LEXIS/NEXI S search for the terns
"nolita" and "north little italy," these are itens 1-4 and
7, of 127 articles. As noted earlier, the exam ning
attorney terns them"representative.” The first is from

The Boston d obe and is an article about Boston's Italian

nei ghbor hood, the North End. The excerpt refers to New

York's "NoLlIta" as "the hip boutige-Iaden 'hood that

11
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translates to "north of Little Italy.'"™ The second excer pt

is fromReal Estate Wekly which notes the appoi ntnment of a

| easi ng agent for a retail space "in NoLita," explains that
the termnmeans "north of Little Italy” and states it is a
"devel opi ng center for up-and-com ng fashion retailing."

It also states: "Calypso, Jam n Puech, Sigerson Mrrison
Zero, Mark Schwartz, Soco, Language, and Fresh are

7

nei ghbor hood staples.™ The third article excerpt is from

The New York Post, is headlined "Hi gh Fashion Is Mving

Uptown," and states: "After a passing flirtation with the
guaint streets of NoLita (North of Little Italy), the avant
garde Commes des Garcons | abel headed for Chel sea and nuch-
hyped desi gner boutique Jeffrey opened its headquarters in
t he Meat packing District, respectively.” The fourth

excerpt is from The New York Law Journal and reports on the

success of certain |easing agents having "arranged for
[I'lum nations, the national |ifestyles retailer, to open
its first store at 54 Spring Street, in the heart of
"NoLita' (North of Little Italy)."® W have no information
however, as to whether a "lifestyles retailer” is a

retailer of clothing itens, itens for the hone, or

"Wiile this particular article excerpt does not reveal the wares
of each of these "nei ghborhood staples," other evidence reveals
that these include shoe, handbag and clothing retailers.

8 W presune the topic is the retailer's first New York store.

12
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sonething else altogether. Finally, the fifth article

excerpt, from The New York Tinmes, is on bargain hotels for

frugal travelers and reports: "Trendy and desirable, the
downt own nei ghbor hoods of SoHo, NoLita (North of Little
Italy) and Tri BeCa have fewer hotels than other parts of
Manhattan -- and al nbst none | could afford.” These five
articles are dated between May and August 2000.

The evi dence offered in support of the initial
refusal, by itself, likely would be insufficient to allow
the exam ning attorney to carry the Ofice's burden of
proof, at least in regard to the goods-pl ace association
and materiality elenments of the refusal. Later
subm ssi ons, however, clearly show a goods- pl ace
associ ati on between "NoLIta" and fashion design and
retailing. This association has been noted not only in New
York publications but also in publications from other
cities and on web sites geared to the fashion conscious
and/ or the fashion conscious prospective visitor to New
Yor k.

In support of the final refusal of registration, the
original exam ning attorney introduced 15 additi onal

LEXIS/INEXI S article excerpts.® These are all dated between

® The examining attorney stated in his office action that 14
excerpts were attached, but we count 15.

13
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April 1997 and July 2001. The searches used to retrieve

t hese excerpts were "nolita,” or "nolita" and "north little
italy,” or "nolita” within five words of "north little
italy,” or "nolita" and "clothing." O these 15 articles,
13 clearly discuss clothing design or retailing of clothing
in "NoLIta.” Wile nost of the articles appeared in New
York publications, others appeared in Houston, Dallas, and
San Di ego publications.

Next, the original exam ning attorney denied
applicant's request for reconsideration and introduced
reprints of pages from 10 websites; a reprint of the search
results list froma search of the Internet utilizing the
Yahoo search engine; and 10 additional article excerpts
retrieved fromLEXI S/ NEXI S dat abases. The web pages
i nclude reprints fromthe New York pages of
"Citysearch.cont ("find cutting edge fashion in Nolita" one
page states; others list nunerous clothing stores); a
"Vi sual store.com’ news article on a new shop opening in
"NoLIta" ("Designer Leeora Catal an, who counts Madonna,
Destiny's Child, Gwen Stefani, Britney Spears and Jennifer
Lopez anong her celebrity clientele, has opened her own
store, Shop Noir, in New York's Nolita district."); a
"DigitalGty.com listing of six of "The Best Wnen's

Clothing Stores” in New York, which includes two stores

14
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listed as located in "NoLIta"; a web page from
"onenedi a. cont’ ("brought to you by Zagat") featuring a
profile of a "NoLIta" shoe store; web pages fromthe
website of designer Margie Tsai ("MrgieTsai.cont)
detailing that she has an "exclusive boutique" in "NoLIta,"
that her fashions have been featured in nunmerous magazi nes
and that sone are also available in other stores around the
country; a page froma city guide to New York from

"Bl ackVoi ces. com’ ("NoLita, one of Manhattan's qui et est

nei ghbor hoods, also is one of its nost creative — and
lately its nost desirable |ocation for fledgling artists
and fashion designers to |aunch their own businesses"); a
web page fromthe city guide to New York by "Trendcentral "
("[NoLita] was originally an authentic Italian

nei ghbor hood, but nowadays it's full of hipsters and
fashion types who live, work, eat, and shop in the

nei ghbor hood") .

The LEXIS/NEXIS article excerpts included with the
deni al of applicant's request for reconsideration were
retrieved by searches for "nolita” or "nolita" within 5
words of "clothing or fashion,” and are dated between
January and May 2002. Nine out of the ten articles clearly
di scuss clothing, clothing designers, or clothing shops in

the "NoLIta" nei ghborhood. Eight of these nine articles

15
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appeared in New York publications, and one appeared in The

Bost on d obe.

The search results |ist fromthe Yahoo search per se

is not probative. See In re Renacle, 66 USPQ2d 1222, 1223

n.2 (TTAB 2002).

The second exam ning attorney, follow ng suspension of
t he appeal and renmand of the application, issued two office
actions. The first of these actions did not introduce any
addi tional evidence in support of the refusal. The second
action introduced 36 nore LEXIS/NEXI S article excerpts.
These are dated between March 1998 and January 2004. Wile
the office action does not indicate the search query used
to retrieve these excerpts, it appears that the search was
for the term"nolita” and either "lItaly"” or "New York," as
these are the terns that appear in bold in the excerpts.
This search returned articles that appeared in New York

publications, but also articles in The Chicago Tri bune,

Washi ngt oni an nagazi ne, the Providence Journal -Bulletin,

The Patriot Ledger (Quincy, MA), The Tinmes Union (Al bany,

New York), The San Francisco Chronicle, The Baltinore Sun,

Fortune magazi ne, Entrepeneur magazi ne, The Bergen Record

(New Jersey), Footwear News, and Real Estate Wekly. W

agree with applicant's assessnent (brief, p. 6) that these

36 excerpts have been presented in extrenmely truncated

16
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fashi on; and many which m ght ot herw se have been found
probative of a goods-place association nmerely are probative
of the meaning of "NoLlIta." Nonetheless, 14 of the article
excerpts clearly associate "NoLIta" and cl othing or

f oot wear; another two associ ate the nei ghborhood with
handbags; and two associate it with jewelry or "chokers."

Is the Primary Significance of the Proposed Mark a

General |l y Known Geographi c Location?

"Under the first prong of the test — whether the
mark’s primary significance is a generally known geographic
| ocation — a conposite mark such as the applicant’s
proposed mark nmust be evaluated as a whole. It is not
erroneous, however, for the exam ner to consider the
significance of each elenent within the conposite mark in
the course of evaluating the mark as a whole."

In re Save Venice New York, Inc., 259 F.3d 1346, 1352, 59

usP2d 1778, 1782 (Fed. Cir. 2001)(citations onmtted).

On the evidence of record, we find the primary
significance of the proposed mark is that of a geographic
| ocation. The record includes dozens of article excerpts
retrieved fromthe NEXIS database that show "NoLIta" to be

a particular place and a termderived fromthe phrase

17
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"North Little Italy" or "North of Little Italy."?°

Mor eover, because applicant's proposed mark includes the
phrase NORTH LI TTLE I TALY, there is little, if any,

| i keli hood that a consunmer woul d perceive the NOL-I1TA

el enrent as anything other than shorthand reference for the
| onger phrase. !

The next question is whether this geographic |ocation
is "generally known." Applicant has argued, in essence,
that the "NoLIta" nei ghborhood certainly is not generally
known outside New York City, and nay not even be a wi dely
used termw thin that city. On this record, however, we
have no difficulty finding that the neighborhood is
generally known. In New York, it would be known anong real
estate professionals, artists, fashion designers and those
who follow the retailing of clothing and ot her desi gner

items. Even outside New York City, the neighborhood and

10 Applicant and the exami ning attorney have debated whether it is
significant that nost of the evidence shows "NoLIta" is
considered to be shorthand for "North of Little Italy" rather
than for "North Little Italy.” W find the difference
insignificant, for no matter the derivation of the term"NoLIta,"
it identifies only one place.

1 As noted previously, that although applicant at one point
during prosecution of its application argued that "Nolita" can be
a given nane, it did not press the argunent on appeal. Even had
it done so, we would find the argunment unavailing, both because
gi ven nanmes are not usually hyphenated, as is the term NO L-1TA,
and al so because the phrase NORTH LI TTLE I TALY in the mark | eaves
little roomfor NOL-1TA to be perceived as anything other than
shorthand for the full phrase.

18
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the itens that are designed and/or retailed within the

nei ghbor hood woul d be generally known anmong t hose who
foll ow the fashion industry, as well as anbng travel agents
or travel witers who woul d be expected to know of the

di verse nei ghborhoods wthin a particular city that
travelers mght want to visit; and it can scarcely be
doubted that New York City is a significant tourist
destination, whether for donestic or international
travelers. Finally, even casual readers of newspapers from
Boston, Baltinore, Chicago, Providence, Quincy (MA), Bergen
(NJ), Austin, Dallas, Houston, San D ego and San Franci sco,
as well as casual visitors to travel-related websites
featuring informati on on New York, may have read of the

nei ghbor hood.

Applicant's argunent that New York City real estate
agents "dreaned up” the nane and did so only "recently"” is
not persuasive of a contrary result. It is largely
irrel evant how the nanme cane to be and only rel evant what
significance it has to consuners. Moreover, the NEXI S
article excerpts show that the nei ghborhood has been call ed
"NoLlIta" for years. W likew se find unpersuasive
applicant's argunent that the use of the nane for the
nei ghborhood is a "passing fancy” or "on the wane." This

argunent i s based on one or two of the articles retrieved

19
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fromNEXIS and a single website visited by applicant, and
is outwei ghed by the many other articles of recent vintage
that reveal no indication that use of the nanme is waning.
We al so find unpersuasive applicant's argunment based
on its subm ssion of evidence show ng the existence of
other "Little Italy" neighborhoods in the United States,
and the consequent use of the phrase "north of Little
Italy" to describe places north of those nei ghborhoods. By
this argunent, applicant essentially contends that
prospective consunmers of clothing will not necessarily
think of only one of these places, i.e., the New York City
nei ghbor hood, and nmay think of other places. This
evi dence, however, does not establish that any of these
pl aces are also referred to by the term NOL-1TA. The nere
possibility that a resident of, for exanple, San Francisco,
m ght consi der clothing narketed under applicant's nmark to
indicate origin of the clothing in some place north of that
city's Little Italy nei ghborhood does not establish the
registrability of applicant's mark. Rather, it only
establishes that such a consumer would still m sapprehend

t he geographi ¢ source of applicant's goods. *?

2 1'n addition, applicant has not put any evidence into the record
that would tend to establish that people in other cities that
have a Little Italy nei ghborhood are accustoned to seeing those
nei ghbor hoods desi gnated by terns such as NO L-1TA, whereas the
record does reveal that NOL-ITA is recognized in New York G ty.

20
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In sum as to the first factor under the California
| nnovati ons analysis, we find that NO-L-1TA and applicant's
conposite mark NO L-1TA NORTH LI TTLE | TALY are geographic
in significance; and we find the place to which both the
hyphenated term and conposite nmark refer is generally
known.

I s There a Goods- Pl ace Associ ati on Between "NoLlIta"

and d ot hi ng?

The evidence submtted by the exam ning attorney shows
t hat the nei ghborhood known as "NoLIta" is associated with
various things: narrow streets and snal |l er buil dings than
i n nearby nei ghborhoods, which nean | ess vehicle traffic;
easy pedestrian access to boutiques and specialized shops
and cafes; and that the boutiques and shops may market
cl ot hing, shoes, jewelry, handbags, cosnetics, or
housewares. The preponderance of the evidence, however,
shows an associ ation of the New York City nei ghborhood with
clothing designers and retailers, many of whom apparently
have found the nei ghborhood a suitable |ocation for their
busi nesses.

W find the record sufficient to establish a goods-
pl ace associ ati on between clothing itens and the New York
nei ghbor hood known as "NoLIta." W are not persuaded that

we should reach a contrary result by applicant's argunent
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based on the issuance, by the USPTO, of two registrations
for, respectively, NOLITA and NO LIMTS, NO BOUNDARI ES,

NCLI TA, for various hair care products. First, applicant's
argunent is predicated on a finding that hair care products
are "fashion itens.” Wile we do not disagree that the
styling of hair may be a matter of fashion, we find no
support for the contention that, for exanple, a hair
styling gel per se is a fashion product. Second, even if
we accepted applicant's contention that hair care products
per se were fashion itens, we would not find the Ofice's

i ssuance of the two registrations in question probative
that consuners woul d not make a goods-pl ace associ ati on

bet ween cl othing and the New York Gty nei ghborhood known

as "NoLIta.” In re Nett Designs Inc., 236 F.3d 1339, 57

USPQ2d 1564 (Fed. Gir. 2001).%
Is it Material to Consuners that C othing Cone Fromor Be
Designed in the "NoLIta" Nei ghborhood of New York City?
Evi dence establishing a goods-pl ace associ ation, as we
have found to be present in this case, raises "an inference

of deception based on the likelihood of a goods-pl ace

13 The third-party application on which applicant relies has even
| ess probative value than the third-party registrations. See
Zappi a- Paradi so, S.A. v. Cojeva Inc., 144 USPQ 101 (TTAB 1964)
(I'nformation regarding applications evidences only that they were
filed on a particular date, even if the marks therein have been
publ i shed for opposition).
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associ ation that [does] not reflect the actual origin of
the goods. A nmere inference, however, is not enough to
establish the deceptiveness [and] consequence of non-
registrability under ...NAFTA and the anmended Lanham Act

[ whi ch] place an enphasis on actual m sl eading of the
public.” California Innovations, 66 USPQ2d at 1857. Thus
a showing of materiality is required. Id.

If there "is evidence that goods |ike applicant's or
goods related to applicant's are a principal product of the
geographi cal area named by the mark" or "the place is noted
for the particular goods," deceptiveness is |ikely.
California Innovations, 66 USPQ2d at 1857, citing,

respectively, In re House of Wndsor, 221 USPQ 53, 57 (TTAB

1983) and In re Loew s Theatres, Inc., 769 F.2d 764, 226

USPQ 865, 868 n.6 (Fed. Cir. 1985).

In California Innovations, the appeal was limted to
the USPTO s refusal to register that applicant's mark for
i nsul ated bags and waps. Wile there was a great deal of
evidence in the case, "[a]t best, the evidence of a
connection between California and insul ated bags and w aps
[was] tenuous."” California Innovations, 66 USPQ2d at 1859.
Thus, the appeal was remanded to the Board for further
proceedi ngs, including review of the evidence to see if it

supported a finding of materiality. 1d.
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The record in this case establi shes nuch nore than a

t enuous connection between "NoLlIta" and clothing itens.

| nst ead,

the record establishes that clothing designers are

concentrated in the neighborhood and that it is known for

its trend-setting and uni que clothing boutiques. Sone of

t he evi dence speaks directly to consuners' recognition that

"NoLIta" is noted for its fashionable clothing. See, for

exanpl e:

Headl i ne: Boutiques find niche in chic kids
apparel ; Buyers often are ol der, wealthier

"Puma shoes and Nolita T-shirts (referring to a
New York City nei ghborhood 'north of Little
Italy') have been popular with adults who are now
dressing their tykes in them™

Chi cago Tri bune, January 26, 2004.

".Jonsson exudes downtown chic. 'But if I want
to wal k around | ooking at things, | go east,' he
said, referring to the upstart nei ghborhood
Nolita (North of Little Italy). 'It's got nore
new designers. |It's nore fun. It's what SoHo

used to be.""
Newsday (New York, NY), February 18, 2002.

".the area has been perceived as a destination
for shoppers | ooking for sonmething special that
cannot be found in ordinary stores.

.fashion publications seek out the designers

| ocated there for new trends in clothing and
accessori es.

.Jracy Feith offers his concept of fashion to
wonmen who want to nake a statenent. ...'[Feith's]

Custoners cone here for the designer | ook

The New York Tinmes, May 13, 2001.

MVs.

Uprichard, who has been a downt own desi gner

since the 1980's, originally selling in the East
Village, said that NoLIta has flourished as an
alternative fashion mecca because of all the
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noneyed shoppers drawn to the greater SoHo
district. Another factor has been custoners
hunger for clothing that is not mass narketed."
The New York Tinmes, May 31, 1998.

"..Manhattan has all the sane chains,’' says

Bar bara White-Sax, a New Jersey resident who
often cones to NoLi Ta to shop. 'This area truly
offers things you can't find anywhere else."'"
Crain's New York Business, April 21, 1997.

The record al so i ncludes an excerpt froma

Washi ngt oni an nmagazi ne article (Decenber 2003) which,

al t hough truncated, clearly discusses the opening of high
fashi on shoe stores in the Washi ngton netropolitan area,
"so the hip girls will be suitably shod. Fashionable types
used to shopping in New York's SoHo and NoLita won't have
to make an Antrak run anynore..”; an excerpt from Footwear
News (July 28, 2003), which reports that a new boutique in
Chicago is selling brands sel ected by, anong ot her actions,
"patrolling New York's Nolita nei ghborhood”; and a web site
posting, by an individual reviewing the "NoLIta"

nei ghbor hood (www. i agora.conis "i Travel" site; review
posted by "Sacha," June 15, 2000):

Soho stands for "South of Houston," Tribeca

stands for "Triangle Beneath Canal ,"” and then
there is Nolita: "North of Little Italy."
Extrenely cool little fashion boutiques have

sprouted up in the |ast couple of years and so
the real estate people gave it a name so as to
make nore noney. But the area definitely is
di stinctive enough to nerit its own nane.
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In sum we find the evidence of record sufficient
to establish that principal products of the "NoLIta"
nei ghbor hood, and the products for which it is chiefly
noted, are fashionable clothing itens. WMreover, the
evi dence establishes that, for consuners, the origin
of clothes in "NoLIta" is a material factor in their
shoppi ng decisions. Thus, we find the evidence
establishes the third prong of the California
| nnovati ons test.

Deci sion: The refusal of registration under

Section 2(e)(3) of the Lanham Act is affirmned.
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