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Qpi nion by Drost, Administrative Trademark Judge:
On March 3, 2000, Genfire Corporation (applicant)

applied to register the followi ng mark on the Princi pal

Regi ster:

PhotonIC

The goods in the application were ultimately

identified as “electronic display systens, consisting of
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di spl ay panels and conponents thereof; conputer and displ ay
peri pherals and conputer software for the operation of
el ectroni c display systens and di splay panel functions;
integrated optical circuits; integrated optical conponents
whi ch consi st of optical wavegui des, sw tches, couplers,
nodul at ors, denodul ators, optical sensors, multiplexers,
derul ti pl exers, add-drop nultiplexers, filters, tunable
filters, communication links, transmtters, receivers,
anplifiers, attenuators, |ight sources, optical signal
processors and planar optical processors; and integrated
optical systens conprised of integrated optical conponents,
nanely, attenuators, variable attenuators, optical
anplifiers and anplifier |ight sources” in International
Class 9 and “technol ogical and scientific research in the
field of optics and optoel ectronics; product devel opnent
for others in the fields of optics and optoel ectronics;
[and] licensing of intellectual property” in International
Class 42.1

The exam ning attorney has refused to register

applicant’s mark under Section 2(d) of the Trademark Act,

! Serial No. 75934845. The application was based on an

al l egation of applicant’s bona fide intention to use the mark in
commerce. Applicant’s anendnent to its identification of goods
and services, dated Cctober 30, 2001, was accepted by the

exam ning attorney in the Ofice Action dated July 23, 2002.
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15 U.S.C. 8§ 1052(d), because of a prior registration for

the following mark to Pirelli S.p.A :

HOTONICS

The registration (No. 2,248,468) issued on June 1,

1999, for a long list of goods in International Cass 9.2

2 Coaxi al cabl es, data transm ssion cables, computer cables,
power cabl es, super conductor electrical cables, optical fiber
cabl es and el ectrical cables for use in tel econmunications
applications; electrical cable junctions, electrical conductors
and repl acement parts therefor for submarine and terrestrial use;
fiber optic light and i mage conduits; tel ecomunications systens
conmpri sed of any one or a conbination of the followng - optica
signal generators, optical signal regenerators, optical signa
receivers, optical signal transmtters, optical signa
distributors, optical signal converters, optical signal

mul ti pl exi ng and denul ti pl exi ng, optical anplifiers, optical
repeaters, optical filters, optical fibers and replacenent parts
t hereof ; wavel ength division multiplexing optical

t el ecomuni cati ons systens conprised of any one or conbi nation of
the following - optical signal generators, optical signa
regenerators, optical signal receivers, optical signa
transnitters, optical signal distributors, optical signa
converters, optical signal nultiplexing and denul tipl exi ng,
optical anplifiers, optical repeaters, optical filters, optical
fi bers and repl acenent parts thereof; video, voice and data
transnmi ssion systens conprised of any one or a conbination of the
following - optical signal generators, optical signal
regenerators, optical signal receivers, optical signa
transnitters, optical signal distributors, optical signa
converters, optical signal nultiplexing and denul tipl exi ng,
optical anplifiers, optical repeaters, optical filters, optical
fi bers and repl acenent parts thereof; systens for interactive
services distribution conprised of any one or conbination of the
following - optical signal generators, optical signal
regenerators, optical signal receivers, optical signa
transmitters, optical signal distributors, optical signa
converters, optical signal nultiplexing and denul tipl exi ng,
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The registration contains a disclainer of the term
“Phot oni cs.”

Whil e the original application included a disclainer
of the term “photonic,” the exam ning attorney nonethel ess
refused registration on the ground that applicant’s mark
was nerely descriptive, in addition to the refusal under

Section 2(d).

optical anplifiers, optical repeaters, optical filters, optical
fibers and replacenent parts therefor; transmitters, receivers
and transm ssion distribution systens conprised of any one or a
combi nati on of the following - optical signal generators, optical
signal regenerators, optical signal receivers, optical signha
transnitters, optical signal distributors, optical signa
converters, optical signal nultiplexing and denul tipl exi ng,
optical anplifiers, optical repeaters, optical filters, optical
fibers and repl acenent parts therefor for use in converting

el ectrical signals to optical signals and vice versa; devices for
the transm ssion of optical signals, nanely, fiber optics and
fiber optic networks conprised of any one or conbination of the
following - optical cables, optical transmtting stations,
optical receiving stations, optical internediate stations for

di viding, multiplexing, selecting, adding, and extracting
signhal s, and replacenent parts therefor; optical signal
generators, optical signal receivers, optical signa
transnitters, optical signal regenerators, optical signa
anplifiers, optical signal couplers, optical signhal swtches,
optical fibers and replacenent parts therefor; cable television
transmitters, cable television distribution networks conprised of
any one or conbination of the followng - optical signa
generators, optical signal regenerators, optical signa
receivers, optical signal transmtters, optical signa
distributors, optical signal converters, optical signal

mul ti pl exi ng and demul ti pl exi ng, optical anplifiers, optical
repeaters, optical filters, optical fibers and replacenent parts
t hereof; cabl e television signal nodul ators, cable television
signal anplifiers, cable television receivers, and repl acenent
parts therefor; optical wave gui de devices on a planar optica
substrate, nanely, optical signal splitters, optical signal

nodul ators, optical signal filters, lasers not for nedical use,
mul ti pl exers and repl acenent parts therefor, optical signal
anplifiers and repl acenent parts therefor, and optical signa
nmodul at ors and repl acenent parts therefor.
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Applicant traversed the refusals and, regarding the
descriptiveness refusal, applicant argued that:

Applicant’s mark is a conbination of “photon,”

whi ch denpotes a particular of light, and “IC " which

is well-known acronymin the electronics art for an
integrated circuit. An ICis a slice or chip of

mat eri al on which a conplex of electronic conponents

and their interconnections is etched or inprinted.
Applicant’s conbination of terns to create the
stylized mark Photonl C creates a unitary mark that
conveys a uni que comrercial inpression ...

“[ Pl hotonics” is the technol ogy of generating and

harnessing |ight and other fornms of radiant energy

whose quantum [is] the photon. It is a relatively new

area of technol ogy for which there are nunerous
applications. Even so, Applicant’s mark is not

“phot oni cs” or even “photonic” but rather the stylized

mar k Phot onl C.

Finally, in the original application, Applicant
di sclainmed the term “photonic” because it is not the

term “photonic” for which Applicant seeks
regi stration, but rather the stylized Photonl C mark.

Simlarly, in Pirelli’s registration for the PHOTON CS

& Design mark cited by the Exam ner and di scussed

below, Pirelli disclainmed the term “photonics” and was

i ssued a registration.
Response dated March 27, 2001 at 2-3 (enphasis in

original).

In the next Ofice action, the exam ning attorney nade

the refusal to register under Section 2(d) final but she
wi thdrew the refusal to register under Section 2(e)(1).
The exam ning attorney was persuaded by applicant’s
argunents and added that “applicant’s disclainer of
“PHOTONIC[]” is not necessary and will not be printed.”

Ofice Action dated July 27, 2001 at 2.
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Regardi ng the remai ning refusal under Section 2(d),
the exam ning attorney nmaintains that the marks are simlar
and the goods are legally identical. The exam ning
attorney has nmade it clear that “[r]egistration was refused
under Trademark Act Section 2(d), 15 U.S.C 1052(d), as to
Class 9” and not with respect to the services in Cass 42.
Exam ning Attorney’s Brief at 2. Therefore, the only issue
remai ni ng before the board is whether the mark in the cited
registration is likely to cause confusion with applicant’s
mark if the marks are used on the C ass 9 goods identified
in the application and registration.

After the exam ning attorney made the refusal final,
this appeal foll owed.

V¢ reverse.

Det erm ni ng whether there is a |ikelihood of confusion
requires application of the factors set forth in lInre

Mpj estic Distilling Co., 315 F.3d 1311, 65 USPQd 1201,

1203 (Fed. Cir. 2003). See also Inre E. I. du Pont de

Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA

1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQd

1894, 1896 (Fed. Cir. 2000). 1In considering the evidence
of record on these factors, we nmust keep in mnd that
“[t]he fundanental inquiry mandated by 8§ 2(d) goes to the

cunul ative effect of differences in the essenti al
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characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

The first question we address is whether applicant’s
and registrant’s marks, when conpared in their entireties,
are simlar in sound, appearance, or neaning such that they
create simlar overall conmercial inpressions. Each mark

is for the word “Photonic,” although registrant adds the

letter “s” to the end of its mark. W agree with the
exam ning attorney that the difference between the
pronunci ation of the marks would be slight, even if
prospective purchasers recognize applicant’s mark as two
separate terns as applicant argues.

In addition, “Photonics” is defined as “the study and
technol ogy of the use of light for the transm ssion of
information. [1950-55; see PHOTONIC, -1CS; perh. on the
nodel of ELECTRONICS].” The Random House Dictionary of the
Engl i sh Language (Unabridged) (2d ed. 1987).% The word
“phot oni c[s]” would therefore have the sane neaning in

applicant’s and registrant’s mark. This nmeani ng would be a

hi ghly descriptive meani ng when applied to registrant’s and

3 W take judicial notice of this definition. University of
Notre Dane du Lac v. J.C. Gournet Food Inports Co., 213 USPQ 594,
596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr.
1983).
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applicant’s optical goods. Indeed, both registrant and
appl i cant have disclainmed the term “photonic[s].” The
exam ning attorney, not applicant, stated that a
di scl ai mrer was not necessary, apparently because she vi ewed
the term“Photonl C' (stylized) as a unitary term

The only simlarity between the nmarks is the termthat
bot h applicant and registrant have offered to disclaim
Disclained matter is often “less significant in creating

the mark’s comrercial inpression.” 1In re Code Consultants

Inc., 60 USPQ2d 1699, 1702 (TTAB 2001). As stated
previously, the terns “photonic” and *photonics” have

obvi ous descriptive qualities when applied to the goods of
applicant and registrant.* “Regarding descriptive ternmns,
[the Federal Circuit] has noted that the ‘descriptive
conponent of a mark may be given little weight in reaching

a conclusion on the likelihood of confusion.’”” Cunni ngham

v. Laser Golf Corp., 222 F.3d 943, 55 USPQR2d 1842, 1846

* Applicant asserts that “the word PHOTONICS i s incapabl e of
serving as a distinctive mark (when used in connection with the
rel evant goods), absent additional features such as the visual
stylization in Registrant’s mark. Consuners of the rel evant
goods are not likely to believe that the term PHOTONI CS denot es
source, and hence will not call for these goods by PHOTONI CS

al one, doing so would be equivalent to calling for electronic
goods by the bare term“electronics.” Applicant’s Brief at 6-7
(enphasis in original). Previously, applicant adnmitted that it
“disclainmed the term‘ photonic’ because it is not the termfor
whi ch Applicant seeks registration, but rather the stylized
Photonl C.” Response dated March 27, 2001 at 3 (enphasis in
original).
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(Fed. Cir. 2000), quoting, In re National Data Corp., 753

F.2d 1056, 224 USPQ 749, 752 (Fed. G r. 1985). Therefore,
the fact that both marks use the sane base word is not as
significant as it often is in likelihood of confusion
cases.

In addition, although both marks have the sanme basic
meani ng, applicant goes on to assert that applicant’s
stylization actually enphasizes that the mark is for the
word “Photon” and the term“IC meaning “integrated
circuit.”® The term*“IC is a termthat individuals in the
conputer field would |ikely recognize. W agree that the
stylization of applicant’s mark woul d create a different,
addi ti onal nmeani ng when the mark is used on applicant’s
goods. Therefore, we are not persuaded that the marks in
this case woul d have the sanme neaning, other than to the
extent that the disclained term“photonic[s]” appears in
bot h mar ks.

Next, we conpare the appearance of the marks and their

overall commercial inpression

> Cis a recognized abbreviation for an integrated circuit.
Sippi, Conputer Dictionary (3% ed. 1984). We take judicia
notice of this definition
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PhotonIC

HOTONICS

The only simlarity of the marks would be the fact
that the marks are for the same basic descriptive word.
Registrant’s mark is dom nated by the letter “P,” which is
di splayed in an unusual elongated style. Registrant’s mark
is in all upper case letters and thick type, while
applicant’s mark has an unusual m xture of upper and | ower
case letters and |l ess promi nent type. |In addition,
applicant has argued that the mark woul d be viewed as
“photon” and “IC.” Because of the unusual capitalization
of its mark, we find this argunent persuasive.

Wil e words often dom nate when nmarks are conpared for
| i kel i hood of confusion purposes, this is not always the
case, particularly when the termis a weak term w t hout

much trademark significance. See In re Electrolyte

Laboratories Inc., 913 F.2d 930, 16 USPQ2d 1239, 1240 (Fed.

10
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Cir. 1990) (Court held that the marks K+ and design and
K+EFF (stylized) for potassium suppl enments were not
confusingly simlar when Kis the synbol for potassium and
“EFF” is an abbreviation for effervescent because “the
design of the marks is significantly different”); Steve’s

lce Creamv. Steve' s Fanous Hot Dogs, 3 USPQ@d 1477, 1478

(TTAB 1987) (Marks containing the word “STEVE S for
different types of restaurants held to not be confusingly
simlar in part because the “design portion of applicant’s
mark is extrenely suggestive of the fact that applicant’s
restaurant features hot dogs. The highly stylized
depiction of humani zed frankfurters, prancing armin armto
nmusi cal notes, creates a distinctive commercial inpression.
Even with the words ‘ STEVE' S appearing above the hot dog
figures, applicant’s mark is distinguishable fromthe
regi stered mark of opposer, which is sinply the word
“STEVE'S in block letter forni). Therefore, we agree with
applicant that the nmarks create overall different
commerci al inpressions because of the differences in their
appear ances and neani ngs and because their simlarity is
confined to a termwith a highly descriptive significance
for the invol ved goods.

Regardi ng the other factors, the exam ning attorney

argues that “the goods are legally identical.” Exam ning

11
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Attorney’'s Brief at 7. Applicant does not contest the
exam ning attorney’s assertion. W add that applicant’s
“integrated optical conponents which consist of optical
wavegui des, sw tches, coupl ers, nodul ators, denodul ators,
optical sensors, [and] nultiplexers.” and registrant’s

“optical wave guide devices,” “nmultiplexers,” and “optical
signal switches” appear to involve simlar goods or
conponents of goods. Therefore, the goods are, if not
overl apping, at |east very closely related opti cal
conponent s.

Applicant al so argues that the purchasers here are
sophi sticated purchasers. “The target buyers of the goods
— typically manufacturers of optical conmunication
equi pnent — are highly sophisticated, and purchases of the
goods will necessarily involve a deliberate and thorough
eval uation of technical features and specifications.”
Applicant’s Brief at 7. The exam ning attorney responds by
arguing that “the fact that purchasers are sophisticated or
know edgeable in a particular field does not necessarily
nmean that they are sophisticated or know edgeable in the
field of trademarks or immune from source confusion.”

Exam ning Attorney’s Brief at 6. W agree that
sophi sticated purchasers are not imune fromtrademark

confusion. However, the purchasers of these products would

12
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| i kel y understand the descriptive significance of the
common termin the marks. Also, there is no evidence that
t hese purchases woul d be inpulsive. Therefore, the fact

t hat thought and deliberation would be involved in making
techni cal purchases by individuals with know edge of

opti cal conponents does |lessen the likelihood that these
purchasers woul d believe that optical conponents would
originate froma common source sinply because the term
“photonic[s]” with significantly different stylizations
appears on the goods.

When we consider the record in this case and bal ance
the du Pont factors on the question of |ikelihood of
confusion, we conclude that confusion is not |ikely.

Decision: The refusal to register applicant’s mark
for the goods in International Cass 9 under Section 2(d)

is reversed.®

6 As we noted earlier, there is no refusal to regi ster
applicant’s mark as to applicant’s services in International
G ass 42.
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