THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed: May 30, 2002
Paper No. 10
cl

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Island QGasis Frozen Cocktail Conpany, Inc.
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John L. Welch of Foley, Hoag & Eliot LLP for applicant.
St ephanie M Davis, Trademark Exam ning Attorney, Law
Ofice 103 (Mchael Ham |Iton, Managi ng Attorney).

Before Sims, Wendel and Drost, Administrative Trademark
Judges.

Qpi nion by Sims, Administrative Trademark Judge:

I sl and Qasis Frozen Cocktail Conpany, Inc.
(applicant), a Massachusetts corporation, has appeal ed from
the final refusal of the Trademark Exam ning Attorney to
regi ster the mark | SLANDER for non-al coholic bases and
concentrates used in nmaking frozen drinks, both al coholic
and non-al coholic; bases and concentrates for making
snoot hi es; frozen drinks, both al coholic and non-al coholi c;

snoot hi e beverages consisting primarily of fruit base, ice,
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and ice cream or yogurt; and snoothi e beverages consisting
primarily of fruit base and ice.! The Exami ning Attorney
has refused registrati on under Section 2(d) of the Act, 15
USC 81052(d), on the basis of Registration No. 1,032,576,
i ssued February 3, 1976 (renewed) for the mark | SLANDER
COFFEE HOUSE (“ COFFEE HOUSE” di scl ai ned) for restaurant
services. Applicant and the Exam ning Attorney have
submtted briefs but no oral argunment was requested.

It is the Exam ning Attorney’s position that, because
di scl ai med and descriptive nmatter is less significant and
| ess dom nant, and because greater wei ght nay be given to
the dom nant part of a mark, applicant’s nmark | SLANDER and
registrant’s mark | SLANDER COFFEE HOUSE are similar. That
is to say, applicant’s mark is identical to the dom nant
part of registrant’s mark. Wth respect to the goods,
because a “coffee house” is defined as a “restaurant where
cof fee and other refreshnments are served,” registrant’s
restaurant services could include the serving of frozen
drinks and snoot hi e beverages, the Exam ni ng Attorney
argues. Also, the Exam ning Attorney nmaintains that coffee
is sonmetines served frozen or chilled with or w thout

| iquor. Applicant’s goods, according to the Exam ning

YApplication Ser. No. 75/883,870, filed December 30, 1999, based upon an
all egation of a bona fide intention to use the mark in comrerce.
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Attorney, could be offered in registrant’s establishnments.
In any event, the Exam ning Attorney contends that

regi strant could expand its field of trade to include
applicant’s goods. Finally, the Exam ning Attorney asks us
to resolve any doubt in favor of the prior registrant.

I n support of her refusal, the Exam ning Attorney
submtted copies of third-party registrations covering both
cocktails and espresso beverages on the one hand and
restaurant services on the other.?

Applicant argues that the respective marks are
different in that the words “COFFEE HOUSE” in registrant’s
mark indicate the nature of registrant’s services and play
a “critical role” in the perception of registrant’s mark.
Concerni ng the respective goods and services, aside from
arguing that there is no per se rule with respect to
finding |ikelihood of confusion in cases involving
restaurant services and food products, applicant maintains
that its frozen beverages and concentrates woul d not be
found in a coffee house. It is applicant’s position that
there is no evidence that the public m ght expect frozen

drinks to be sold under the same nmark as restaurant

2 Theseregistrations are for the marks CH -CHI’S for restaurant services
and for prepared al coholic cocktails, T.G|. FRIDAY'S for restaurant

and bar services and for “wi nes, liqueurs and spirits; nanmely, prepared
al coholic cocktails,” and STARBUCKS COFFEE for restaurant services
featuring coffee and espresso beverages.
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services, and that there is no evidence that registrant
woul d or could expand into applicant’s different goods.
Further, with respect to the dictionary definition,
applicant argues that there is no proof that “other
refreshnents” include frozen drinks and snoot hi e beverages.
Finally, applicant contends that none of the third-party
regi strations nmade of record by the Exam ning Attorney
specifically include applicant’s goods.?

Upon careful consideration of this record and the
argunents of the attorneys, we conclude that confusion is
not likely. First, with respect to the marks, they
obvi ously share the dom nant origin-indicating word
“I SLANDER, ” but differ since the registered mark includes
the generic words “COFFEE HOUSE.” While the respective

mar ks nmust, of course, be conpared in their entireties,
i ncludi ng any disclainmed matter, our principal review ng

court has indicated that, in articulating reasons for

®Applicant has objected to the Wb page printouts of definitions from*“A
Seattl e Lexicon” subnitted with the Exami ning Attorney’s brief, on the
ground that these definitions are not froma well-known or recognized
reference work. Applicant points out that this reference is an
“Interpretive guide for non-Northwesterners who want to get the inside
line on the local lingo.”

Because evidence nmay not be subnmitted with an appeal brief
(Trademark Rule 2.142), we may only consider this evidence if it is
matter of which we may take judicial notice. W agree wth applicant
that this source is not sufficiently reliable to allow judicial notice
to be taken. W do, however, take judicial notice of the definitions
from The Anerican Heritage College Dictionary (Third Edition 1993),
Webster’'s New Collegiate Dictionary (1981) and Wbster’'s New Twentieth
Century Dictionary (Second Edition 1983) subnmitted with applicant’s
appeal brief.
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reaching a conclusion on the issue of |ikelihood of
confusion, "there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a
particul ar feature of a mark, provided [that] the ultimate
conclusion rests on consideration of the marks in their
entireties.”" In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. G r. 1985). For instance, according to
the court, "that a particular feature is descriptive or
generic with respect to the invol ved goods or services is
one comonly accepted rationale for giving less weight to a
portion of a mark ...." 224 USPQ at 751. Nevertheless, in
this case the words “COFFEE HOUSE” | end a different
significance and commercial inpression to the registered

mar kK t han any neani ng or inpression conveyed by applicant’s
mar k.

Wth respect to applicant’s goods, such as its non-
al coholic frozen drinks and snoot hi e beverages consi sting
of fruit base and ice, the Exam ning Attorney has
i ntroduced no specific evidence fromwhich we m ght
concl ude that such goods would be sold in coffee house-type
restaurants.* Nor is there any evidence that coffee house
restaurants are likely to serve applicant’s al coholic

beverages. Rather, the only evidence of record pertains to

* Both applicant and the Exanining Attorney have assuned, as do we, that
registrant’s services are cof fee house restaurant services. The

Exani ni ng Attorney has not argued that we should construe registrant’s
services to be broader than that.
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restaurants that prepare and serve food as well as

al coholic cocktails, and a coffee house restaurant that
serves coffee and espresso beverages. Suffice it to say
that, because there is no per se rule for finding

| i kel i hood of confusion in cases involving restaurant
services and specific food or beverage itens, we cannot
conclude fromthis record that the Exam ning Attorney has
denonstrated that applicant’s frozen drinks or its snoothie
beverages containing fruit base and ice (or any other of
its beverages) would be sold in registrant’s restaurant
such that purchasers would believe that applicant’s goods
cone fromregistrant’s coffee house restaurant. Moreover,
applicant’s concentrates and bases are even nore unlikely
to be sold in registrant’s coffee house restaurants.

We shoul d al so point out that the Exam ning Attorney
has not presented any evidence, or even argued, that coffee
house restaurants (or any restaurants for that matter) have
or are likely to sell their beverage products in grocery
stores and supermarkets, such that consumers nmay have
beconme accustoned to seeing such restaurant service marks
on beverage products available in retail stores. Such
evidence mght tend to indicate that purchasers, aware of
registrant’s restaurants, who then encounter beverage

products such as sone of those sold by applicant, would
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believe that those products conme fromor are sponsored or
| i censed by the restaurant.

We concl ude that the Exam ning Attorney has not
denonstrated on this record that confusion is likely.

Decision: The refusal of registration is reversed.



