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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Oppedahl & Larson

Serial No. 75051843

Carl Oppedahl and Marina Larson of Oppedahl & Larson LLP for
Oppedahl & Larson.

Brett J. CGolden, Trademark Exam ning Attorney, Law Ofice 102
(Thomas Shaw, Managi ng Attorney).

Bef ore Qui nn, Hohein and Rogers, Administrative Trademark
Judges.

Opi nion by Hohein, Admnistrative Trademark Judge:

Oppedahl & Larson has filed an application to register
on the Principal Register the term "PATENTS. COM' as a service

mark for "on-line information services in the field of

" Judge Qui nn has been designated to substitute for Judge G ssel, who
retired from Federal service after the oral hearing in this case but
before an opinion was drafted and did not participate in the

di sposition or determ nation of any of the issues herein. See In re
Bose, 772 F.2d 866, 227 USPQ 1, 4 (Fed. G r. 1985), aff'g 215 USPQ
1124, 1125 n.* (TTAB 1982), holding that (italics in original):
"[T]here was no error in substituting a board nenber wi thout allow ng
reargunent. The statutory requirenment that a case be 'heard by three
board nenbers neans judicially heard, not physically heard."
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intellectual property |law provided via [an] interconnected
conputer network |inked by common protocols."*

Regi strati on has been variously refused on a nunber of
grounds including a final refusal, under Section 2(e)(1l) of the
Trademark Act, 15 U. S.C. 81052(e)(1l), on the basis that the term
"PATENTS. COM' is generic for applicant's services because it

desi gnates a commerci al website which provides infornmation about

patents® and a final refusal, under Sections 1, 2, 3 and 45 of

' Ser. No. 75051843, filed on February 1, 1996, which as originally
filed seeks registration on the basis of Section 1(a) of the Trademark
Act, 15 U. S.C. 81051(a), and sets forth a date of first use anywhere
of July 1, 1995 and a date of first use in comerce of July 10, 1995.
However, with the filing of applicant's second and operative appea
brief (its initially filed brief will not otherw se be considered

i nasnuch as it pertains to a premature notice of appeal), applicant
subnitted a "SUBSTI TUTION OF BASIS" in which "applicant hereby
substitutes 81(b) as a basis pursuant to MPEP [sic] section 806.03(c)
and 37 CFR 8§ 2.35." Subsequently, nonths after the oral hearing
herein, applicant subnitted an anendnent to allege use in which it
claims, as it did in the application as originally filed, a date of
first use anywhere of July 1, 1995 and a date of first use in comrerce
of July 10, 1995.

?1n addition, in the event that such termis not generic, registration
has been repeatedly refused, under Section 2(e)(1l) of the statute, on
the ground that the term "PATENTS. COM' is nerely descriptive of the
subject matter of applicant's services and that applicant's showing in
support of its alternative claim under Section 2(f) of the Tradenmark
Act, 15 U.S.C. 81052(f), that such termhas acquired distinctiveness

t hrough use thereof in commerce is insufficient to overcone a finding
of nmere descriptiveness. It is pointed out in this regard that while,
as set forth inIn re Capital Formation Counselors, Inc., 219 USPQ
916, 917 (TTAB 1983) at n. 2, the insufficiency of a showi ng pursuant
to Section 2(f) is not itself a statutory basis for a refusal of
registration on the Principal Register, the failure to nake a
sufficient showi ng of acquired distinctiveness precludes registration
of a termwhich is otherwi se barred by the "nerely descriptive"

prohi bition of Section 2(e)(1). However, in the case of a nerely
descriptive termwhich is generic, no showi ng of acquired

di stinctiveness would suffice for purposes of registration on the
Princi pal Register. See, e.g., H Marvin Gnn Corp. v. Internationa
Ass'n of Fire Chiefs, Inc., 728 F.2d 987, 228 USPQ 528, 530 (Fed. Cr.
1986) and authority cited therein ["A generic term... can never be
regi stered as a trademark because such termis 'nmerely descriptive'

wi thin the neaning of Section 2(e)(1) and is incapable of acquiring de
jure distinctiveness under Section 2(f). The generic name of a thing
isin fact the ultimate in descriptiveness"]. Thus, applicant's
claim in the alternative, of acquired distinctiveness would not
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the Trademark Act, 15 U.S. C. 881051, 1052, 1053 and 1127, that
such termfails to function as a service mark for applicant's
servi ces because, as used on the specinens of record, it would be
perceived only as part of an Internet address for applicant's
websi te.

Appl i cant has appealed. Briefs have been filed and an
oral hearing was held.® Thereafter, however, it cane to the
attention of the Board that applicant, in a related case in which
it was seeking registration of the identical term "PATENTS. COM
as a trademark for "conputer software for managi ng a dat abase of
records and for tracking the status of the records by neans of

n 4

the I nternet, had taken an appeal to the United States Court of
Appeal s for the Federal Circuit of a decision, by another panel
of the Board, affirmng a final refusal to register such term as

merely descriptive of applicant's goods.® In view of the

suffice to overcone a possible finding that the term "PATENTS. COM' is
generic for its services so as to permt registration

° Applicant, noting in particular the Examining Attorney's reliance in
his brief upon the Board's decisions in In re CyberFinancial.net, 65
UsP@d 1789 (TTAB 2002) and In re Martin Container, 65 USPQ@d 1058
(TTAB 2002), urges in its reply brief that "the issues under
consideration in this case are ripe at this tinme for review by an en
banc panel of the Trademark Trial and [Appeal] Board ..., rather than
a sinple panel, so that the issue of the special and frequently
hostile treatnment afforded by the Trademark O fice to domai n- nane-
related trademark applications can be fully ... addressed." Applicant
was advised at the oral hearing that, to the extent it was requesting
an en banc hearing and/or decision in this appeal, such request had
been deni ed by Chief Adninistrative Trademark Judge Sams and that the
deni al thereof would be so noted in this opinion

* Ser. No. 78061755, filed on May 3, 2001, which was filed based on an
all egation of a bona fide intent to use such termin conmerce.
Appl i cant subsequently filed an amendnent to allege use, setting forth
a date of first use and first use in commerce of Decenber 9, 1999.

® Specifically, the Board held that the term "PATENTS. COM nerel y
descri bes applicant's conputer software which tracks the status of
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potential bearing of the anticipated decision of the Federal
Circuit, the Board in effect suspended issuance of a decision on
the issues herein pending the final disposition of applicant's
appeal in the related case.®

| nasnmuch as a decision in the appeal in applicant's
rel ated case has now i ssued,’ and such deci sion appears to be
final, we turn to the prelimnary matters rai sed by applicant's
filing, with its second and operative appeal brief (hereinafter
"main brief"), of its "SUBSTITUTION OF BASIS'" and its subm ssion,
several nonths after the oral hearing, of its anendnent to all ege
use. As to the forner, applicant states therein that "under
penalty of perjury ... applicant had a bona fide intention to use
the mark in conmerce as of the filing date of the application”
and asserts that it desires to change the basis of its
application fromuse in comerce to intent to use "[i]n view of
the Exam ner's continued view that the specinens herein are
unacceptabl e to show function as a mark." Applicant, "[i]n the
event this substitution-of-basis paper is refused entry into the
application,” also noted various argunents in its main brief
concer ni ng whet her the speci nens of record evidence service mark

use of the term "PATENTS. COM " Applicant insists that allowance

patents and is available on the Internet.” 1In re Qppedahl & Larson
LLP, slip op. at 4 (TTAB April 16, 2003).

® Plainly, both appeals respectively involve the question of whether
the term "PATENTS. COM " which is obviously fornmed by conbining the
word "PATENTS'" with the top | evel domain designation ".COM" is at a
m ni num nerely descriptive of the subject matter of applicant's goods
and servi ces.

"In re Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQd 1370 (Fed. Gr.
2004) .



Ser. No. 75051843

of the requested change in basis "should elimnate the present
di sagreenent as to whether the specinens as filed show the mark
to function as a mark" since, as further indicated in its reply
brief, such issue would "no |onger [be] in the appeal."

The Exam ning Attorney, on the other hand, argues that
the effect of the requested filing-basis substitution involves
nmore than sinply the renoval fromthe appeal of the issue of
whet her the speci nens evi dence service mark use. Specifically,
he insists in a footnote to his brief that applicant's request to
change the filing basis of its application fromuse in commerce
tointent to use "is inapposite in that the mark nust be in use
in order to claimacquired distinctiveness under Trademark Act
Section 2(f)," citing TMEP Sections 1212.05 and 1212. 06 (3d ed.
2d rev. May 2003).° Aside therefrom and apparently irrespective

of whether such a change in filing basis would additionally

® W further note that TMEP Section 1212.09(a) (3d ed. 2d rev. My
2003), which is entitled "Section 2(f) CaimRequires Prior Use,"
provides in pertinent part that:

Section 2(f), 15 U.S.C. 81052(f), is limted by its
ternms to "a mark used by the applicant.” A cl ai m of
di stinctiveness under 82(f) is normally not filed in a
81(b) application before the applicant files an anmendnent
to allege use or a statenent of use, because a cl ai m of
acqui red distinctiveness, by definition, requires prior
use.

However, an intent-to-use applicant who has used the
mark on rel ated goods or services may file a cl ai m of
acqui red distinctiveness under 82(f) before filing an
anendnent to allege use or statenent of use, if the
applicant can establish that, as a result of the
applicant’s use of the mark on other goods or services, the
mar k has becone distinctive of the goods or services in the
intent-to-use application, and that this previously created
di stinctiveness will transfer to the goods and services in
the intent-to-use application when use in commerce begins.
Inre Dial-A-Mattress Qperating Corp., 240 F.3d 1341, 1347,
57 USP@d 1807, 1812 (Fed. Cir. 2001).
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elimnate the issue of failure to function as a service mark from

the appeal, as asserted by applicant, the Exam ning Attorney

mai ntains that "[i]t is also too late to anmend the application at

the brief stage.”™ No authority for such propositionis cited in

his brief, however, and when asked at oral argunent if there was

any support for his position, he could only offer that his

managi ng attorney had advi sed that such a change of filing basis

was not permtted once an application was on appeal.

Nonet hel ess, other than the objection to the tineliness of

applicant's request, the Exam ning Attorney has not raised any

deficiencies as to formor substance with respect thereto.
Trademark Rule 2.35, which is entitled "Adding,

del eting, or substituting bases,” provides in relevant part that:

(b) I'n an application under section 1 or
section 44 of the Act:

(1) Before publication for opposition,
an applicant nmay add or substitute a basis,
if the applicant neets all requirenents for
the new basis, as stated in 82.34. The
applicant nmay delete a basis at any tine.

(3) Wien an applicant substitutes one
basis for another, the Ofice wll presune
that there was a continuing valid basis,
unl ess there is contradictory evidence in the
record, and the application wll retain the
original filing date ... if appropriate.

(8) Once an applicant clainms a section
1(b) basis as to any or all of the goods or
services, the applicant may not anend the
application to seek registration under
section 1(a) of the Act for those goods or
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services unless the applicant files an
al l egation of use under section 1(c) or
section 1(d) of the Act.

Furthernore, as stated in TMEP Section 806.03(c) (3d ed. 2d rev.
May 2003):

If a 81(a) basis fails, either because
t he speci nens are unacceptabl e or because the
mark was not in use in comerce as of the
application filing date, the applicant may
substitute 81(b) as a basis. The Ofice wll
presunme that the applicant had a conti nui ng
valid basis, because the applicant had at
| east a bona fide intention to use the mark
in comrerce as of the application filing
date. Wen anmending from 81(a) to 81(b), the
applicant nust submt a verified statenent
that the applicant had a bona fide intention
to use the mark in comrerce as of the filing
date of the application. 15 U S. C
81051(b)(3)(B); 37 CF.R 82.34(a)(2)(i).

Currently, noreover, Trademark Rule 2.34(a)(2) provides in ful
t hat :

(2) Intent-to-use under section 1(b) of
the Act. In an application under section
1(b) of the Act, the applicant nust verify
that it has a bona fide intention to use the
mark in comerce on or in connection with the
goods or services listed in the application.
If the verification is not filed with the
initial application, the verified statenent
must allege that the applicant had a bona
fide intention to use the mark in commerce on
or in connection with the goods or services
listed in the application as of the filing
date of the application.

In view of the above authority, the Exam ning
Attorney's objection to the substitution of basis filed by
applicant is untenable. Accordingly, and since such substitution
ot herwi se conplies with the applicable rules, the application
presently stands anended to one seeking registration solely on

the basis of an alleged bona fide intention to use.
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Nonet hel ess, by its pendi ng anendnent to all ege use,
applicant seeks to convert its application back to one which
seeks registration on the basis of use in comerce. Wether such
anmendnent, which is acconpanied by a third specinen of use that
differs fromeach of the other two speci nens previously
submtted, is acceptable obviously has a direct bearing on the
issues in this appeal since, at a mninmum it affects not only
whet her the refusal on the basis that the term "PATENTS. COM' does
not function as a service mark is still part of this appeal, but
whet her, if so, such ground renmains viable.

Accordingly, further disposition of this appeal is
hereby suspended and the application is remanded to the Exam ning
Attorney for consideration of the anmendnent to all ege use. See
TBMP 81206.01 (2d ed. rev. 2004) [it not only is the case that
"an anendnent to allege use filed during the pendency of an ex
parte appeal to the Board is tinely,"” but "[i]f an applicant
which has filed a tinely appeal to the Board files an anmendnent
to allege use, in the application which is the subject of the
appeal, nore than six nonths after issuance of the appeal ed
action, the Board may, in its discretion, suspend proceedi ngs
wWth respect to the appeal and renmand the application to the
exam ning attorney for consideration of the anendnent to allege
use"].

I f the Exam ning Attorney determ nes that the anendnent
to all ege use is acceptable, and finds that the specinen which
acconpani es the anendnent evidences use of the term "PATENTS. COM

in such a manner that it functions as a service mark for
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applicant's services, the Exam ning Attorney should so indicate
in an Ofice action and return the application file to the Board
for resunption of the appeal, at which point the Board w |
resune proceedings herein and issue a final decision with respect
to the remaining i ssues before this panel. |[If, on the other

hand, the Exami ning Attorney finds that the anendnent to allege
use i s unacceptable and/or that the speci men whi ch acconpani es
such anmendnent fails to evidence use of the term "PATENTS. COM' in
such a manner that it functions as a service mark for applicant's
services, then a new final refusal should be issued with respect
thereto, and the Exam ning Attorney should thereafter return the
application file to the Board for resunption of the appeal. Once
the Board resunes proceedi ngs herein, any refusals or

requi renents which are the subject of the new final refusal wll
be treated as part of this appeal and the Board will issue a
schedul e for supplenental briefing with respect thereto.
Fol | ow ng recei pt of such supplenental briefs, the Board w |
issue a final decision with respect to the renaining issues
before this panel, including any issues raised by the new final
refusal .

It is so ordered.



